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OPINION

We’re excited that the ASEAN Intellectual Property Association’s Annual 
Meeting & Conference will be in Phnom Penh next month. 

Sure, we’ll admit that, in part, at least, it’s because we’re looking forward 
to eating some spicy lap Khmer salad and downing a few Angkor beers. 
But, more importantly, we’re pleased to see the efforts of the ASEAN IPA 
Cambodian Group and the Intellectual Property Association of Cambodia 
(IPAC) are about to pay off.

Hosting the conference is a bit step for the Cambodian group, which is 
small when compared to its sister chapters in places like Malaysia, Thailand, 
the Philippines and Singapore.

“The Cambodian ASEAN IPA group has been trying our best to make this 
event happen to show that we are a part of the IP community and as well 
as the ASEAN community, and that we all are united and will walk to the 
prosperous future together,” says Khieu Mealy, a partner at Sok Siphana & 
Associates (a member of ZICO Law) and conference liaison officer.

Mealy recalls her anxiety at undertaking this significant role when ASEAN 
IPA president Aleli Angela G Quirino asked her at last year’s meeting in 
Manila to host the meeting for Cambodia. “But with the commitment to help 
of other countries’ members, we made it,” she says proudly. 

The conference should be worthwhile for attendees, too, with a tight focus 
on the challenges facing IP owners and practitioners in the 21st century. 

“We should recognize that investment, especially in the technology sector, 
is a key driver of economic growth. In the context of promoting economic 
growth, intellectual property right protection is key,” says Hem Hournaryth, 
Cambodia country head of the ASEAN IPA and principal partner at BNG 
Legal in Phnom Penh.

We’re looking forward to a great ASEAN IPA meeting and conference this 
year, and look forward to seeing you there!

On to Cambodia!
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NEWS ANALYSIS

ASEAN

22nd ASEAN IPA Conference 
– A Quick Primer

April 2018 marks the 22nd ASEAN 
Intellectual Property Association 
Annual Meeting & Conference, with 
this year’s theme centering on the 
challenges posed by the 21st century. 
The meeting will take place April 6 and 
7 in Phnom Penh.

The ASEAN IPA was officially 
established on December 1, 1996, 
and granted official NGO status by the 
ASEAN Secretariat in 1998. Comprising 
of individuals and organization members 
concerned with intellectual property in 
ASEAN countries, the ASEAN IPA aims 
to foster mutual friendship, cooperation 
and understanding to promote the 
development and protection of 
intellectual property in the region. 

“The Cambodian ASEAN IPA group 
has been trying our best to make this 
event happen to show that we are a part 
of the IP community and as well as the 
ASEAN community, and that we all are 
united and will walk to the prosperous 

future together,” says Khieu Mealy, a 
partner at Sok Siphana & Associates (a 
member of ZICO Law) and conference 
liaison officer.

Mealy recalls her anxiety at 
undertaking this significant role when 
ASEAN IPA president Aleli Angela G 
Quirino asked her at last year’s meeting 
in Manila to host the meeting for 
Cambodia. “But with the commitment 
to help of other countries’ members, we 

made it,” she says proudly. 
Speakers at the meeting will address 

different aspects of the 21st century’s 
impacts, including technological, 

economical, regional and global 
challenges to inform IP practitioners of 
the latest trends and strategies in the 
face of changing currents.

“We should recognize that investment, 
especially in the technology sector, is a 
key driver of economic growth. In the 
context of promoting economic growth, 
intellectual property right protection is 
key,” says Hem Hournaryth, Cambodia 
country head of the ASEAN IPA and 

principal partner at BNG Legal in 
Phnom Penh.

Quirino also offers her thoughts 
ahead of the conference. “Our 
Cambodian colleagues and friends 
likewise face the challenge of providing 
us with a meaningful and productive 
conference, showing to the entire IP 
community that they – as well as the 
ASEAN community – are united and 
ready to move ahead into the future.”

Apart from hosting the ASEAN IPA 
conference, Cambodia has seen some 
recent updates in the IP scene. On 
March 9, 2018, Cambodia became the 
first country to join the Geneva Act of 
the Lisbon Agreement on Appellations 
of Origin and Geographical Indications. 
The Geneva Act provides through the 
World Intellectual Property Organization 
a system for a single application and 
set of fees for registering appellations 
of origin or geographical indications 
across multiple jurisdictions. The Act 
will come into force with four additional 
parties.

The validation agreement between 
China’s State Intellectual Property 
Office and Cambodia will also boast 
protection of invention patents in the 
kingdom. “The agreement will take 
effect on March 28. It will help us 
attract more Chinese investors into 
the kingdom,” said Phe Chantravuth, 
director of the department of industrial 
property at the Ministry of Industry and 
Handicraft.

- Michelle Ko

We should recognize that 
investment, especially in the 
technology sector, is a key driver 
of economic growth. In the 
context of promoting economic 
growth, intellectual property right 
protection is key.

- Hem Hournaryth, Cambodia country head, ASEAN IPA,

 and principal partner, BNG Legal,

 Phnom Penh

“

” 

Phnom Penh will host the 22nd ASEAN Intellectual Property Association 
Annual Meeting & Conference in April.
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Invention Patent Applications 
Skyrocket in China

Patent applications have skyrocketed 
China. In 2017 alone, China received 
1.35 million invention patent applications, 
which is a 14.2 percent increase year-
on-year, according to an official at the 
State Intellectual Property Office.

The percentage is a healthy year-
on-year increase, says Karen Taylor, 
general manager Asia Pacific for 
Anaqua, in Hong Kong. “This significant 
growth is a prime example of how 
IP is skyrocketing in China and the 
wider Asian region. Before 1985, 
China had no patent law at all. But 
that has all changed. Home-grown IP 
has increased dramatically in China 
and elsewhere in Asia, with many 
companies in the region now more 
focused on establishing, protecting and 
monetizing their IPRs and increasing 
their return on investment.”

To encourage innovation, local 
Chinese authorities went so far as to 
provide cash subsidies of up to US$4,500 
to patent recipients, Taylor says. “This 
undoubtedly helped China become the 
top patent filer in the world in 2011. It 
then surpassed all other countries as 
the top patent issuer in 2015, with over 
350,000 patents issued that year alone.”

The desire to protect innovation, 
combined with government support, 
has led Chinese companies to embrace 
global best IP practices, Taylor adds. 

“We can expect to see more companies 
throughout Asia taking a genuinely 
strategic approach to IP portfolio 
management and becoming truly 
global in how they evaluate, protect and 
exploit their assets.”

A total of 744,000 applications have 
been completed, said Shen Changyu, 
head of SIPO, at a meeting attended by 
IP officials from across China.

“The USPTO grants about 70 percent 
of all patents annually. 744,000 of 1.38 
million patent applications is about 54 
percent, so China has some catching 
up to do, but things are moving in the 
right direction,” says Taylor.

Under the Patent Cooperation Treaty, 
51,000 international patent applications 
were received in 2017, up 12.5 percent 
from 2016, Shen said in a work report 
delivered at the meeting.

Shen said that for every 10,000 
people in China, there are 9.8 patents 
on average.

“This can be good or bad depending 
on how important the patents are and 

how they are going to be used,” Taylor 
says. “If there is a clear purpose and 
IP strategy for all 1.35 million patents, 
then this will certainly be a huge benefit 
for Chinese businesses.”

A strong patent portfolio and IP 
strategy is also “a key driving force to the 
brand-building of Chinese companies,” 
as Shen stated, and “IP creates more 
value now than ever in China.” 

While patents are fundamentally 
designed to safeguard innovation, keep 
in mind that, for a company, patent 

protection is limited to the extent that 
the business is willing to enforce it, 
Taylor says. “More patents can lead to 
more infringement, which could lead to 
more legal fees for businesses trying 
to address the infringement – not to 
mention more maintenance fees for all 
the patents filed.”

Approximately 67,000 administrative 
patent cases were handled in 2017, 
increasing by 36.3 percent on a yearly 
basis, according to Shen.

Strong IP protection relies not only on 
a solid legal framework and an efficient 
application and granting process, which 
is clearly improving and expanding 
rapidly in China, but also on an effective 
portfolio management strategy within 
companies, Taylor says. “Knowing 
what you have, how important it is to 
your business and crafting adequate 
protection strategies, e.g. defensive 
filing, is critical.”

Chinese companies should do more 
to globalize their IP portfolios. “This 
can drive both commercial opportunity 
and increased collaboration within 
and across industrial and technology 
sectors. Chinese companies are 
increasingly acquiring or licensing 
patents from around the world and 
partnering globally and within the 
Asia region in joint R&D and product 
development initiatives,” Taylor says. 
“The recent announcement of Google 
and Tencent’s patent licensing deal 
demonstrates this trend and, as China 
businesses invest more in leading 
edge technologies such as AI, the 
opportunities to globalize their portfolios 
will only increase. Chinese investment 
now represents over 20 percent of 
global R&D spend, and ensuring 
the global commercialization of the 
resulting IP will be critical in delivering 
a return on that investment.”

Shen also asked for more international 
cooperation and exchanges on IP, to 
serve the country’s policy of opening up.

For many companies now, intangible 
assets represent around 70-80 percent 
of their market value. “This value needs 
to be protected at home and abroad and 
presents a major revenue opportunity,” 
Taylor adds. “Chinese companies are 
realizing that embracing holistic legal 
technology solutions, which combine 
analytics and workflow tools, enables 
them to more accurately assess the 
value of their IP portfolios and identify 
opportunities to sell, license or partner 
across the globe.”

- Johnny Chan

CHINA

Chinese companies are realizing 
that embracing holistic legal 
technology solutions, which 
combine analytics and workflow 
tools, enables them to more 
accurately assess the value of 
their IP portfolios and identify 
opportunities to sell, license or 
partner across the globe.

- Karen Taylor, general manager Asia Pacific

Anaqua, Hong Kong

“

” 
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International Litigation 
Chamber to Hear English 
Trials

Effective May 2018, South Korean 
District Courts and Patent Courts 
will allow for IP cases to be heard 
entirely in English and other foreign 
languages under the new International 
Litigation Chamber legislation. Passed 
on November 24, 2017, the Korean 
National Assembly’s amendment to 
the Court Organization Act creates an 
exception for foreign languages in the 
chamber whereby previously all cases 
must have been heard in the Korean 
language to have legal effect. 

The amendment will allow for 
submission of court briefs and exhibits, 
delivery of oral arguments and even 
expert and witness testimony in English 
and other languages without requiring 
it to be translated into Korean. The 
Korean Supreme Court is expected to 
issue rules regarding the procedures 
and requirements for the management 
of the International Litigation Chamber, 
including guidelines to determine the 
cases and languages permissible to 
such exception. 

“The international chamber would 
allow foreign litigants to litigate in 
English – and in the future, in other 
languages such as German, Japanese, 
and French – and to submit documents 
without the need to translate the 
documents into Korean, and thereby, 
avoiding translation costs,” says Sun 
Chang, a partner at Lee & Ko in Seoul. 

“The most important advantage 
for foreign litigants, however, would 
undoubtedly be the opportunity to 
formulate and present arguments with 

the correct tone and nuance to the 
Korean courts that could be pivotal to 
the outcome of the case,” he adds. 

Chang points out that the 
International Litigation Chamber can 
offer advantages in time and cost 
savings over other jurisdictions. “In 
the context of patent litigation, it is 
possible for foreign litigants to obtain 
a first-instance judgment in less than 
18 months, and therefore, the Korean 
courts could be the forum of choice 
when expediency is at a premium. 
Moreover, unlike in the United States, 
patent litigations are not jury trials, and 
therefore, foreign litigants would be 
able to avoid the need to explain the 
underlying technical features of the 
invention claimed by the patent or the 

intricacies of the claim language that 
seeks to capture the technical features 
of the invention to a lay audience.” 
Other factors that could influence the 
decision of foreign litigants to bring 
their cases to Korea are the ease of 
enforcing judgments rendered against 
Korean entities and the comparably 
lower legal costs.

On the other hand, litigants must 
weigh the costs and benefits of 
requiring Korean attorneys to argue, 
and for Korean courts to listen, in 
a non-native tongue. “It is possible 
that conducting the proceedings in a 
foreign language could impede rather 
than facilitate the adjudication of the 
underlying dispute. Such possibility 
would become more pronounced when 
the outcome of the case hinges on the 
precise interpretation of the text, for 
example, patent claims. In addition, the 
Korean attorneys would be drafting and 
preparing all submissions to the Korean 
courts in their non-native language. The 
added burden on the Korean attorneys 

could lead to an increase in legal costs 
for the foreign litigants [depending on 
the nature of the case],” says Chang.

Back in June 2017, the Patent Court 
of Korea held its first-ever English 
hearing as a test trial in preparation 
for the international chamber. The 
trial pitted 3M Innovation Properties 
Company against the Commissioner 
of Korea Intellectual Property Office, 
with Seoul-based law firm Kim & 
Chang representing 3M. Both parties 
presented in English during the hearing, 
and questions and responses from the 
Patent Court and litigating parties were 
provided in English. Although only the 
final hearing and decision were made in 
English, the test case paved way for the 
entire court proceeding to be conducted 
in English in the international chamber 
in the following May. 

“We had 209 cases in 2015 where 
the parties were foreigners, but in 
2016 we had over 300 cases; so there 
is a special need to give foreigners 
easier accessibility in Korea,” Patent 
Court judge Chang Hun-jin, one of 
the presiding judges for the inaugural 
English hearing, had told the Korea 
Herald following the court case. 

As July 2018 marks the seventh 
year the EU-South Korea Free Trade 
Agreement has been in affect, the 
business environment is becoming 
more global by the day. Now the logical 
question follows: what else can be done 
to make South Korean courts a more 
foreigner-friendly place for IP litigation?

“Eliminating the ‘tax’ on foreign 
plaintiffs seeking to adjudicate their 
disputes in Korea” was Chang’s 
answer. “Under Korean rules of civil 
procedure, a plaintiff that does not have 
local presence in Korea – that is, the 
plaintiff has no address, office, or other 
place of business in Korea – must post 
security for litigation costs upon request 
from the local defendant.” 

“The purpose of this security is 
to secure the defendant’s claim 
for reimbursement of the litigation 
costs if the Korean courts render an 
unfavorable judgment against the 
foreign plaintiff. While there are means 
of providing security that reduces 
the burden on the foreign plaintiff, 
for example, through a negotiable 
instrument that guarantees payment 
of the litigation costs, this obligation to 
post security nonetheless is a source of 
frustration for foreign plaintiff,” he says 
system for international cases.

- Michelle Ko

SOUTH KOREA

The most important advantage for 
foreign litigants would undoubtedly 
be the opportunity to formulate and 
present arguments with the correct 
tone and nuance.

- Sun Chang, partner,

Lee & Ko, Seoul

“

” 
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Davies Collison 
Cave has 
announced the 

appointment of Stuart 
Green as a principal to 
its trademark practice 

in Sydney. Stuart is a lawyer and 
trademark attorney and joins DCC from 
Dibbs Barker, where he was a partner 
and headed up that firm’s trademark 
prosecution practice. Green has many 
years of experience in all aspects of 
trademark practice and law. He has 
worked with a wide variety of local and 
international clients, including some 
of Australia leading consumer product 
companies. As well as practicing in 
Australia, he has significant experience 
prosecuting applications in New 
Zealand.

In addition 
to Green’s 
a p p o i n t m e n t , 

Michelle Cooper joined 
DCC’s trademark group 
in Sydney as a senior 

associate in January 2018. Cooper 
was previously a senior associate at a 
well-established patent attorney firm.

Tilleke & 
Gibbins has 
added Jay 

Cohen as partner and 
director of the firm’s 
Cambodia operations, 

as of February 1. A 14-year veteran 
of Asian investment markets with a 
decade in Cambodia, Myanmar and 
Singapore, Cohen has experience in 
inbound and outbound investments. 
His practice covers every stage of the 
investment process, from providing 
exploratory advice and preliminary 
due diligence, to implementing 
appropriate corporate and investment 
structures, advising on continuing 
operations, and negotiating and 
drafting commercial contracts. He is 
noted for providing advice on general 
corporate, commercial, intellectual 
property and compliance matters in 
Cambodia. Cohen joins from KCP 
Cambodia, where he was a partner and 
country manager of the its Cambodia 
operations for the past eight years.

AWA Asia, the 
Asian branch 
of intellectual 

property firm 
Awapatent, has hired 
Charlie Liu as a partner 

in Hong Kong. Liu, who joins from 
local firm Wilkinson & Grist, where 
he was a senior associate, has been 
advising clients on the protection and 
enforcement of intellectual property 
rights for more than 15 years. His 
practice focuses on trademark 
portfolio management including 
searches, applications, oppositions, 
reviews and administrative appeals 
in China. He assists MNCs and 
leading local companies from diverse 
industry sectors such as luxury 
brands, sportswear, automobile, 
pharmaceutical, media, wholesale 
and retail and eSports in enforcing 
trademark rights through customs, 
administrative and court actions. 
Liu previously served as group legal 
advisor PCCW, a Hong Kong-based 
telecom company.

S i n g a p o r e 
boutique firm 
TSMP Law 

Corporation has hired 
litigation expert Adrian 
Tan as a partner in its 

dispute resolution practice. Tan, who 
joins from Morgan Lewis Stamford, is 
a litigator who is noted for his work in 
technology, intellectual property, real 
estate and shareholder oppression. He 
earned his IT chops as former general 
counsel at CrimsonLogic, a Singapore 
government technology company that 
provides network services in the legal, 
healthcare and trade sectors. This 
background, plus a second degree 
in computer science and psychology, 
gives him a solid foundation to address 
technology disputes, including data 
centre construction, social media 
defamation, copyright infringement 
and passing-off in relation to consumer 
electronics, and patent infringement of 
vaccines. Prior to spending more than 
four years at Morgan Lewis Stamford, 
Tan worked for more than two decades 
at Drew & Napier, the firm he joined as 
a pupil.

Orrick has 
promoted 19 
lawyers to the 

firm’s partnership, 
effective January 1, 
2018. Six of the firm’s 

new partners focus on technology 
matters. Silicon Valley-based IP 
lawyer Jacob Heath is among those 
promoted. Heath has carried out 
internet enforcement actions involving 
cybercrime, fraud, and deceptive 
activity; brand violations; intellectual 
property infringement; trade secrets; 
and cybersecurity breaches. He has 
also handled a variety of complex 
commercial litigation in federal court, 
as well as several white collar criminal 
investigations.

Olga Sirakova, 
secretary general 
of the International 
Association for 
the Protection of 
Intellectual Property 

(AIPPI) has announced that John 
Bochnovic, executive director of the 
association, has resigned from the 
position effective April 30, 2018. 
Bochnovic will return to his native 
Canada for personal reasons, 
according to a release.

Sirakova noted that the association 
recognizes Bochnovic “for his long 
commitment and contribution to AIPPI 
over 30 years, variously as a member 
of the Canadian Group, President of 
the Canadian Group, Bureau member 
and, since September 2015, as 
executive director.”

During his term as executive 
director, Bochnovic oversaw the 
development of AIPPI’s Strategic 
Plan to guide AIPPI’s priorities over 
the next few years, consolidated and 
built relationships with GOs and NGOs 
thereby enhancing the standing of 
AIPPI internationally, and overseen 
restructuring within the general 
secretariat to enhance the delivery of 
services to AIPPI members.

AIPPI has commenced the process 
of recruiting a new executive director.

AUSTRALIA

SINGAPORE

CAMBODIA

HONG KONG US

GLOBAL
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oing public may increasingly figure in law firms’ 
consideration as they contemplate the options of new 
business models and alternative business structures 
(ABS), and in some cases, going public. After Slater 

and Gordon became the first law firm in the world to go public 
and listed shares on the Australian Stock Exchange in 2007, 
other Australian firms have opted for “to be”: Integrated Legal 
Holdings in 2007, Shine Lawyers in 2013, and IPH Limited Group 

in 2014. On the other side of the globe, 
Gateley became the first U.K. law firm to 
list shares following the Legal Services 
Act of 2011 that removed non-lawyer 
ownership restrictions. 

While law firms in Washington are 
allowed part-ownership by non-lawyers 
due to the high percentage of senior 
members being non-lawyers engaged 
in lobbying work, the American Bar 
Association’s Commission on Ethics 
20/20 had in 2013 decided against 
recommending an expansion of the D.C. 
exemption. Currently, major jurisdictions 
that allow varying degrees of ABS 
and possibility of going public include 
Australia, the U.K., some states in 
Canada, and Singapore.

Why Be…
“The biggest argument in favour of 

going public revolves around the fact that 
instead of having partners or principals 
provide equity for day-to-day running of 

“To be or not to be” is what Hamlet famously asks himself, but Slater & Gordon may have given the 
existential question a legal twist, reports Michelle Ko.

To Be (Listed) or Not to Be

G

We saw in the 1980s how access to 
America’s deepening credit markets 
paid for Big Law to expand to Japan 
and Europe. Share capital is different 
than bank capital though – it doesn’t 
necessarily have to be paid back. 
This has historically been shown to 
encourage more risk taking.

- Bryane Michael, senior law fellow,

Hong Kong University Faculty of Law, Hong Kong

“

” 



Asia IP March 2018
10

COVER STORY To Be (Listed) or Not to Be

a law firm – which can be withdrawn when they leave or retire 
– when firms go public and receive funding from outsiders, they 
have access to cash which can be invested in new areas such 
as better training and technology,” says Andy Mukherji, a partner 
at the privately-held, boutique IP practice Michael Buck IP in 
Brisbane. 

Law firms, especially smaller and more cash-strapped ones, 
would be able to use the funds to hire more staff, expand 
abroad more quickly, pay for research and development of new 
technologies and services, and even pay for artificial intelligence 
and other legal tech solutions that is so enshrined to be the next 
big threat for the industry. “We already saw in the 1980s how 
access to America’s deepening credit markets paid for Big Law 
to expand to Japan and Europe. Share capital is different than 
bank capital though – it doesn’t necessarily have to be paid back. 
This has historically been shown to encourage more risk taking,” 
says Bryane Michael, a senior fellow at the Hong Kong University 
Faculty of Law. 

Such risk-taking could help many firms 
break out of the limbo of status quo to 
better navigate the changing tides of the 
legal industry. “It is otherwise very difficult 
for an organization to ask its employees 
– as opposed to investors – to sacrifice 
current compensation in the hopes 
of an increased future compensation, 
especially when the organization cannot 
offer the employees any mechanism to 
ensure that they capture the resulting 
long-term value,” says Jonathan Molot, 
chief investment officer of the London-
based legal investment firm Burford 
Capital. 

Going public also means freeing law 
firms from the rigid partnership model 
and traditional lock-step compensation, 
which often translate to less incentive for 
senior and near-retirement partners to 
train new talent and champion innovation, as well as misalignment 
of business performance and remuneration. A more corporate 
management approach could help the legal industry bring in 
high flyers against increasing competition from tech companies, 
consultancies and other lucrative opportunities, enticing them 

with performance-based pay instead of the time-consuming 
traditional partnership track.

Others have pointed out that going public may be more 
beneficial for some practices of law than others, as well as some 
firms more so than others. Michael conducted research on the 
potential gains in the Hong Kong legal industry should smaller, 

local law firms be afforded increased 
capital access through going public. He 
estimated an additional 6,000 in lawyer 
headcount generating an extra US$5 
billion in revenues that skew largely 
towards non-foreign firms, arguing that 
allowing law firms to list can help the 
Hong Kong legal sector grow as well as 
levelling the playing field between small, 
local firms and large, international firms. 

“Smaller firms would obtain a huge 
advantage,” says Michael. “The law firm 
with the next hot idea, business process, 
or approach would be able to finally 
compete with Big Law. They would be 
able to better serve clients – sometimes 
without worrying about recovering costs 
in the short-run.”

In terms of practice areas, practitioners 
and investors alike have pointed to 

potential consolidation of work that is more high-volume and 
commoditized, practices that could benefit from increased capital 
for “roll up” – the business strategy of consolidating a fragmented 
market and extracting synergies and economies of scale. 

Just as banks like Citi and Wells Fargo had tried to dictate the 
practice areas that its law firm debtors focused on, as alleged by 
Duane Morris partner Jonathan Armstrong and New York lawyer 
James Duffy at a New York State Bar Association conference 
back in 2012, Michael predicts the shareholders of today’s listed 
law firms will steer business growth to commercial practices 
like compliance work, professional indemnity, conveyancing, 

insurance products, and intellectual property, especially patents. 
In fact, Australia seems to testify to this trend: the three publicly 

listed companies have acquired nine of the largest patent and 
trademark attorney firms in the region in recent years, beginning 
with IPH’s acquisition of Fisher Adams Kelly, Pizzeys, Callinans, 

Sales of shares by the original equity 
partners of the various listed firms 
will be an important factor. Many of 
these partners might want to sell 
their shares and start their own 
practices, or join competitors.

- Andy Mukherji, partner,

Michael Buck IP, Brisbane

“

” 

One of the dangers of listing is the 
exposure to market forces, which 
drives down salaries and makes it 
more difficult to recruit talented 
lawyers.

- Stephen Moss, chairman,

Eaton Capital Partners, Sydney

“

” 
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Cullens, as well as AJ Park in New Zealand, since listing in 2014. 
Shelston IP publicly listed as Xenith IP Limited in 2015, and then 
acquired Watermark and Griffith Hack in 2017. In August 2016, 
Davies Collison Cave and Freehills Patent Attorneys publicly 
listed under the holding company Qantm IP. This could be a boon 
for IP practitioners and clients alike as consolidating could mean 
transferal of know-how, streamlining of services and lowering of 
costs from economies of scale. 

…and Why Not Be
Conflict of interest may be the first fault most people find in 

listing law firms. Case in point, some Australian firms under the 
same listed entity continue to operate as separate IP firms and 
can represent opposing parties in a legal dispute, all the while 

answering to the same shareholders and governed by the same 
board of the parent company. 

This is increasingly problematic not only from an ethical but 
also from a client retention point of view. Some 40 percent of 
all patent applications filed in Australia originate from the U.S., 
where some practitioners have observed concern among U.S. 
corporate clients over handling client matters by publicly listed 
firms. 

Floating the firm can also cause some seasickness in the 
form of fluctuating stock price, exposing a professional services 
company to risks the industry has rarely had to deal with before. 
Many fear the pressure to keep up with investor pressure will 
eventually drive listed firms to pursue merger and acquisition 
(M&A) deals that are not efficient nor suitable. Many equity 
research analysts have pointed out that Slater and Gordon 
may have fallen to the trap of bolstering the balance sheet at 
the expense of sustainable growth, commenting on how the firm 
saw a 2.7-fold increase in share value between 2013 and 2015, 
culminating in a peak share price of A$807 (US$630) on April 29, 
2015, followed by a plunge to being worth just A$1.81 (US$1.41) 
per share on February 27, 2018. (At press time in early March, 
the per share price had recovered slightly to around A$3.)

“To remain viable in the public markets, these firms will have 
to continue to grow and to perform against the rigorous scrutiny 

of the public markets and its regulators. I question the wisdom in 
putting professionals through this type of performance pressure,” 
says Stephen Moss, chairman at Sydney-based Eaton Capital 
Partners, a corporate advisory and M&A firm specializing in the 
legal services industry. 

Internal pressures also abound. While law firms may be able 
to attract younger and more diverse talents, the lure of the hefty 
paychecks may be no more, especially as some commercial 
and high-volume services become more commoditized. “One of 
the dangers of listing is the exposure to market forces, which 
drives down salaries and makes it more difficult to recruit talented 
lawyers,” says Moss. 

In fact, despite the promise of performance-based 
compensation, the talent issue may more complex than at first 

sight. “An important reason for the lack 
of success of the listed attorney firms 
in Australia is the loss of large numbers 
of senior attorneys,” Mukherji points 
out. “The holding companies have 
used the currency of shares and hefty 
payouts to entice privately-owned firms 
to sell. But for non-equity partners, and 
senior attorneys who had partnership 
aspirations, the takeover has meant that 
these attorneys have had to reassess 
their options.” In other words, if you’re 
a senior associate in a firm that went 
public, you’ve lost a sure pathway to 
equity. 

With all that pressure to consolidate 
and chase growth, might answering 
to shareholders’ interests eventually 
translate into a loss for legal clients? Over-
consolidation could reduce competition 
and drive up prices eventually. For 
example, the consolidation of Australia’s 
attorney firms has markedly reduced 
choice if not costs for clients. Back in 
2016, IPH’s acquisition of Brisbane’s 

three largest IP firms brought over 50 percent of the city’s 
registered attorneys under the same listed parent’s roof. 

As this article is being written, three brands previously acquired 
and housed under IPH – Fisher Adams Kelly Callinans, Cullens 
and Spruson & Ferguson – will reportedly operate under the 
Spruson & Ferguson brand from April 2018. Pizzeys Patent & 
Trade Mark Attorneys and New Zealand firm AJ Park, the other 
patent and trade mark attorney businesses in the IPH Group, 
will not be affected, Spruson & Ferguson announced in a press 
release. 

“Now imagine those companies five years later. Investors want 
a high return on their investment. Analysts are breathing down 
these companies’ CEOs’ necks. But they now have a very large 
market share. With less competition, they can raise their prices. 
Who can compete against Google for ads? Who would be able to 
compete against a Dragon Law, if they are the go-to company for 
tech-enhanced legal services?” asks Michael.

Bumpy Road Ahead and Alternatives
While the debate on listing law firms is for the moment settled 

in the U.S., the issue is likely to see updates in a few jurisdictions. 
Mukherji points out that the coming two years may present more 

headwinds for Australia’s listed law firms. “Sales of shares by the 
original equity partners of the various listed firms, especially in 

The shift from a partnership structure 
to a more conventional corporate form 
with permanent equity has the power 
to transform loose associations 
of economically motivated free 
agents, who seemingly just happen 
to practice law under the same roof, 
into holistic corporate entities.

- Jonathan Molot, chief investment officer,

Burford Capital, London

“

” 
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the next two to three years when the lock-in imposed at the time 
of acquisition comes to an end, will be an important factor. Many 
of these partners might want to sell their shares and start their 
own practices, or join competitors,” he predicts. 

Both internal and external regulatory hurdles will also 
pressurize listed companies in Australia, once looked up to as 
the poster child of IPO success for law firms. With the domestic 
IP market growing at a modest 3 to 4 percent annually, listed 
companies hungry for growth would naturally look to Asian 
markets like China and Singapore. Asian operations of these 
firms, if structured as a wholly foreign owned entity (WFOE), are 
prohibited from filing patent applications directly with the State 
Intellectual Property Office in China and therefore must rely on a 
local agency, limiting their growth potential in one of the largest 
and fastest-growing IP markets in the world. 

Back home in Australia, changes to the Code of Conduct for 
Patent and Trade Mark Attorneys came into effect in February 
2018 to impose new obligations on attorneys working in firms 
owned by publicly listed corporations. Attorneys in such firms 
are obliged to provide all end clients with information pertaining 
to business structure including ownership and identity of all the 
firms owned by the parent company. Firms within the same 
ownership group, despite being independent, can also no longer 
act for clients on opposite sides in adversarial matters without 
obtaining the informed, written consent for each client. 

Although China currently does not allow non-lawyers to 
become partners at law firm, nor can non-IP lawyers own an 
IP practice, there have been several attempts at innovating the 
ownership model for law firms. Chofn, a Beijing-based law firm 
and IP service provider listed on the National Equities Exchange 
and Quotation (NEEQ, also known as the “New Three Board”), 
tells Asia IP that its listed status is part of “an experiment through 
Chofn, a special arrangement” on the Chinese government’s part 
to innovate its relatively young IP field. 

The NEEQ provides a platform for public non-listed companies 
with more than 200 shareholders to issue and trade stocks and 
bonds separate from the main board, under the oversight of the 
China Securities Regulatory Commission (CSRC). “Although we 
keep our shares under control and absolutely most of our shares 
are owned by our own employees, we have the capability to 
attract huge investment if needed in the future,” says Tingxi Huo, 
managing partner of Chofn, although he stops short at detailing 
the arrangement that enabled Chofn to issue shares on NEEQ 
and potentially include non-lawyer employees as shareholders/
owners.

Along with Chofn, another known “listed” Chinese firm is 
DeHeng Law Offices. The Shandong-based full-service law firm 
is listed on the Qingdao Blue Ocean Equity Exchange, a regional 
equity market (also known as the “New Four Board”). Unlike the 
NEEQ, which is national and regulated by the CSRC, the regional 
equity market is regulated by the local government and sees more 
restrictions such as the maximum number of shareholders and 
frequency of trading, in trade-off for less disclosure requirements. 

In essence, the New Three Board and New Four Board listings 
are not the initial public offerings (IPO) that most laymen and 
debaters of the to-list-or-not-to-list issue refer to. This is because 
the issuance of stocks is not public, but rather limited to specific 
private investors; and in the case of Chofn and Deheng, their 
employees. It is, however, a form of ABS that is the prerequisite 
for law firms to truly float on the stock market. 

How and What to Be
Without having to go fully public, law firms can still reap the 

benefits of ABS and revamp the outdated partnership model, 
suggests Mukherji. “[A possible option] could involve allowing 
partners to keep their capital in the firm even after they retired. In 
such a scenario, the retiring partners could continue to own stock 
in the firm even after they have retired. While the retired partners 
would no longer draw a salary or performance bonus, they would 
still earn dividends. Such a system is likely to incentivize older 
partners to help build a vibrant business that would benefit them 
even after they have retired.”

Law firms can also instill performance-based remuneration, 
bonuses and dividends, and other corporate governance 
mechanisms to align incentives and encourage innovation. 
Salary can be paid in part as shares in the firm or as a function of 
earnings, and such arrangement can be extended to non-lawyer 
employees such as marketing, business development and other 
supporting functions to better align interests. In essence, the 
same tenacity to answer to shareholders’ interest can be worked 
into growth initiatives without having to take the firm public.

“I would advise firms to put the emphasis on strategically 
expanding the mechanisms they have at their disposal to invest 
in their businesses, versus simply expanding for the sake of 
expanding,” says Molot.

“The investment may involve building a new practice group, 
establishing a new technology platform that will make lawyers 
more efficient, or offering clients alternative billing arrangements 
with lower current billings but the promise of greater revenue for 
the firm over the long term,” he continues.

Indeed, the question of ownership and how open it is, is but one 
option under the umbrella of ABS. Alternative law firm structures 
and business models that don’t necessarily challenge ownership 
can still greatly liberalize traditional legal service delivery. 

“The shift from a partnership structure – in which partners can 
remain owners only for so long as they are employees – to a 
more conventional corporate form with permanent equity has the 
power to transform loose associations of economically motivated 
free agents, who seemingly just happen to practice law under 
the same roof, into holistic corporate entities,” Molot tells Asia IP. 

Especially in jurisdictions that allow non-lawyer ownership in 
law firms, another way to maintain competitiveness without faring 
the stock market tides is to diversify business offerings into other 
corporate services like compliance, risk management, company 
restructuring and even management consulting, attracting non-
legal talents by offering the potential of partner/equity track. Law 
firms could even themselves become legal tech companies, a 
development already happening at firms like Chofn and Pinsent 
Masons, in a story covered in Asia IP’s January 2018 issue. 

Although still in nascent stage, allowing law firms to adopt 
ABS and even go public is a welcome change in Asia, according 
to Huo. “Traditional firms enjoyed monopoly in the old days. 
Facing increasingly fierce competition, they should increase their 
marketing capability and share their wealth with the employees 
to foster loyalty. Otherwise, all they end up doing is training up 
good professionals who leave for the newly emerging and more 
innovative firms,” says Huo. AIP
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ravin Anand is managing partner 
at Anand and Anand in Noida. 
He has been counsel in several 

landmark IP cases, including those 
involving the first Anton Piller order 
in India (HMV) and the first Mareva 
injunction order in India (Philips), as well 
as significant cases for pharmaceutical 
clients such as Merck, Novartis, Pfizer 
and Roche. He received the National 
Innovation Foundation Award from the 
Indian government in recognition of pro 
bono work for rural innovators at the 
grassroots. 

“Litigation is like having an 
examination each day,” says Anand. 
“That is always exciting because there 
is a little competition involved and when 
the results are announced and you win, 
there is a high. Second, litigation has 
the power to implement rapid changes 

and this gives the litigator the feeling 
of ‘control’ and the feeling that he can 
cause change in society. There are, of 
course, many other things that make 
litigation fun like cross- examination 
particularly when you have nailed a 
witness down or like a strategic solution 
to an impasse.”

Anand says that the biggest 
challenge in litigation is the latitude 
that judges can exercise in their 
courtrooms. “A judge has the capacity 
of interpreting a statutory provision 
broadly or narrowly to meet the ends 
of justice or to overcome some societal 
issue or problem. This is similar to the 
challenge of flying a high speed aircraft 
while keeping everything under control. 
Another challenge is to ensure that the 
client that you represent conforms to 
the acceptable norms. [There is also 
a great challenge in] balancing a great 
result for your client with excessive 
carpet bombing, which could create a 
serious backlash, particularly for future 
cases.”

Pravin Anand
Anand and Anand
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rystal Chen is a partner at Tsai, 
Lee & Chen in Taipei. Her 
practice of nearly 20 years covers 

all areas of IP laws. She counsels on 
patent prosecution and enforcement, 
and is also involved in infringement 
litigation related to copyright, design, 
trademarks and unfair competition. 
Her clientele consists of a variety of 
domestic and multinational corporates.  

Chen says that she enjoys the variety 
of challenges she faces in litigation. 
“Sometimes, the challenge may be a 
legal issue that has no court precedent 
to follow, or a problem of insufficient 
evidential materials to support [the 
case]. The process to find a way out for 
the case at hand is the most fascinating 
part” of litigation, she says. 

This is also the most challenging part of 
litigation, she says. “The challenge may 
be split, unsettled legal opinions among 
courts, or lacking sufficient evidence/
supporting materials. What is more is 
the stress from client’s expectation,” 
Chen says. She says that the best 
strategy for approaching litigation is 
having “brainstorming discussions with 
creative team members before jumping 
into the water.”

Peter Chalk
Ashurst

Crystal Chen
Tsai, Lee & Chen

C

an Finch is recognized as one of 
New Zealand’s most influential 
leaders in intellectual property. 

He heads the James & Wells litigation 
team from the firm’s Hamilton office and 
acts for many local and multinational 
companies. Finch has extensive 
litigation experience across a range of 
industries, particularly in construction, 
manufacturing, engineering and 
medical devices. He is a former 
president of the New Zealand Institute 
of Patent Attorneys and currently 
sit on the Trans-Tasman Intellectual 
Property Attorneys Board (the authority 
that regulates patent and trademark 
attorneys in Australia and New Zealand) 
and the Examination Board of the New 
Zealand Institute of Patent Attorneys.

“I have always enjoyed the fact that 
intellectual property is a positive area 
of the law. We are not ambulance 
chasers. We are enablers of better and 
more productive business,” he says. 
“IP litigation is especially rewarding 
because it is relevant: we argue over 
products and brands which we also see 
on the supermarket shelves.”

Finch says that the best strategy 
for litigation is thorough preparation, 
which necessarily involves testing the 
weaknesses of your own case. “When 
you are on your feet you should already 
know and have answers to the hard 
questions.”

Finch says that his firm has a 
reputation for pushing boundaries to 
get a result. “We have pioneered a 
number of legal firsts. Personally, I was 
very pleased to successfully argue (at 
a young age) the first copyright case 
before our Supreme Court. Currently 
I am responsible for the New Zealand 
arm of global patent litigation between 
two manufacturers of medical devices.”

Ian Finch
James & Wells

I

eter Chalk is a partner in the 
intellectual property practice 
at Ashurst in Melbourne. He is 

an experienced litigator in all areas 
of intellectual property, and has 
acted in intellectual property disputes 
in Australia and England. He has 
appeared as an advocate in Australian 
courts and tribunals. Throughout his 
career, Chalk has represented many 
international intellectual property 
owners in multi-jurisdictional disputes 
of global significance.

“The proliferation of electronic 
documents can make document 
disclosure and review disproportionately 
time consuming and costly, and 
Australia has an unduly complex 
legal environment, which makes cost-
effective management of cases very 
challenging,” says Chalk. “Automation 
and AI solutions have assisted with 
document review, but the complex 
legal environment is much harder to 
navigate.”

The largest case in terms of “size” 
that Chalk has worked on was Apple 
v. Samsung, where in Australia over 
20 patents were litigated in one case. 
“The most legally significant cases I’ve 
been involved with have been Apotex 
v. Sanofi, which clarified important 
aspects of the law of obviousness, 
and Sony Computer Entertainment 
v. Stevens, which clarified the law 
regarding technological circumvention 
of copyright protection.”
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edar Singh Gill is the managing 
director of Drew & Napier’s 
intellectual property (IP) 

department. He has more than 30 
years of legal experience and has been 
recognized in industry publications as 
one of Singapore’s top IP practitioners. 
Gill is a leading practitioner for all 
aspects of IP work and is particularly 
active in IP litigation including patents, 
trademarks, copyright and design 
infringement, passing off, and breach 
of confidential information. Under his 
leadership, Drew & Napier’s IP practice 
has consistently been ranked Tier 1 by 
international and regional publications. 

Gill has been appointed by the 
Minister of Law as deputy president 
of Singapore’s Copyright Tribunal. 
He is also a past president of the 
Asian Patent Attorneys Association, 
Singapore Group.

Gill’s goal in litigation is achieving a 
result that makes his client happy, and 
enjoys dealing thoroughly with every 
stage of litigation. He has successfully 
argued in Singapore’s High Court in a 
case concerning the registrations of 
the two- and four-finger chocolate bars 
(shape marks) where he successfully 
argued for the invalidation of the marks, 
despite overwhelming evidence of the 
association of the shapes with Nestlé. 

“This is the first time in Singapore 
that a panel of five judges, reserved for 
cases of jurisprudential significance, 
has been convened for an intellectual 
property case,” Gill says.

Sue Gilchrist
Herbert Smith Freehills

Dedar Singh Gill
Drew & Napier

D
ue Gilchrist is head of the 
intellection property practice 
at Herbert Smith Freehills in 

Sydney, where she is also a senior IP 
disputes partner and the former regional 
managing partner, Asia and Australia. 
She also has extensive experience in 
consumer law matters, and regularly 
advises clients on advertising, 
marketing campaigns and disputes. 
Gilchrist was the lead partner acting for 
Apple in the Apple v. Samsung patent 
and design litigation relating to tablets 
and smart phones, and 3G mobile 
connectivity technology. Her practice 
covers a range of industries including 
the consumer electronics, life sciences 
and healthcare, TMT, consumer goods, 
entertainment, advertising and financial 
services industries.

Gilchrist says the best strategy for 
approaching litigation is “having a clear 
strategy and objective agreed upon with 
my client, and caring about the client and 
their objectives.” She finds opponents 
who seek to delay and obstruct rather 
than face up to the substantive issues 
to be one of the biggest challenges 
she faces in litigation. “Fortunately, the 
Federal Court IP judges in Australia 
don’t tolerate much of that,” she says.

What excites Gilchrist most about 
litigation? “Winning!”

arl Gray has been a top leading 
intellectual property lawyers 
for more than a decade, and 

is well-known in the international IP 
marketplace. He co-heads Simpson 
Grierson’s intellectual property group, 
where he advises on all aspects of 
IP, including disputes, enforcement, 
protection, portfolio structuring, 
management, exploitation, transfer, 
and enforcement. He has been counsel 
in or otherwise involved in many of New 
Zealand’s leading IP cases in the last 
20 years, covering patents, copyright, 
trademarks, passing off, trade practices 
and breach of confidence. 

“There are a number of things that excite 
me about litigation,” Gray says. “The first 
is that clients do not enter litigation lightly. 
When they do litigate, it will often be the 
most important strategic thing happening 
in their business. That means it is critical 
to understand what the client’s strategic 
goals are – these are usually more 
complex than simply winning the case – 
and to tailor tactics and run the litigation to 
achieve those goals.”

Excitement about litigation also 
stems from the fact that a court hearing 
may be the only opportunity to achieve 
a part of the litigation plan, Gray 
says, so lawyers have to plan each 
step carefully, and be both very well 
prepared and alert to what is happening 
around them, including reading the 
judge if possible. “That still makes me 
very nervous every time I appear in 
court,” he says. 

Gray says that preparation and 
understanding the client’s business are 
key to being a good litigator. “A court 
decision will not always be the best way to 
achieve the client’s commercial goals, so it 
is important to be alert to the wider picture 
and keep the strategy under review,” he 
says.  “That needs to be coupled with 
persistent pursuit of the litigation plan – but 
change the plan if it does not help achieve 
the commercial goals.”

Earl Gray
Simpson Grierson
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ditha R. Hechanova leads the 
Hechanova Group, comprising 
of the law offices of Hechanova 

Bugay Vilchez and Andaya-Racadio 
where she is managing partner, and 
Hechanova & Co, an intellectual property 
consulting company where she is 
president/CEO. Her experience covers 
both contentious and non-contentious 
intellectual property matters.

Hechanova says that the strategy 
she follows for trail preparation is three-
fold: being prepared, being thoroughly 
knowledgable about both your and the 
other party’s position and evidence and 
getting a good night’s sleep. 

“One can never be over-prepared for 
a trial,” she says. “It is the anticipation 
of possible surprises either coming 
from me or from the adversary that I find 
exciting, and creating game-scenarios 
in my mind.”

Hechanova says that in the 
Philippines, intellectual property 
litigation can be challenging for lawyers. 
“The commercial court judges, as well 
as the hearing officers in the intellectual 
property offices, have received training 
in intellectual property law, but there 

still appears to be a need to present 
cases in a simpler and more layman-
like manner,” she says. “There are a 
number of unknown factors that can 
affect the outcome of a trial, but I am 
more comfortable before a judge who 
has a reputation for honesty, even if he 
could be overly strict in the application 
of technical rules.”

She says that while all cases are 
significant, particularly those where 
large amounts of damages have 
been obtained or possible liability 
of the client reduced, one case has 
made a particular impact on her. “It 
is a design infringement case where 
expert witnesses were pitted against 
each other, where market share data 
and market share losses had to be 
demonstrated before the judge. This 
case required not only knowledge of 
the procedural aspects of the law, but 
full understanding of the business, 
industry, and strategy of the client, and 
communicating it to the court, without 
delving into the realm of speculation.”

Editha R.
Hechanova
Editha R. Hechanova
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hilip Kerr is recognized as one of 
the region’s leading intellectual 
property lawyers. His strong 

litigation skills make him first choice 
for clients seeking advice in patent, 
copyright, trademark and design 
disputes. He has high-level knowledge 
of patent law, quickly grasps complex 
technological and scientific issues 
and frequently acts in the Australian 
proceedings of international patent 
disputes. 

Kerr’s clients include some of the 
world’s largest brands and household 
names, including Sony, Nichia 
Corporation (the world’s largest 
supplier of LEDs), Vodafone Hutchison 
Australia and The Purdue Pharma 
Group (Purdue Pharma, Mundipharma 
and Euro-Celtique). The PepsiCo 
group (Pepsi and Smith’s Snackfoods) 
seek his advice on their Australian 
intellectual property issues. 

Kerr was a partner of the firm from 
1981 to 2014, and remains a central 
member of the team now as Allens’ 

Senior Patent and Trade Mark Counsel. 
His expertise means he is frequently 
called upon to contribute to policy 
discussions. He was the Law Council 
of Australia’s representative on the 
drafting committee that prepared the 
current Australian Patents Act. Philip 
is also a member of the Law Council 
of Australia – Intellectual Property 
Committee. 

Kerr says that learning about new 
businesses and technologies and 
deploying that knowledge in court 
proceedings is one of his favourite parts 
of IP litigation, and that “meticulous 
preparation and a proper understanding 
of the strengths and weaknesses of 
your case” is key to forming a winning 
strategy. 

Kerr worked on the first biotechnology 
case ever heard in Australia on behalf 
Chiron Corporation, which is now 
Novartis Vaccines & Diagnostics. “The 
scientists at Chiron had been the first 
people to find and sequence the virus 
(HCV) which was the cause of what had 
hitherto been known as non-A non-B 
Hepatitis. The case ran for 10 weeks in 
court before being settled,” he says. 

Hongyi Jiang
LexField

Philip Kerr
Allens

P

ongyi Jiang is one of China’s 
premier patent litigators. He 
served with the former IP 

Executive Conference Office of the 
State Council from 1993 to 1996 and 
began his private practice in 1996. He 
has devoted most of his time to patent 
litigation-related matters, during which 
he has handled numerous high-profile 
patent and other IP cases, many of 
which have been selected by the 
Supreme People’s Court as the annual 
Top 10 IP Cases or 50 Typical IP Cases. 
Among several of these cases, Jiang 
raised crucial perspectives regarding 
the application of patent law which 
became new judicial standards and 
have since been incorporated into the 
relevant judicial interpretations.

His team is currently handling several 
landmark cases, including representing 
Qualcomm against Apple in a series 
of patent infringement litigation 
cases within China, representing 
US-based Immersion against Apple 
and Samsung, respectively, in patent 
infringement cases, and representing 
Huawei against Samsung in patent 
infringement cases. He has also 
represented Nokia and Panasonic in 
significant patent litigation preparation 
in the past two years.

Jiang has also served for many years 
as an IP counsel for the China Food and 
Drug Administration and is particularly 
experienced in the pharmaceutical IP 
protection.

H
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ae Hoon Kim joined Lee & Ko 
in 1986, and started his career 
as an attorney with the firm’s 

corporate practice group. After 10 
years with the corporate group, Kim 
moved to lead the firm’s intellectual 
property practice group. In addition to 
his position as the head partner of the 
IP group, Kim also contributed to the 
rapid growth of the firm into a leading 
law firm in South Korea as a member of 
the firm’s management committee for 
more than a decade.

Throughout his professional career, 
Kim has been involved in numerous 

landmark cases representing 
multinational companies in patent and 
trademark litigation. He has earned 
a reputation as a leading litigation 
strategist and was named as a top 
intellectual property practitioner by 
numerous evaluators. 

“IP litigation, in particular, patent 
litigation, can be seen as an opportunity 
to evaluate the nature and quality of the 
underlying patent that is at issue,” Kim 
says. “A patent serves to define the 
rights of the inventor for an invention 
claimed by the patent. However, the 
strength of the patent is not truly 
assessed until the patent is challenged 
in an invalidation action or the patent 
is being enforced in an infringement 
action. Often, defects in the patent 
are discovered only at such times of 
contention.”

In defining the scope of patent rights, 
patent litigators must look back in time 
to determine the intent of the inventors 
at the time of the patent filing as to how 
the invention-at-issue must be defined 
and characterized, he says. “This 
determination must then be brought 

forward to the present day to review 
the issue of validity and infringement. 
The outcome of this analysis that spans 
across time is critical not only to the 
resolution of the underlying dispute on 
patent rights but also to the commercial 
implications on the parties that rely 
on the patent rights to carry out their 
businesses. This role of patent litigators 
is what excites me most about patent 
litigation.”

Kim subscribes to the belief that if 
litigators do not plan, they are planning to 
fail. “The best strategy for approaching 
litigation, in the first instance, is to 
have a detailed and defined plan that 
anticipates the dispositive issues, the 
potential arguments, the strategy of the 
opposing party, and most importantly, 
the probable outcome before the 
litigation itself commences in the 
courts. Furthermore, it is critical to 
assign attorneys who have the requisite 
experience in the relevant areas of law, 
and in case of patents, in the applicable 
technical fields from the very beginning 
to formulate the overarching litigation 
plan.”

Jae Hoon Kim
Lee & Ko
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Eiichiro Kubota
Kubota

Stanley Lai
Allen & Gledhill

iichiro Kubota, the founder and 
managing partner at Kubota 
in Tokyo, specializes in IP 

litigation, particularly patent litigation. 
In his 25-plus years of experience, he 
has handled patent litigation involving 

tanley Lai leads the intellectual 
property practice at Allen & 
Gledhill, where he specializes 

in all forms of IP litigation and 
information technology disputes, and 
is also a commercial litigator. He also 
maintains a strong advisory practice 
for IP management and strategy, 
serving a broad spectrum of clients. 
In the biomedical and pharmaceutical 
sectors, Lai has substantial experience 
in advising on healthcare and medical 
IP and regulatory issues concerning 

pharma, telecommunication, machinery 
and a variety of technologies. He has 
also handled numbers of trademark 
and design infringement cases.

Kubota also has expertise in 
trademark prosecution and anti-
counterfeiting which is another core of 
his practice. He established his own 
firm in 1994, before his team joined 
Hogan Lovells in 2008; in 2015, the 
team decided to be independent again. 
Having experience as a partner in an 
international firm and having good 
command of English, he is trusted 
by many foreign clients as well as 
domestic clients.

“Litigation is exciting because there 
is always one party that will prevail and 
another that will not,” Kubota says. “IP 
litigation is also exciting because it is 
more about logic than facts that counts. 
Looking for and finding best arguments 
is thrilling.”

Kubota says that hard work is the best 
strategy for prevailing in an IP case. 

medicines, generics, bio-similars, 
medical devices, clinical trials, product 
recalls and product liability.

Lai is chairman of the Intellectual 
Property Office of Singapore, a 
member of the Singapore International 
Arbitration Centre IP Panel and 
Singapore Copyright Tribunal, and a 
director of Singapore Technologies 
Engineering Ltd., as well as an adjunct 
professor of the National University of 
Singapore. 

“There is a certain excitement about 
pleading a case in the Singapore court 
before a learned bench,” Lai says. 
“With IP litigation, one is also typically 
immersed in a variety of technologies 
that are under dispute. I constantly 
challenge myself to marshal the 
technological nuances and present 
them effectively before the court. 
Finally, there is also the strategy behind 
litigating a dispute where you are trying 
to secure the best possible outcome 
for your client. The intellectual rigour 
continues to keep the interest and 
excitement alive.”

Lai says that there is a process to 
preparing for litigation. “A significant 
amount of time should be spent with 
the client, to better understand the 
commercial interests behind the 
litigation. What is the outcome that is 
sought to be achieved? A big part of 
strategy is to see whether the same end 
objective can also be achieved through 

“The only best strategy is to work hard 
and focus. There is lots of reading you 
have to do and you need to understand 
the technology. The knowledge thus 
obtained will be the basis to create a 
strong argument in the case,” he told 
Asia IP. “The most challenging part is 
to persuade the judges and make them 
take the view that you have. We deal 
with people and people are not always 
predictable. We need to tailor our 
arguments so that it will be easy for the 
judges to understand and resonate.”

Asked about the most interesting 
case he has worked on, Kubota replies 
that it may be the case he is handling 
right now. “This involves a patent of 
the top-selling drug in the world. We 
need to defend the patent so that the 
client can continue the sales of the drug 
without entry of other drugs.”

Kubota is a frequent speaker in 
international conferences and seminars 
and is an active member of the AIPPI, 
LES and other associations.

other means, like mediation or private 
treaty. After the commercial interests 
are ascertained, a case theory will have 
to be developed, based on a frank and 
dispassionate evaluation of the factual 
evidence. The client will also need to 
understand the four corners of the legal 
case that is to be fought, both in relation 
to rights, remedies and enforcement.”

Some of the most significant cases 
Lai has worked on include Asia 
Pacific Publishing Pte Ltd Pioneer & 
Leaders (Publishers) Pte Ltd (2011), 
where the Court of Appeal allowed his 
clients’ appeal against a decision of 
copyright infringement and reinstated 
the importance of human authorship in 
the law of copyright; Muhlbauer AG v. 
Manufacturing Integration Technology 
Ltd (2010), where the Court of Appeal 
reinstated his client’s patent on 
appeal for the first time. The patent, 
which pertained to a machine that 
inspected, picked and placed electronic 
components onto printed circuit boards, 
was invalidated by the trial court; and 
Warner-Lambert Company LLC v. 
Novartis (Singapore) Pte Ltd (2017), 
where he appeared before a 5-judge 
Court of Appeal to argue the first case 
in Singapore concerning Swiss-style 
patent claims. 

“It is difficult to identify the most 
significant litigation,” Lai says. “Each 
of these cases is memorable in its own 
way.”
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ndy Leck is the managing principal 
of Baker McKenzie Wong & Leow. 
Alongside his current role as 

managing principal, he has held several 
leadership positions in the firm and 
externally as a leading IP practitioner. 
Leck is an appointed member of the 
Singapore Copyright Tribunal and is also 
a mediator with the WIPO Arbitration 
and Mediation Center. He has also 
been appointed as a Notary Public & 
Commissioner for Oaths in Singapore. 
He has over 20 years of experience 
in contentious and non-contentious IP 
matters, litigation and arbitration, and also 
advises on the commercial exploitation of 
IP rights, particularly in the life sciences 
and technology industries. 

“The most exciting element of litigation 
is the opportunity to become my 
client’s closest advocate,” Leck says. 
“Representing a client in litigation provides 
the opportunity to develop a close-knit 
working relationship with the client from 
the outset. Taking on litigation is like 
jumping into an exciting new mystery 
novel. In the early stages I am required 
to quickly ascertain the who, what, when, 
where, why and how of the matter. You 
have to get to grips with the key elements 
of a litigation matter quickly, and I love that 
challenge.”

Leck says that each case must be 
approached with its own strategy. “As 
we all know, litigations are often highly 
complex. As such, I believe there is no 
single tried and tested strategy that is ‘best’ 
in approaching a litigation. I myself have 
always taken the approach that before 
deciding on and applying a particular 
strategy, I ensure that I have engaged 
in an open and frank conversation with 
my client about the specific nature of 
the dispute or litigation, and delivered 
a thorough review of all of the potential 
strategies (of which there are many) that 
will help to achieve their desired outcome.”

aru Lukiantono is the head of 
the intellectual property practice 
group at Hadiputranto, Hadinoto 

& Partners, the Baker McKenzie affiliate 
firm in Jakarta. Lukiantono has been 
leading the firm’s team with more than 
20 years of experience behind him. 
He advises domestic and international 
clients on the full range of contentious 
and non-contentious intellectual 
property work, covering trademarks, 
patents, copyrights, industrial designs, 
trade secrets, layout designs of 
integrated circuits, and plant varieties. 

He has robust skills in handling 
commercial intellectual property-related 
transactions, including licensing, 
franchising, intellectual property 
rights, acquisition and domain names 
registration and dispute and information 
technology regulatory issues. 

He has significant experience 
in intellectual property litigation in 
the area of trademarks, copyrights, 
patents, trade secrets and industrial 
designs;, as well as a number of anti-
counterfeiting projects, defending 
the rights of well-known intellectual 
property owners through both civil and 
criminal actions in the relevant courts 
in several major cities in Indonesia. 
Lukiantono is an intellectual property 
practitioner who has experience 
in complex intellectual property 
due diligence, strategy intellectual 
property filings and multinational major 
portfolios management cases, mainly 
on trademarks, patents and industrial 
designs.

Andy Leck
Baker McKenzie 
Wong & Leow

Daru Lukiantono
Hadiputranto, Hadinoto 
& Partners
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ongbo (Robert) Li is a senior 
partner at Unitalen in Beijing. 
His principal practice areas 

include patent and trademark 
infringement litigation, anti-unfair 
competition, investigation and litigation 
of infringement of commercial secrets, 
technical contract disputes, and 
antitrust and international arbitration. 

He pays particular attention to cases 
in fields of advanced technology, 
including data communication, internet 
technology, software patents, chip 
patents and biological medicine patents. 
He is familiar with the investigation 
procedures of the US International 
Trade Commission Section 337 actions 
and has good communication and 
cooperation with foreign lawyers.

Outside the firm, he has played an 
active role in different organizations, 
including the International Trademark 
Association (where he is a member 
of the anti-unfair competition group); 
the Chinese affiliate of the McCarthy 
Institute for Intellectual Property and 
Technology Law; and the All China 
Lawyers Association and American Bar 
Association. He is a pioneering tutor of 
graduate students in the Department of 
Management and Economics at Tianjin 
University.

Yongbo (Robert) Li
Unitalen

Y

“The most challenging aspect of 
any litigation is managing a client’s 
expectations,” Leck says. “In the midst 
of a litigation, clients may revise their 
goals and desired outcomes. As such, 
adapting to and managing any revised 
expectations in the fast paced, high 
pressured environment of a litigation can 
be extremely challenging at the best of 
times.”
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Shaun McVicar
Herbert Smith Freehills

Rutorn Nopakun
Domnern Somgiat & 
Boonma

haun McVicar is an IP disputes 
partner and global co-leader 
of pharmaceuticals at Herbert 

Smith Freehills in Melbourne. He has 
specialized in intellectual property 
litigation and dispute resolution for 
more than 20 years and acts in leading 
cases relating to patent validity and 
infringement (with emphasis on the 
pharmaceutical and medical device 
industries), trademarks, copyrights 
and confidential information. At several 
stages over the last decade, more 

than half of the major pharmaceutical/
life sciences patent cases before 
the Federal Court utilized McVicar’s 
expertise. He has also acted in the only 
two pharmaceutical patent disputes in 
the last decade to travel to the High 
Court and was successful for his 
clients on both occasions. He was the 
lead partner in the Australian arm of 
the Gilead global litigation concerning 
its blockbuster Hepatitis C drug and 
continues to act in multiple litigations 
for Canadian Generic pharmaceutical 
company Apotex. Shaun also acted 
for Caterpillar in the first patent dispute 
Caterpillar litigated in Australia. 

He is particularly experienced in 
multi-jurisdictional litigation and has 
also been retained in foreign patent 
proceedings as an expert witness on 
Australian patent law.

“As an IP litigator, I mainly work with 
clients for which litigation is undertaken 
as part of their business strategy,” 
McVicar says. “I love helping clients 
achieve their business goals, which in 
this role usually means bringing a new 
product or service to the market.”

McVicar advises litigators to “always 
look for strategies which can help the 
client achieve its business objective 
at the least cost and inconvenience. 

utorn Nopakun, a partner at 
Domnern Somgiat & Boonma, 
specializes in IP enforcement. 

He has served numerous clients, both 
foreign and domestic, in various types 
of IP enforcement cases, including 
IP litigation (both in civil and criminal 
cases), non-litigation IP enforcement 
matters, police actions and Customs 
seizures. His enforcement work covers 
trademarks, copyrights and patents. 
Currently, he is mainly in charge of 
the firm’s IP enforcement side of the 
practice.

What excites Nopakun most about 
litigation is the challenge of educating IP 
& IT Court judges in the courtroom and 
convincing them that the knowledge 
that they are receiving from him is 
correct.

“The best strategy for approaching 
a litigation case is that we must have 

Litigation is a means to an end.”
One of his most memorable 

cases involved acting for a local 
music company in the 1980s. “CD 
technology had just been launched 
and were replacing vinyl albums, and 
our client imported one of the first CD 
manufacturing plants. But, unable to 
get a contract with any of the big record 
labels, and with its plant sitting idle, our 
client utilized a clever interpretation 
of Australian copyright laws to enable 
it to release its own ‘live recordings’ 
of famous artists – in other words, 
bootlegs – into mainstream music 
retailers,” he says.

“The ‘unauthorized recordings’ were 
high quality, cheap and successful 
and therefore a direct challenge to 
the established music industry,” says 
McVicar. “Our client was sued by The 
Rolling Stones and Michael Jackson 
and various record companies. Our 
client won each time, and each appeal. 
Eventually, pressure from the music 
industry, and the US government, 
led Australia’s parliament to change 
Australian copyright law to catch our 
client’s operations and the ‘unauthorized 
recordings’ were no more.”

“It was a fun, glamorous case for a 
young lawyer,” McVicar says.

three fundamentals,” he says. “Firstly, 
we must make sure that there are 
applicable legal rights in the case. 
Secondly, we must make sure that it is 
our client who owns such legal rights. 
Thirdly, we must make sure that such 
legal rights are being infringed by the 
opposite side. If any of these three is 
missing, then we do not have a case.”

One of the most significant cases 
Nopakun has been involved with was 
a patent infringement case in which 
a pharmaceutical patent owned by 
a world-renowned pharmaceutical 
company was infringed by an Indian 
pharmaceutical company which 
exported the infringing product to 
Thailand. The patentee decided to 
sue the Indian company’s distributor 
in Thailand, and Nopakun acted as 
the patentee’s attorney-in-fact in the 
case. The defendant contested the 
case vigorously, and it took about two 
years before the IP & IT Court decided 
in favor of the patentee. (Unfortunately, 
the decision was later reversed by the 
Supreme Court.)
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ichael Soo is the deputy 
managing partner and head 
of the IP and IT department at 

Shook Lin & Bok. He has practiced 
exclusively in all areas of IP law, with 
emphasis on enforcement and civil 
litigation, for over 30 years, and has 
appeared as counsel in infringement 
and/or passing-off actions before 
the High Court, Court of Appeal and 
Federal Court.

Soo is a skilled negotiator and has on 
many occasions been asked by potential 
litigants or their legal counsel in cases 
where he was not representing either 
party to give non-binding opinions. In 
addition, he is a panelist for domain 
name dispute resolution administered 
by Kuala Lumpur Regional Centre for 
Arbitration and had adjudicated on a 
number of domain name dispute cases.

“What excites me most about 
litigation is perhaps the opportunity 
to challenge legal principles and to 
shape the law of the country,” Soo tells 
Asia IP. “No two cases are the same, 
and the need analyze unique legal 
questions and factual circumstances, 
as well as to quickly adapt and turn 
each development into something 
favourable for a client, makes litigation 
interesting regardless of the subject 
matter of the suit.”

Soo says the best strategy for 
approaching litigation is a holistic and 
thorough one. “Careful preparation 
and strategizing as well as a thorough 

Michael Soo
Shook Lin & Bok
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examination of evidence and 
documents are crucial in determining 
the outcome of an action. All possible 
steps for the discovery of information 
and documents should be taken as 
factual and evidential incompleteness 
can easily ruin the best of cases,” he 
says. “The most challenging aspect of 
litigation is perhaps the deciphering 
of uncertainties which surround the 
outcome of an action despite the best 
efforts being made by both counsel and 
client. The performance of witnesses, 
the predilections and inclinations of 
judges and other factors which are not 
within our control make it difficult to 
accurately predict the outcome of an 
action.”

The most significant matter Soo 
has handled is perhaps F&N Dairies 
(Malaysia) Sdn Bhd v. Tropicana 
Products, Inc and other appeals 
[2013] MLJU 1591, a relatively recent 
decision of the Malaysian Court of 
Appeal. “This decision provided much 
needed clarification for the purpose 
of determining whether a design is a 
registrable design under the Malaysian 
Industrial Designs Act 1996. In 
particular, the interpretation of the 
term ‘dictated solely by function’ was 
considered by the Court of Appeal and 
the Court of Appeal found that a design 
which has an element of ‘eye appeal’ 
would nevertheless not be a registrable 
industrial design if the design is, at 
the same time, dictated solely by the 
function which the article to which the 
design is applied has to perform,” he 
says.

an Tee Jim is a lawyer at Lee 
& Lee. He was called to the 
Singapore Bar in 1980, is a 

senior counsel, and has been involved 
in numerous court cases, including one 
in which he acted successfully for a 
leading chemical company in a patent 
infringement action in which issues 
concerning invalidity and infringement 
were extensively addressed. Several 
of these cases blazed the trail in the 
local dispute resolution and intellectual 
property fields.  

He has written several articles on 
intellectual property law and is the 
author of Law of Trade Marks & Passing 
Off in Singapore. He is a regular 
speaker at local and international 
conferences, and a deputy president of 
the Copyright Tribunal and a member 
of the Competition Appeal Board. 
He is a founder and the immediate 
past president of the Association of 
Singapore Patent Agents (ASPA), 
a past vice-president of the Asian 
Patents Attorney Association (APAA) 
and a founding council member of 
the ASEAN Intellectual Property 
Association. He is also an arbitrator for 
the Singapore International Arbitration 
Centre, the World Intellectual Property 
Organization and the Singapore 
Domain Name Dispute Resolution 
Panel. 

Tan says “the opportunity to think 
and speak on my feet and overcoming 
unexpected challenges” is what draws 
him to litigation.

Tan Tee Jim
Lee & Lee
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Xiang Wang
Orrick, Herrington & 
Sutcliffe

Michael Williams
Gilbert + Tobin

iang Wang is the co-chair of 
Orrick’s global advisory board, 
senior partner for Asia and the 

head of Orrick’s China IP practice. He 
has extensive experience in assisting 

local and international multinational 
companies with all aspects of their IP 
rights in the US and China, including IP 
litigation and arbitration, Section 337 
U.S. ITC investigations, inter partes 
review, IP due diligence and portfolio 
counseling, industrial espionage and 
trade secrets misappropriation. Wang 
also works extensively on cybersecurity 
and data privacy issues for both 
Chinese and international clients.

Wang has been particularly active 
in Chinese state-owned enterprises-
related U.S. litigation. Clients turn to his 
strategic and innovative advice thanks 
to the in-depth understanding of their 
business needs and political risks.

He has developed a top IP practice 
based on his reputation as one of the 
few lawyers who has a doctorate in 
electrical and computer engineering, a 
Chinese Law Certificate and admission 
to practice law in New York and 
Indiana and before the USPTO. Due 

ichael Williams is a litigator and 
intellectual property specialist at 
Gilbert + Tobin, where he heads 

up the firm’s IP Group. Williams is well-
known for his strategic skills, subject 
matter knowledge and robust approach 
to complex disputes and IP advice.

Williams is a specialist in IP litigation, 
with well-recognized experience 
in handing difficult, complex or 
strategically important IP cases in 
Australia.  He advises a range of 
Australian and international clients and 

to its success in patent disputes in 
both litigation and arbitration involving 
foreign companies in China, Orrick 
China’s IP team was exclusively 
featured by China Central Television in 
the documentary film Patent Wars.

Wang told Asia IP about his strategy 
for preparing for litigation: “Know your 
client and know the facts to the best you 
can, and advise your client honestly 
about the chances of winning so that 
your client has the correct expectation 
and can work with you to develop 
the best strategy. [It is particularly 
challenging “when your client tells you 
only the ‘good facts.’”

One of Wang’s key cases was an 
industrial espionage trade secret case 
in which his team defended the Chinese 
client. “After more than three years of 
arduous defense, we got a great result 
for the client,” he says. 

is consistently recognized as a leading 
intellectual property lawyer in that 
country.

“Litigation is unlike any other 
discipline,” Williams says. “It involves a 
mixture of strategy, reasoning, human 
psychology and contest. There are 
winners and losers. Great litigators are 
able to turn losing hands into winning 
hands and great lawyering changes 
perceptions of advantage. There are 
generally one or two superior strategies 
and the skill in litigation is to identify 
them and deploying them to maximum 
advantage against opponents. The 
endorsement of litigation strategy when 
a case is successful.”

Over the past decade, Williams says, 
litigation has suffered from having a 
bad brand. “There are now more myths 
about litigation than realities, which 
leads some companies to overpay their 
way out of disputes to avoid engaging 
in litigation that they would win,” he 
says. “Currently the time to trial and 
time to judgment are too long in many 
of our jurisdictions. Further procedural 
improvements are needed. It is ripe for 
disruption through radical approaches 
to trial processes and the use of 
technology.”

Williams says it is essential define 
what is success at the outset, in terms 
of result, timeline and cost. “Always 
identify exit points, and plan pathways 
to exit litigation,” he tells Asia IP. 
“Test each litigation step before it is 

taken and identify how it contributes 
to achieving the defined success 
outcome. Ditch those steps that don’t 
contribute. Prepare for the ups and 
downs of litigation, but don’t allow 
individual events to distract from the 
focus on the endgame. Be prepared to 
adapt to changing conditions, without 
changing overall strategy.”

The standout case in Williams’ 
career, so far, was the Australian 
case against the operators of the 
Kazaa P2P file sharing software in 
2004 (Universal Music Australia Pty 
Ltd v. Sharman License Holdings Ltd 
[2005] 222 FCR 465). “It started with 
a simultaneous 13 site (three state) 
Anton Piller search order that set 
records in Australia that have never 
been broken,” he says. “It was the most 
hard fought, technically challenging 
and physically demanding 12 months 
to trial I have ever experienced. The 
lives of all participants were put on hold 
by its demands. Almost every type of 
application that could be made in a 
case was made. It was the subject of 
constant media coverage and educated 
us about how litigation and media/
public relations interact on bet-the-farm 
cases.”

Williams says the result made the 
extreme demands worth it. “It resulted 
in an enduring precedent that changed 
the way P2P platforms would run and 
an international settlement of USD$115 
million.”
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ay (Young-June) Yang is head 
of Kim & Chang’s intellectual 
property group, and he also 

heads the firm’s entertainment group. 
He has over 30 years of experience 
in all areas of intellectual property law 
including patents, trademarks, designs, 
copyrights, and trade secrets. Yang 
has extensive experience in high-
profile litigation, enforcement, dispute 
resolution, and foreign and domestic 
customs seizures involving IP rights. 
He has also handled international and 
domestic licensing and distribution 
negotiations and disputes and in all 
areas of entertainment law including 
entertainment licensing, entertainment 
contract negotiation and preparation. 
Yang has been consistently recognized 
as one of the best IP lawyers in various 
peer-based directories and rankings. 

“IP litigation is an art that requires 
in-depth knowledge and experience,” 
says Yang. “Contrary to transactional 
work, litigation is a dynamic and 
interactive process involving litigators, 
plaintiffs, defendants, judges, etc. It is 
always exciting to predict and analyze 
how the counterparty and the judges 
would react to our arguments, and to 
design and implement strategies that 
are most likely to succeed.”

Yang says that when preparing for 
trial, his team first conducts a very 
thorough fact-finding based on the 
evidence presented. “Second, we need 
to consider all potential arguments that 
the counterparty could make, by playing 
devil’s advocate, if helpful. Third, we 
need to develop effective strategies to 
maximize our strengths and minimize 

Jay (Young-
June) Yang
Kim & Chang
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our weaknesses. Every case has its 
own nuances, so we should tailor make 
strategies for each case.”

He says that one of the most 
challenging aspects of IP litigation is 
presenting the complicated, technical 
aspects of the case to judges with no 
technical background. “In addition, 
there has been an increase in multi-
jurisdictional litigation. Such cases 
require close coordination among local 
counsels in order to promote mutual 
understanding between different legal 
systems as well as standards of validity 
and infringement.”

The Apple v. Samsung case, in 
which Yang was involved, “is one of the 
perfect examples of multi-jurisdictional 
litigations requiring close coordination 
among local counsels and involving 
various legal issues, including patent, 
design, trademark, unfair competition 
and anti-trust law,” he says.

atherine Zheng is a partner 
at Deacons in Hong Kong, 
where she specializes in China 

intellectual property protection strategy 
and contentious matters and heads 
up the patents and design practice. 
She has extensive experience in 
all aspects of complex intellectual 
property litigation and enforcement 
work in China. For the past 17 years, 
she has successfully represented a 
large number of local and international 
companies in trademark, design and 
patent litigation at all levels of the 
Chinese courts and actions before the 
different levels of administrative bodies. 
In particular, Zheng advises on difficult 
and complex litigation matters and has 
won high profile litigation cases in the 
Higher People’s Court of Guangdong 

Province and Beijing and the Supreme 
Court of China. In addition to litigation, 
she also represents clients to conduct 
due diligence of IP portfolios and 
technology know-hows and negotiate 
for the acquisition of same in the 
transactional IP deals.

“The challenges from litigation are 
tremendous, especially in China,” 
Zheng says. “The most challenging 
aspect of litigation is to manage the 
client’s expectations. In litigation in 
China, there are many factors that could 
impact the results. It is most challenging 
to adjust the litigation strategy to meet 
the client’s expectation.” Zheng says 
that thorough preparation is the key 
to seeing success in the courtroom. 
“There is a Chinese saying: ‘If you 
know yourself and your enemy, you’ll 
never lose a battle.’ The best strategy 
for approaching litigation is to know 
the case well from both sides and to 
devise a strategy to achieve the client’s 
expectation,” she says.  Zheng was 
involved last year in the Jaguar v. Land 
Wind design invalidation administrative 
case. “We acted on behalf of Jaguar 
Land Rover in a design invalidation 
against Jiangling Motors Co., Ltd 
(JMC), a Chinese automotive company, 
which owns a design patent for its SUV 
Land Wind X7 launched in 2014. The 
design patent was filed in November 
2013 and was granted on April 23, 
2014. The design of Land Wind X7 is 
remarkably similar to that of the award 
winning Range Rover SUV Evoque, 
which has been in production since 
2011. However, by inspecting the fine 
details, there are differences between 
Land Wind X7 and Evoque, in particular 
in the designs of the front faces of 
the vehicles.” Jaguar Land Rover 
and the designer of Evoque, Gerard 
McGovern, brought two instances of 
invalidation petitions with the Patent 
Re-examination Board (PRB) in July 
2014 and August 2015, respectively. 
“The first invalidation petition was 
handled another firm, and Deacons was 
instructed to file the second invalidation 
petition with the anticipation that the first 
invalidation would not be sufficient to 
invalid the design. The invalidation was 
heard in 2016, and we have succeeded 
in the invalidation for the client in 
June 2016.  This case has attracted 
massive media exposure due to the 
close resemblance of the two vehicles 
in China and Europe, which involved a 
few cutting-edge legal issues in design 
patent practice.”

Catherine Zheng
Deacons
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ia Zheng is the founder and 
president of AFD China 
Intellectual Property. She started 

her career in intellectual property 
practice in 1987 and has been actively 
involving in all areas of IP practice, 
including IP strategy, patent and 
trademark prosecution, reexamination, 
invalidation, opposition and review, and 
IP-related litigation.

Zheng has built a reputation in tackling 
difficult and complex issues. She is 
the director of the All-China Patent 
Attorneys Association and the Beijing 
Intellectual Property Association, and 
standing director of the Beijing Patent 
Attorneys Association. She was also 
named a National IP Talent by the 
State Intellectual Property Office.

“The challenge is the thing that 

attracts me most to litigation,” Zheng 
says. “I really enjoy the course of 
finding a proper solution through 
investigation and research, and 
adjusting and implementing the 
solution during the litigation process. 
I think the best strategy is to find the 
facts as comprehensively as one can, 
and research and figure out the right 
solution based on the facts. 

Zheng fondly recalls one of her 
most interesting cases: “It was an 
infringement case where my team and 
I represented the defendant. We put in 
a lot efforts in investigation, reviewing 
the facts and collecting evidence. The 
pieces of information we got helped 
us study our available options and 
useful tactics to be adopted in later 
procedures,” she says. “In parallel, we 
also resorted to appropriate procedures 
which added merit to move forward the 
case and create seamless connections 
between substantial and procedural 
actions. Our client won in the end.”

Xia Zheng
AFD China
Intellectual Property

X
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oming into effect on June 1, 2018, Hong Kong’s Arbitration 
(Amendment) Bill sets out that intellectual property rights 
are arbitrable, and that enforcing an award that involves 

solely an IPR dispute is not contrary to public policy. Prior to 
the amendment, the arbitrability of IPR has not been clearly 
addressed as there hadn’t been an authoritative judgement 

nor express provision in the Arbitration 
Ordinance on the issue.  

Key Clarifications at A Glance 
Defining IPR. The new Sections 103A 

to 103C of the Ordinance elaborates on 
the terms “IPR” and “IPR dispute.” “IPR” 
is defined in a relatively broader scope 
than many jurisdictions that place limited 
scope on IP, including rights from patent 
and trademark to plant variety, know-
how and “any other IPR of whatever 
nature.” This means the new provisions 
apply to any type of dispute relating to 
any IPR, regardless of whether the right 
is protected by registration or whether it 
subsists in Hong Kong. 

“IPR” are defined as disputes over a) 
the enforceability, infringement, validity, 
ownership, scope, or duration of an IPR; 
b) a transaction in respect of an IPR; and 
c) any compensation payable for an IP.

C

A major step has been taken to promote Hong Kong as a centre for global dispute resolution and 
Asia-Pacific’s premier IP trading hub; Michelle Ko explores the implications.

Given the lack of an IP list or a 
specialist IP Court in Hong Kong, 
parties may be persuaded to arbitrate 
by the possibility to have their 
disputes adjudicated by persons with 
an appropriate legal background and 
the right technical expertise.

- Serena Lim, counsel,

Hogan Lovells, Hong Kong
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The new Section 103D(1) of the Ordinance clarifies that an 
IPR dispute is capable of settlement by arbitration, and Section 
103D(4) further authorizes arbitrability by stating that a Hong 
Kong law or law elsewhere giving jurisdiction to a specified entity 
to decide the IP dispute need not mention possible settlement by 
arbitration for the dispute to be arbitrable in Hong Kong. 

Defining Enforceability. Section 103F clarifies that an arbitral 
award may not be set aside under section 81 of the Ordinance 
only because the award involves an IPR; while 103G states 
that the enforcement may not be refused under Part 10 of the 
Ordinance for the sole reason that it involves an IPR. 

Limiting Impact to Third Parties. Consistent with Section 73 
of the Ordinance, Section 103E clarifies that third-party licensees 
(exclusive and non-exclusive) don’t directly benefit from, nor are 
they bound by, an arbitral award. The finality and binding effect 
of an arbitral award apply only to “the parties” and “any person 
claiming through or under any of the parties.” 

Due to this limited effect of an award, an award cannot 
be registered or recorded by the registries of the Intellectual 
Property Department in Hong Kong, meaning the verdict of an 
arbitral tribunal of whether a registered IPR is valid or not is held 
only between its owner and the other party. On the other hand, 
the courts or the IP Registrar may reach a different conclusion as 
between the owner and a third party.

Outlining Technical Provisions. Sections 103I and 103J 
include the technical provisions concerning arbitral proceedings 
related to patents. It is clarified that Section 101(2) of the 
Patents Ordinance (Cap.514) does not prevent the validity of a 
patent in question in an arbitration, and that the prerequisites 
for commencing court proceedings for the enforcement of short-
term patents as set out in the Patents Ordinance do not apply to 
arbitral proceedings unless otherwise agreed by the parties, even 
though the holder of the short-term patent will still be required to 
establish validity of the patent in arbitral proceedings.

Implications
Arbitration has been held up as a simpler, cheaper and faster 

option to settle a dispute than going to court. Upon the agreement 
of the disputing parties, there is greater autonomy to specify 
which aspects of the dispute is to be arbitrated, the remedies 

and reliefs of the reward, and the procedures of the arbitral 
proceedings. And instead of having to initiate legal proceedings 
in multiple jurisdictions over the dispute, IP arbitration provides 
a single forum for resolution. In cases involving multi-regional 
dispute or infringement, arbitration could save significant time 
and legal fees, unless the issue at stake involves a European 
registered IPR that has similar single-forum effect. 

For those preferring a higher level of protection in terms of 
confidentiality, arbitration may appeal further with the Ordinance’s 
provision in confidentiality in arbitration proceedings as well as 
court hearings by limiting such hearings from being heard in 

open court unless otherwise agreed by 
the parties. 

The lack of litigation-style procedures 
also levels the playing ground between 
parties, reducing the administrative 
burden such as expansive discovery and 
excessive motion practice on parties with 
less financial prowess, and enabling both 
parties to focus on the presentation of 
evidence and argument at a final hearing.

On the other hand, despite its less 
restrictive procedures, an arbitral award 
has final and binding effect on the parties 
and can be enforced in over 150 countries 
under the New York Convention and in 
China and Macau under arrangements 
with the jurisdictions, respectively. 

“Given the lack of an IP list or a 
specialist IP Court in Hong Kong, 
parties may be persuaded to arbitrate 
by the possibility to have their disputes 
adjudicated by persons with an 
appropriate legal background and the 

right technical expertise,” says Serena Lim, counsel at Hogan 
Lovells in Hong Kong. 

Will arbitration cases increase following the clarification? Legal 
experts Asia IP spoke to agree the development will encourage 
arbitration cases, although impact may only be felt in the long 
run.

“The surge in global and regional demand for IP, especially 
in Mainland China in the past two decades, offers huge market 
potential and trading opportunities in IP,” said a spokeswoman 
representing jointly the Hong Kong Department of Justice (DoJ) 
and the Intellectual Property Department (IPD) to Asia IP. 

“In a survey conducted by the Queen Mary University of 
London in 2016 on the resolution of disputes in the technology, 
media and telecom sectors (in which half of their disputes involve 
IP), it is revealed that 92 percent of the respondents indicated 
that international arbitration is well-suited for their disputes,” she 
added.

Rosita Li, a partner at Hong Kong’s Mayer Brown JSM, expects 
an increase in arbitration especially for contractual cases where 
there is likely less need for third-party enforcement, for example, 
an IP ownership dispute arising out of a R&D collaboration 
agreement. “Arbitration has not been widely used by parties 
to resolve intellectual property disputes in Hong Kong. The 
amendments would therefore be very attractive for parties that 
value confidentiality and speedy dispute resolution,” she says.

“While the amendments may encourage more parties to include 
arbitration clauses in their IP agreements, we may not see an 
increase in the number of IP arbitration cases until those new 
agreements fall into dispute,” says Lim. “Further, I believe some 

Arbitration has not been widely used 
by parties to resolve intellectual 
property disputes in Hong Kong. The 
amendments would therefore be 
very attractive for parties that value 
confidentiality and speedy dispute 
resolution.

- Rosita Li, partner,

Mayer Brown JSM, Hong Kong
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Table 1: The Scopes of IP Arbitrability

Jurisdiction

Australia

China

India

Japan

Malaysia

Singapore

Thailand

Canada

United
States

United 
Kingdom

Effect of IPR 
arbitral award 

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Inter partes 
effect.

Arbitrability of
disputes over IPRs

IPR disputes are arbitrable.

Disputes involving copyright are 
arbitrable.
Disputes relating to patents and 
trademarks (except those concerning 
their validity) are also arbitrable.

IPR disputes may be arbitrated by the 
parties’ agreement or as directed by the 
court.

Civil disputes that can be settled by 
the parties (such as infringement) are 
arbitrable.
There is literature suggesting that patent 
validity disputes appear to be arbitrable.

All types of IPR disputes are arbitrable.

There appears to be no specific law 
addressing the question.  
There is literature suggesting that 
Section 58(6) of the Patent Act indicates 
that the question of validity may be 
arbitrable in limited circumstances and 
with specific sanction of the court.

All aspects of IPR disputes are arbitrable.

All IP issues arbitrable.

Yes. Specifically, disputes relating to the 
validity and/or infringement of patents; 
copyright; trademarks; and infringement 
dispute relating to a registered vessel 
hull design, are arbitrable.

There is no express legislative authority 
on the arbitrability of IPRs but it is 
generally believed that the English courts 
have accepted that IPR disputes are 
arbitrable. There is literature suggesting 
that this includes validity of IPRs.

Mandatory requirement
for disclosure/recordal
of IPR arbitral awards

No.  

No
. 

Generally speaking, no. 
However, awards relating to specific 
subject matters (i.e. a license by the 
patentee, or a license allowing others to 
use the registered trademark) may be 
caught by Indian IP law and be required 
to be disclosed to the IP Registrar. The 
disclosed information is also published in 
the official website.

No. 

No. 

It appears that there is no disclosure/
recordal requirement.

No.

No.

Yes, for awards concerning a US patent or 
a registered vessel hull design. Notice of 
the award to be given to the Director of the 
US Patent and Trademark Office (USPTO) 
or the Register of Copyrights (as the case 
may be).  For patents, a copy of the award 
has to be filed with the USPTO. The award 
is unenforceable until notice is given or 
received by the relevant authority.
There appears to be no disclosure/recordal 
requirement for awards relating to other 
types of IPRs.

No. 

Rationale behind the disclosure/non-
disclosure treatment (if known)

Consistency with other arbitration 
arrangements.

Similar treatment as other civil or 
commercial arbitral awards.

Indian patent law currently requires a 
patentee/licensee to submit information/
annual statement to the Patent Office stating 
the extent to which the patent is being 
commercially worked.
Indian trademark law requires the registered 
proprietor and the proposed registered 
user to jointly make an application to the 
Registrar together with, inter alia, the 
agreement in writing or a duly authenticated 
copy thereof, between the registered 
proprietor and the proposed registered user 
with respect to the permitted use of the 
trademark.

Confidentiality of arbitration.

Confidentiality of arbitration. 

Importance of confidentiality of arbitration. 
No disclosure of award unless parties agree.

Confidentiality of arbitration. No disclosure 
unless parties consent or pursuant to 
exceptions under the law. 

The arbitration award will become part of 
the public record for the patent at issue. 
The rationale is that the arbitration award is 
part of the patent’s history. Therefore, like 
the rest of the patent’s history, it should be 
made available to the public.
Difference in recordal requirements between 
different types of IPRs - reasons unknown.

Same treatment as other arbitral awards. 
Confidentiality of arbitration is usually 
maintained.

Table 1. The table has been reproduced with consent of the Hong Kong Department of Justice and edited for presentation; please 
contact the DoJ for more details of the research.
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licensors may prefer to exclude certain aspects of IPRs, such 
as validity, from standard arbitration clauses to make sure that if 
validity is ever challenged by a licensee, this will be strenuously 
defended with the assistance of proper discovery and extensive 
evidence, including expert evidence in court.”

Other developments may also float the sail in IP arbitration. A 
separate amendment to the Ordinance is expected to allow for 
third-party funding (TPF) of arbitral proceedings in near future, 
which may further encourage arbitration over litigation, where 
“a patent suit could easily run up to millions of dollars, not to 
mention further cost for bringing the case up to trial” according to 
Benny Lo, barrister and international arbitrator at the Des Voeux 
Chambers.

“As the ‘icing on the cake,’ TPF could make this exercise 
more palatable and improve access to justice for parties who 
are unable to pursue a meritorious claim or defense due to the 
lack of funds. Given the high stakes often involved in technology 
disputes, TPF could assist in creating a more level-playing field, 
and give parties an option to outsource some of the risks to a 
funder and be relieved from the heavy burden of up-front legal 
cost,” he says. 

Additional Considerations for Arbitration
Apart from the advantages of speed, confidentiality and 

single-forum resolution, experts highlight aspects that parties 
considering arbitration should pay special attention to:

Nature and Motivation of Case
Cases on large-scale IP projects involving several jurisdictions, 

such as technology transfer, joint research and development and 
cross licensing, may be more amendable to arbitration, says the 
DoJ. 

Similarly, some IP owners “prefer litigation over arbitration 
for ease of enforcement – one can enforce a court decision 
immediately upon default by the defendant – particularly if it is 
a single jurisdiction dispute and there is no issue of having to 
enforce the decision in another jurisdiction,” observes Lim. 

Contractual disputes such as licensing disputes is where 
arbitration is typically useful. Where there is generally no need to 
compel third-parties and where licensors and licensees still need 

to maintain a functional if not amiable business relationship, 
the statutory duty of confidentiality provided by the amended 
Ordinance would be especially desirable. 

For products still under development, or disputes involving 
trade secrets, arbitration may again provide more confidentiality 
protection by preventing sensitive information from falling into the 
public domain. On the other hand, if the intention to litigate is 
dominated by a wish to establish a public legal precedent, an IP 
owner may opt for litigation despites other considerations. 

“Another consideration is neutrality,” says Philipp Hanusch, 
a senior associate in Baker McKenzie’s international arbitration 
practice in Hong Kong. 

“Arbitration allows the parties to choose a neutral seat for 
their arbitration and to submit their 
dispute to a tribunal where at least one 
arbitrator is of neutral nationality. This 
way parties can avoid to litigate in the 
home court of their opponent where they 
may be subjected to bias, proceedings 
in a foreign language, or be under an 
unfamiliar or inappropriate procedural 
law, a restricted choice of representation, 
or unduly limited or excessive awards for 
damages or costs,” he says.

Arbitrator’s Power
“[Parties] should consider whether 

they would like to limit the remedies and 
reliefs which may be awarded by the 
arbitrator(s) by agreement with the other 
party to the IP dispute which is expressly 
allowed under Section 103D(6) of the 
amended [Ordinance],” says the Hong 
Kong IPD spokesperson.

For example, some IP owners may 
wish to limit the arbitrator’s power to 

award orders that would result in the alterations to the public 
register of IPR, such as an order requiring the losing party to 
assign his IPR to another party, or an order requiring the losing 
party to surrender his IPR. 

Enforceability
Whether an arbitral award is enforceable in a particular 

jurisdiction would depend on the law of that jurisdiction and other 
public policy considerations. The DoJ had conducted research 
comparing the scopes of IP arbitrability of major jurisdictions; the 
summary shared by DoJ with Asia IP may serve as a starting 
point for parties pondering multi-jurisdiction enforcement of a 
Hong Kong arbitral award:

Although Hong Kong’s relatively broader scope means some 
decisions awarded in in the city are not enforceable elsewhere, 
the IPD points out that a wider scope should be an edge Hong 
Kong has over other jurisdictions in hosting arbitration. Because 
different natures of an IPR dispute – enforceability, infringement, 
subsistence, validity, ownership, scope, duration and more – are 
often inseparable, limiting the scope of arbitration can complicate 
the resolution and diminish the value of arbitration as a single 
forum to resolve complex disputes. 

“Given that IPR in other jurisdictions may be referred to by 
different names or protected in a different way, and since IP is 
a developing area, we have adopted a definition of IPR which 
refers to a non-exhaustive list of examples so as to allow its 
flexibility to accommodate new types of IPR which may arise in 

Through arbitration, parties can 
avoid to litigate in the home court 
of their opponent where they may 
be subjected to bias, proceedings 
in a foreign language, or be under 
an unfamiliar or inappropriate 
procedural law.

- Philipp Hanusch, senior associate,

Baker McKenzie, Hong Kong
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future,” adds the spokeswoman. 
Among the varying scope of arbitrable IPRs across countries, 

one often-raised concern relates to the validity of registered 
IPRs. Because states are substantially involved in granting and 
regulating certain IPRs such as patents, copyrights and trademark 
rights, some jurisdictions have declared validity as non-arbitrable 
to keep the authority exclusively within the state, says Kenny 
Cheung, a special counsel in Baker McKenzie’s intellectual 
property practice in Hong Kong. “The position under Hong Kong 
law is that all IPR disputes can be resolved by arbitration but only 
in so far as the parties are concerned,” he points out.

Lo agrees that validity is an oft-debated ground in IP arbitration 
that may not be readily enforceable outside of Hong Kong, but 
believes the concern is reduced when put into perspective. “More 
often than not, parties are unable or unwilling to challenge validity 
by reason of doctrine such as licensee estoppel, non-contest 
clauses or out of prudence. In other words, such ‘concerns’ do 
not arise in the majority of IP arbitration cases,” he explains.

IP Expertise and Finality
“Would you want a second bite of the cherry, if the first tribunal 

‘got things wrong’?” asks Li. Because arbitral awards are final 
and normally not subject to appeal, some parties may have 
concerns with leaving a significant IPR in the hands of a single 
tribunal, despite the benefits of reduced time and monetary cost 
in a once-and-for-all resolution. 

On the other hand, the risk of “getting things wrong” is reduced 
in arbitration proceedings as parties can choose arbitrator(s) with 
the right technical expertise and legal background, a factor that 
may be more valued as Hong Kong doesn’t have dedicated IP 
courts. By comparison, parties are unable to choose their judge 
in court, which may result in a judge who is inexperienced in the 
relevant type of IPR issues. 

Back to the Basics
Ultimately, multiple factors – time, cost, continuation of 

relationship between parties, jurisdictions involved, rule of 
law, legal and technical complexity of IPR involved, strategic 
significance of the IPR, preference for confidentiality versus 
publicity, risk appetite and assessment, ease of enforceability of 
award etc. – affect decisions to mediate, arbitrate or litigate. And 
whichever means of dispute resolution is chosen, things should 
always be done right from the beginning.  

“Effective arbitration always depends on having a well-drafted 
arbitration clause that provides for all the necessary elements 

of the arbitration, including the scope, seat, venue, arbitrating 
institution, arbitrators, governing rules and language of the 
arbitration. Poorly-drafted clauses may result in disputes as to 
interpretation that will hamstring the resolution of the dispute,” 
says Li.

“And do not just copy from a model clause,” cautions Lo. “Other 
than the usual parameters on seat, qualification of arbitrators 
and arbitral institution, it is of vital importance that parties think 
about the precise scope of the dispute that is to be arbitrated…
[Parties] should also make sure that the arbitration clause is 
compatible with other dispute resolution clauses that may be 

present in the underlying contract.  This 
is to avoid inconsistent or ‘pathological 
arbitration clauses’ which can be 
deemed unworkable and unenforceable 
either in an initial dispute over jurisdiction 
or, worse still, at the enforcement stage 
of the award,” he says. 

Crafting an International 
Arbitration Centre

A major step forward – but by no 
means the first nor last step – this 
latest arbitration development traces its 
roots back to the June 2011 Arbitration 
Ordinance, which first unified the 
legislative regimes for domestic and 
international arbitrations on the basis 
of the Model Law on International 

Commercial Arbitration of the United Nations Commission on 
International Trade Law. 

As early as 1998, the Hong Kong Institute of Arbitrators (HKIA) 
and the Hong Kong International Arbitration Centre (HKIAC) 
established the Committee on Hong Kong Arbitration Law to study 
reforms in the then arbitration law, which laid out separate regimes 
for domestic arbitration, based largely on the United Kingdom 
arbitration legislation, and international arbitrations, based on 
the Model Law. The committee recommended redrafting the old 
Arbitration Ordinance into a unitary regime based on Model Law 
in 2003, and the DoJ set up the Departmental Working Group 
in 2005 to implement the recommendations. After consultation 
and rounds of LegCo committee hearings, the new Arbitration 
Ordinance, Cap. 609 was enacted by the LegCo on November 
10, 2010, paving way to the internationally-recognized arbitration 
regime the city has today.

Hong Kong is now host to several world-class arbitration 
institutions, including the home-grown HKIAC. The Paris-based 
International Court of Arbitration of the International Chamber 
of Commerce has an Asia-Pacific branch in Hong Kong since 
2008, and in 2012, the China International Economic and Trade 
Arbitration Commission (CIETAC) established its first non-
Mainland office, the CIETAC Hong Kong Arbitration Centre, in 
the city. 

“Notably, HKIAC maintains a specific panel of arbitrators for IP 
arbitrations which comprises of around 50 members from various 
jurisdictions,” says Hanusch. “To be eligible for that panel, 
arbitrators must have demonstrated extensive experience and 
strong expertise in resolving IP disputes.”

The position under Hong Kong law is 
that all IPR disputes can be resolved 
by arbitration but only in so far as 
the parties are concerned.

- Kenny Cheung, special counsel,

Baker McKenzie, Hong Kong
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hroughout the drug life cycle, from discovery to delivery 
of the drug to patients, there are numerous forms of 
inventions that a research-based company can seek 
patent protection for. Yet, inventions occurring during 

different stages of drug development have different risk levels 
and require different types of patent protection. Tilleke & Gibbins 
has analyzed the patent protection available in each stage of 
drug development in Thailand, as follows:

Discovery of hit/lead compounds. 
Technical analyses of the 
physicochemical, pharmacological, and 
toxicological properties of a drug can 
reduce target identification molecules 
from thousands of molecules until a “hit” 
or “lead” molecule has been picked out. 
Therefore, it is obvious that all innovators 
need to protect their hit/lead molecule 
with a patent, generally in the form of 
a compound patent. The compound 
patent is considered the most essential 
and effective patent protection, and the 
innovators prefer filing such invention 
patent protection as soon as they have 
found promising results. 

“It should be noted that, with the time 
and costs required to fully complete 
this stage of drug development and file 
for patent protection, some compound 
patents expire before a drug product can 
be launched in the market,” says Alan 
Adcock, a partner and deputy director of 

Hosted by Johnny Chan, this academy award winning article reveals everything from protection to 
challenges of pharmaceutical patents.

T

The risk management plan provides 
a guideline for when and how a 
company should conduct prosecution 
of their invention patent applications, 
review their applications and patent 
portfolio, and identify the different 
weaknesses and strengths of their 
invention patents.

- Alan Adcock, partner and deputy director of IP,

Tilleke & Gibbins, Bangkok
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IP at the firm in Bangkok. “Thus, the risks involved in selecting this 
type of patent protection are the precision required to discover 
a hit in the short protection timeframe offered by the patent, as 
protection starts from the date that the patent application is filed.”

Incremental development. Every so often, innovators 
discover that some of the technical properties of lead compounds 
can be improved by using salt forms, polymorphic forms, or new 
delivery systems. Thus, incremental development has become 
another IP area for protection, Adcock says. “The risks from 
patent protection of incremental development are straightforward 
and include potential refusal by examiners or opposition by other 
parties. In filing an application for incremental development, the 
novelty and inventive step of the invention are the most critical 
factors to consider.”

Clinical finding/new medical use. 
Once a drug has been tested in clinical 
studies, the innovator may find that there 
is a second medical use of the drug. “The 
major risk is that, unlike in the US, the 
claims for the methods of treatment are 
not patentable in Thailand. The innovator 
must therefore scrutinize their claim 
construction and patent specification 
thoroughly,” Adcock says. “A Swiss-
type use claim format is the only form of 
protection that an innovator may claim for 
inventions with second or further medical 
uses in Thailand.”

Based on the risk analysis of different 
drug development stages described 
above, it is advisable for an innovator 
to promptly prepare a risk management 
plan (RMP) for patent protection. The 
RMP can also be used as a tool and 
preventive measure during prosecution, 
Adcock adds. “For example, the RMP 
provides a guideline for when and how 
a company should conduct prosecution 
of their invention patent applications, 
review their applications and patent portfolio, and identify the 
different weaknesses and strengths of their invention patents.” 

Infringement rRisk mManagement is a key to analyzinge the 
level of risk in drug development stage. “Patent infringement risk 
shall be considered as a key risk identifier. Search and analysis 

on freedom-to-operate basis is a way to conduct the infringement 
risk assessment,” says Panisa Suwanmatajarn, managing 
partner at The Legal Co. in Bangkok. “Besides, the enterprise 
should regularly monitor its competitors’ patents in order to check 

on their patent portfolios.”

The level of risk in drug development 
is usually quite low, given that most R&D 
for drugs take place under strict secrecy, 
says  Dr. Stanley Lai SC, partner and 
head of IP at Allen & Gledhill in Singapore. 
“The process is not free from litigation 
risk. If details of development and 
other activities are disclosed by errant 
employees, this may trigger a litigation 
risk. If patent filings are made during the 
early stages of development, and the 
application is subsequently published, 
this can also give rise to actions being 
taken against the patent, pre or post-
grant, in various jurisdictions of concern. 
In terms of risk management, R&D teams 
should map out patent assertion risks at 
the early stages of development. This 

includes an assessment of the patent landscape, patent pools 
that are established by competitors, as well as generic/bio-similar 
risk. . With this anticipatory due diligence conducted, the risks of 
litigation can be significantly mitigated.”

Under the Vietnamese law perspective, risks in drug 
development stage mostly occur with regard to IP, regulatory and 
compliance matters and confidentiality.

IP. “In this stage, trade secret misappropriation is likely to 
happen in the form of document theft or industrial espionage 

by a third party,” says Tran Manh Hung, managing partner at 
BMVN in Hanoi, a member of Baker McKenzie. “As for patents, 
lack of contractual provisions concerning the ownership of the 
invention may lead to future disputes between the inventor and 
the pharmaceutical company.”

The drug development process is not 
free from litigation risk. If details of 
development and other activities are 
disclosed by errant employees, this 
may trigger a litigation risk.

- Stanley Lai, partner and head of IP,

Allen & Gledhill, Singapore
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Regulatory/compliance: In Vietnam’s Law on Pharmaceuticals 
2016, certain activities in the drug development stages may 
trigger licensing requirements. “Clinical trial testing, for example, 
may only be conducted if the testing establishment has been 
duly licensed by Vietnam’s health authorities,” Tran says. 
“Furthermore, the testing establishment may have to pay civil 
damages for any risks caused to the volunteers (i.e. people 
who participate in clinical trials) due to the faults of the testing 
establishment.”

Confidentiality: Employees may use confidential information of 
the pharmaceutical company for purposes other than their scope 
of work, or try selling inventions conceived using the company’s 
materials or confidential information to third-parties, adds Tran.

As such, to safeguard a pharmaceutical company from litigation 
and/or other administrative sanctions in Vietnam, the following 
actions are recommended, Tran says:

• Identify the legal risks by observing danger or losses which 
previously happened in the industry.

• Once the risks are identified, based on their likelihood of 
occurrence and severity, necessary precautions are decided. For 
example, to precaution disclosure of confidential information by 
an employee the company may include a confidentiality clause in 
employment contracts.

• All regulatory requirements concerning the drug 
development stage should be met and regularly monitored.

• The company should consult legal professionals during the 
development stages and before applying countermeasures to 
any legal risks.

Branded v. Unbranded
A patent holder can take actions against an infringer within 

the limited life of the patent, for 20 years from the filing date, for 
example, in Thailand. Unlike other jurisdictions, both patent term 
restoration and data exclusivity are unavailable in Thailand.

Data exclusivity is known as the protection of non-clinical and 
clinical trial data required to be submitted to a regulatory agency 
to prove that the new drug satisfies all relevant safety and 

efficacy standards. The application of data exclusivity effectively 
excludes the entry of generic drugs into the market as generic 
drug makers are required to submit their own clinical test data to 
the drug regulatory authority and are not allowed to rely on data 
submitted by innovator manufacturers. 

“During the life of a patent, the drug patent holder should closely 
monitor for infringing activities, including vigilant monitoring the 
Thai Food and Drug Administration’s (FDA) website for generic 
pharmaceutical product applications,” says Jakkrit Kuanpoth, of 

counsel at Tilleke & Gibbins in Bangkok. 
“While Section 36 of the Thai Patent Act 
excludes various activities from falling 
foul of patent infringement (including 
research, experimentation, and analysis), 
monitoring generic pharmaceutical 
product applications and subsequent 
registrations with the FDA does help 
forewarn pharmaceutical patent owners 
of possible impending infringing acts.”

Furthermore, the patented innovator 
company should actively seek to provide 
recommendations to policymakers when 
public and industry inputs are sought 
for amendments to IP policies and laws 
and drug registration, Kuanpoth adds. 
“An example is the Thailand-EU FTA 
negotiations that will soon be undertaken 
by the Thai and EU governments, wherein 
the provision of data exclusivity under the 
FTA will be one of the discussed topics.”

Patent holders in Vietnam may apply 
the following remedies to self-protect his 
rights, Tran says:

• Apply technological measures to 
prevent patent infringement;

• Request organizations or individuals infringing on patents 
to cease the infringement, make a public apology or rectification, 
and pay damages;

• Request competent authorities to conduct enforcement 
actions (e.g. by imposing fines) on infringers; and

• Initiate a legal proceeding at court or arbitration against the 
infringer.

For better protection of a patent product, routine surveillance 
for the detection of infringing acts or infringers is recommended, 
Tran says. “This action can be done by the pharmaceutical 
company itself or through a local IP agent. When an infringement 
is detected, right holder consults with an IP agent before taking 
further steps to maximize efficiency in actions against infringers.”

Milking Your Rights 
There are two steps to exploiting patents. “The first step is 

building a patent portfolio that protects all the patentable and 
inventive combinations of active ingredients for a particular 
drug, with as many significant permutations factored into 
future production. The possibility of evergreening and [finding] 
potential new uses should also be assessed, alongside various 
jurisdictions,” Lai says. “The second step is to determine the 
patent filing and assertion behaviour of competitors and generic 
companies, over different jurisdictions. This will provide a better 
platform with which to build a licensing and monetization strategy 
for the drug in question.”

In recent decades, there have been many mergers and 
acquisitions of pharmaceutical companies. Moreover, there 

Companies should actively seek 
to provide recommendations to 
policymakers when public and 
industry inputs are sought, [such as] 
the Thailand-EU FTA negotiations 
that will soon be undertaken, wherein 
the provision of data exclusivity 
under the FTA will be one of the 
discussed topics.

- Jakkrit Kuanpoth, of counsel,

Tilleke & Gibbins, Bangkok
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are more companies engaging in pharmaceutical R&D 
in emerging markets, including Thailand, says Atthachai 
Homhuan, the manager of regulatory affairs at Tilleke & 
Gibbins. “The pharmaceutical industry has many specific and 
unique characteristics when compared to other industries. 
Pharmaceutical innovators often operate in specialized areas of 
health, and drug development is often a time-consuming process 
compared to other technology areas due to the consumer safety 
implications.”

The building of a patent portfolio is considered an essential tool 
for understanding and managing a company’s valuable patents. 
“Obviously, the integration of a patent portfolio into its business 
strategy will provide a company with a 
number of commercial advantages, and 
provide different channels for fulfilment 
of business objectives, whether, in 
M&A, diversification of business units, or 
licensing of IP technology. Particularly, 
licensing technology that has been 
applied in other industries is a promising 
strategy that can be further applied in 
the pharmaceutical industry,” Homhuan 
adds. “The networking of companies 
engaged in pharmaceutical R&D with 
multinational pharmaceutical companies 
can greatly facilitate the licensing of 
drug technology from upstream to 
downstream.”

To monetize a patent portfolio, Tran 
recommends the following steps:

• Pharmaceutical companies should always make a business 
plan for direct and indirect licensing. Market trends, claims, term of 
protection and risks are key elements in this plan. Direct licensing 
patents will bring a higher rate of return. In direct licensing patent 
rights to companies in non-competing industries may be a great 
move when a technology has crossover traits relevant to different 
industrial needs.

• Due diligence concerning the patent and the potential 
licensee should also be conducted at the outset of a business’s 
licensing activities.

• Companies should always consider the potential of 

excluding competitors from a given market by patent.

Off the Beaten Path 
To address ever-increasing healthcare costs, Thailand is 

promoting the entry of biosimilars. With a focus on quality, 
efficacy, and safety, there is now a distinct registration pathway 
for biosimilar products. “Nonetheless, invention patent protection 
available for biological products remains uncertain because of the 
innovative nature of biological products as compared to chemical 

drugs,” Adcock says. “The topical 
issues of biosimilars in Thailand include 
how to prosecute an invention patent 
for biological products, registration of 
biosimilars, the switchability of biological 
products, and the potential for patent 
litigation.”

A biosimilar is a biologic medical 
product that is almost identical to an 
original product but manufactured by a 
different company. In a sense, biosimilars 
are approved copies of the original 
innovator’s products. Biosimilars can 
be manufactured once the expiration of 
the patent of the original product occurs 
if reference is made to the innovator 
product. 

In Thailand, the Thai FDA defines a 
“biological product” as “any allergen, 
antigen, vaccine, hormone, cytokine, 
enzyme, or product derived from stem 
cells or tissues, human whole blood 

and plasma derivative, therapeutic serum, or immunoglobulin or 
monoclonal antibody which is obtained from one of the following 
procedures:

• microbial or eukaryotic cell culture,
• extraction of substances from biological tissues, including 

human, animal, and plant tissues,
• recombinant DNA techniques, or
• propagation of microorganisms in embryos or animals.”
Invention patent protection of biological products, including 

biosimilars, is challenging as, under Section 9(1) of the Thai 
patent Act, protection cannot be afforded to naturally occurring 
microorganisms and their components, animals, plants, or 
extracts from animals or plants, Adcock says. “Nonetheless, the 
government and pharmaceutical industry focus on promoting 

Just like its presence in the generics 
pharmaceutical space, India is going 
to be a key player in the biosimilar 
space.

- Ranjna Mehta-Dutt, partner,

Remfry & Sagar, Gurgaon
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biosimilars in order to develop Thailand into a life sciences hub.”
This situation raises the question as to the legal understanding 

of what degree of human manipulation would make a biological 
product manmade to overcome Section 9(1), Adcock says. “For 
the time being, with no major Thai court cases on this issue, the 
current legal understanding of biosimilars ultimately remains 
within the discretion of Thai courts.”

There is an established registration pathway for biosimilars. 
Before 2013, the Thai FDA classified follow-on biologics as non 
innovator biologics, wherein the registration dossier of these 
products comprised their own chemistry, manufacturing, and 
control (CMC) data module. There was no distinction made 
between “non-innovator biologics” and “reference biological 
medicinal products,” which are also known as RBP.

In 2013, the Thai FDA published specific guidelines for the 
evaluation of erythropoietin (epoetin) as a biosimilar. The 
RBP for epoetinalfa is Eprex and the RBP of epoetin beta is 
Recormon. “The FDA is also reviewing its specific guidelines 
for other biosimilars, and these guidelines are expected to be 
published in an FDA notification soon,” Adcock says. “In 2017, 
the first biosimilar product approved by the Thai FDA was Zarzio 
(filgrastim manufactured by Sandoz), and it is expected there will 
be more biosimilars registered with the Thai FDA.”

India has also seen robust growth of biosimilar in recent years.
“The key factors for this growth are the comparatively 

higher costs of branded biologics, the less stringent regulatory 
framework for biosimilar approvals (approximately 80 approvals 
have been granted in the last decade, a very high number 
compared to the global average), and the expiration of patents 
for branded biologics,” says Ranjna Mehta-Dutt, a partner at 
Remfry & Sagar in Gurgaon. “Another contributor to the growth 
of biosimilar in India is the increased collaboration of local and 
foreign or innovator companies for development, manufacture 
and launch of biosimilar. Such collaborations are symbiotic, in 
that the Indian companies benefit from the expertise and know-
how of the foreign partners, and the innovators get the benefit 
of low manufacturing costs of biosimilar and the opportunity to 

secure their market share due to the strong presence of the 
domestic company.”

The major Indian drug makers such as Dr. Reddy’s, Cipla, 
Biocon and Lupin have underscored the potential of biosimilar, 
and are already tapping opportunities in this space, Mehta-
Dutt says. “Almost all have either launched biosimilars or have 
outlined plans and identified products to develop biosimilars.”

To facilitate the growth potential in 
this space, the government issued 
regulatory guidelines on biosimilars in 
September 2012, which were revised 
in February 2016. Initiatives have been 
taken at the government level towards 
streamlining the way biosimilars will be 
regulated and encouraged in India. As 
part of this initiative, the government 
may grant subsidies to Indian biosimilar 
manufacturers and fund companies that 
enter into public-private partnerships, 
Mehta-Dutt says. “These steps would 
ensure more affordable biosimilar drugs 
being manufactured and made available 
to patients both in domestic and export 
markets.”

“Just like its presence in the generics 
pharmaceutical space, India is going to 
be a key player in the biosimilar space,” 
adds Mehta-Dutt.

Under the Vietnamese Law on 
Pharmaceuticals, biosimilars are 
subject to the following incentives, Tran 
says. In public procurement – such as 
procurement of drugs using state budget, 

social health funds or revenue from treatment and examination 
services of public health establishments – priority will be given 
to, among others, the first domestically-manufactured biosimilar 
to be issued with circulation license in Vietnam.

For product registration, the state will “create favourable 
conditions” to facilitate the registration procedures of biosimilar. 
However, it is unclear how these “favourable conditions” will be 
implemented in practice.

Red Cliff
A coming wave of drug patent expirations, known as the 

“patent cliff,” is expected to result in a significant number of drugs 
in the pharmaceutical industry experiencing patent expirations 
over the next five years. “Once drugs lose patent protection, the 
sale of lower-priced generic drugs would result in a huge loss of 
sales,” says Amira Budiyano, a senior associate at Gateway Law 
Corporation in Singapore. “Historically, we have seen several 
products and companies in the pharmaceutical industry that 
were affected by the cliff and it is expected that this will continue 
to persist even to-date. For example, Pfizer earned more than 
$1.9 billion in 2007 based on the sale of the drug Protonix, and 
by 2010, sales had plummeted to $480 million as a result of the 
launches of generic drugs.”

Based on such experience, certainly there are some lessons 
to be learned, one of which would be to conceive certain possible 
solutions to overcome such challenges. “One possible solution 
may be to enter into agreements with generic manufacturers and 
license to them the right to sell generics which are identical to 
branded drugs that will soon reach patent expiry. Alternatively, 
pharmaceutical companies may also consider establishing 

After the patent cliff, it may be a good 
idea for pharmaceutical companies 
to invest in the development of drugs. 
Moving forward and in anticipation 
of future cliffs, pharmaceutical 
companies ought to seek to extend 
the market exclusivity of their 
patented drugs through strategic 
patenting.

- Amira Budiyano, senior associate,

Gateway Law Corporation, Singapore
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their own generic manufacturing companies,” Budiyano says. 
“After the patent cliff, it may be a good idea for pharmaceutical 
companies to invest in the development of drugs. Moving forward 
and in anticipation of future cliffs, pharmaceutical companies 
ought to seek to extend the market exclusivity of their patented 
drugs through strategic patenting. One way is to adopt a strategy 
of filing multiple patents to protect its drug, by forming a network 
surrounding the base patent, creating a patent cluster.” 

Pharmaceutical companies may also consider acquiring 
secondary patents, or splitting a primary patent into several 
patents, where one patent seeks the protection for a broad drug 
group encompassing various compounds, while another may 
seek protection relating to a specific compound, Budiyano adds. 
“In the premises and given the wide range of possible outcomes 
of a generic drug entering the market, strategic decisions about 
post-patent expiry are critical in order to prolong the life of a drug 
patent as well as maintain market exclusivity.”

The patent cliff is a stark reality confronting all patent owners, 
Lai says. “Mitigation strategies include product differentiation so 
that revenue is earned from a variety of different ground-breaking 
drugs. Another strategy is to create extended patent families that 
protect derivative and novel combinations of active ingredients, 
in anticipation of expected competition from generics and 
biosimilars. Evergreening is also a known strategy, the efficacy 
of which varies from jurisdiction to jurisdiction.” 

An impressive example of overcoming the threat from the cliff 
comes from Otsuka Pharmaceuticals. “In 2016, this company was 
facing the imminent expiry of the patent covering its antipsychotic 
drug, Ablilify,” said Lai. “It foreclosed the possibility of a patent 
cliff by embedding a small silicon chip-sensor on each tablet. 
This chip could enable healthcare professionals to determine 
whether patients are taking the drug in accordance with doctors’ 
instructions. The company applied for new drug recognition from 
the US FDA, by reason of this new function. If the FDA approval 
is obtained, the drug could potentially enjoy data exclusivity for a 
period of eight years – a new lease of life.” 

“This is a good example of deploying an alternative strategy 
that could give an existing product renewed exclusivity 
notwithstanding patent expiry, following the augmentation of a 
new function,” Lai says. 

In Thailand, the term of patent protection is limited to 20 years, 
starting from the filing date of the patent application. “However, 
the average period required for Thai patent approval, especially 
for pharmaceutical patents, is more than 12 years. As a result, a 
pharmaceutical company can expect only seven to eight years of 

patent protection and market exclusivity,” Kuanpoth says. “Such 
a period is deemed too short to recoup R&D costs and gain 
acceptable ROI.”

As a result, during the last decade, pharmaceutical companies 
adapted quickly and focused on addressing new medical needs, 
Kuanpoth adds. “An obvious example was the acquisition of 
Wyeth Pharmaceuticals by Pfizer, with the acquisition intended 
to increase Pfizer’s earnings during the patent cliff period for 
many of its core products. Pfizer has subsequently gained a 
valuable biologic portfolio and diversified their business into 
these promising types of products.”

The patent cliff is serious in Vietnam, as well. A survey in 59 
Vietnamese cities and provinces in 2016 revealed that even 
though patents had expired, the price of brand name drugs 
remained relatively high when compared to Type 1 (highest 
quality) generic drugs. The survey provided an example of 
1 gram of Ceftriaxon. The brand-name version of the drug is 

Rocephin, which cost D181,440/bottle 
(US$8), while the Type 1 generic version 
sold for D25,414/bottle (US$1.10), Tran 
says. 

“The reason for this may lie on the 
likelihood of winning bids of the supplier 
of these brand-name drugs due to weak 
competition. [Because it is] aware of this 
situation, the government is preparing 
to launch new changes in the bidding 
process in hopes of reducing prices of 
brand-name drugs.”

In rare cases, big pharmaceutical 
companies can introduce branded 
generics by establishing themselves as 
competitors. “Branded generics thereof 
may enter the market under the name 
of themselves or a subsidiary. This 

approach opens up the possibility of securing a part of the market 
falling to generics, thereby exploiting the experience-related 
advantages in the base patents and packaging of the drug,” Tran 
says. “Further, this also helps big pharma utilize their existing 
production capacities.”

Watch Out
When a pharmaceutical company enters China, besides the 

basic IP laws, there is a series of regulations or restrictions 
that need to be taken into account, says Weiwei Han, a patent 
attorney at CCPIT Patent & Trademark Law Office in Beijing. “Of 
the most important, are those related to patents and trademarks, 
particularly patents.”

Implementing Regulations of the Patent Law and Guidelines 
for Patent Examination provide comprehensive guidance on 
substantive and procedural requirements, from preliminary 
examination, substantive examination, to reexamination and 
invalidation. In the Guidelines for Patent Examination, Chapter 
10 of Part II provides some provisions on examination of 
invention applications in chemical, biological and pharmaceutical 
fields. “Typical issues like patent-eligible subject matter, novelty, 
inventiveness, sufficient disclosure, support from the description 
are addressed in this chapter, and some examples were set 
forth therein for an applicant’s consideration. In addition, some 
subject matters are not patent eligible in China, and some may 
be contrary to the laws or social morality,” Han says. “Further, the 
acquisition or use of genetic resources shall comply with the laws 
and administrative regulations or a patent cannot be granted. 

The acquisition or use of genetic 
resources shall comply with the laws 
and administrative regulations or a 
patent cannot be granted.

- Weiwei Han, patenet attorney,

CCPIT Patent & Trademark Law Office, Beijing
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The examination on these issues is described in Chapter 1 of 
Part II, Guidelines for Patent Examination.”

It is worth noting that a patent linkage system is being 
established and patent extension would be available in future, 
Han adds. “These emerging systems are closely related to 
pharmaceutical companies. Accompanying with the issue of 
Opinions on Deepening the Reform of the Evaluation and 
Approval Systems and Encouraging Innovation on Drugs 
and Medical Devices on October 8, 2018, the first category of 
marketed drugs which is similar to the Orange Book in the US 
has recently been published by the China FDA. This category is 
in the format of a database which is searchable, and information 
on the drugs including patent information is available.”

For biotech companies supplying seeds and plants, for 
instance, transgenic plants, there is no plant patent in China’s 
current practice, Han says. “To protect a new plant variety, 
applications shall be filed with the Office for the Protection of New 
Varieties of Plants. Reference could be made to Regulations on 
the Protections of New Varieties of Plants.”

A United Kingdom
The implementation of ASEAN Harmonization on 

Pharmaceutical Registration by the Thai FDA since 2009 
represents a realistic possibility. “Harmonization in the context 
of drug registration regimes is defined as the process by which 
technical guidelines are developed to be uniform among relevant 
authorities,” Homhuan says. “Currently, there are a number of 
other regulatory harmonization organizations and initiatives 
underway, with the Thai FDA often relying on the evolving 
guidelines of the International Council for Harmonization of 

Technical Requirement for Pharmaceuticals for Human Use, and 
the Pharmaceutical Inspection Convention and Pharmaceutical 
Inspection Co-operation Scheme.”

Regulatory harmonization is indeed possible, but actually 
achieving harmonization is quite challenging, Tran says. “Nations 
worldwide with unequal economic and political conditions will 
surely differ in their view of applying the common rules. As such, 
in order to reach complete global regulatory harmonization, 
tremendous efforts must be made to narrow the gaps by all 
countries.”

Rise of the Patents of the East
With the simplification and more cost-effective approach to 

deliver patent protection and settle disputes, the EU has become 
an attractive destination for life science companies. “The benefit of 
a single patent valid across Europe, and the recent establishment 
of a single court for patent litigation in Europe, is likely to be 
welcome by pharmaceutical investors,” Adcock says. “Besides 
Europe, the US is also a good destination for investment, with its 
science-based regulatory system, and effective patent and data 
protection regimes, for innovators.”

On the other hand, there is a definite trend of pharmaceutical 
market growth shifting towards emerging markets in 
Asia, including Thailand, where pharmaceutical sales are 
expanding each year, Adcock adds. “The Thai government’s 
efforts to reform legislation, especially to clear its backlog 
of pharmaceutical patents and improve drug registration 
processes, have made Thailand increasingly appealing for the 
pharmaceutical industry.”



Asia IPMarch 2018
39

Best Feature: The Shape of Pharma FEATURES

tatistics show that the Indian pharmaceutical market has 
a global footprint in terms of size, volume and value. 
With India being the largest provider of generic drugs 
worldwide, the business and technical frameworks are 

already in place for the industry to embrace biosimilars. Technical 
expertise exists as nearly 135 unique molecules from more than 
45 Indian pharmaceutical companies are undergoing various 
phases of clinical trials for key therapy areas such as cancer, 
diabetes, allergic rhinitis and osteoarthritis, among others. Indian 
pharmaceutical companies have received over 300 approvals 
in 2017 (which is nearly 40 percent of global filings) to launch 
generic drugs in the US, says Ranjna Mehta-Dutt, a partner 
at Remfry & Sagar in Gurgaon. “With these things, along with 
the fact that many drugs are going to be off patent by 2020, we 
expect to see more M&A in the pharmaceutical industry, with the 
biosimilar industry being an area of focus. Therefore, it is likely 
that Indian pharmaceutical companies would consolidate on the 
generic front and at the same time expand in innovation-based 
drug development by increasing R&D investment and entering 
into drug development deals with multinationals.”

From the government perspective, while at one end some 
initiatives are taken to promote the pharmaceutical sector in 
India such as Pharma Vision 2020, which aims to make the 
jurisdiction a global leader in end-to-end drug manufacture, on 
the other hand, to safeguard the patient population’s interests, 
mechanisms such as the Drug Price Control Order and the 
National Pharmaceutical Pricing Authority have been introduced 

to handle the issue of affordability and availability of medicines, 
Mehta-Dutt says. “The government must continue to balance 
these potentially competing interests in charting out a course of 
the industry.”

Coming to the patentability aspect, the Indian patent office 
needs to become more consistent with its understanding 
and application of patentable subject matter exclusion under 
Section 3(d) of the Patents Act. “The patent office, by rejecting 
applications based on totally new chemical entities, continues to 
raise objections or reject pharmaceutical patent applications due 
to misinterpretation of Section 3(d),” Mehta-Dutt says. “Although 
such rejections have seen a decline in recent times, we would 
like the patent office to train all examiners and controllers to 
apply Section 3(d) for its intended purpose, [which is] to stop 
evergreening of already known drugs. This, not surprisingly, will 
help the local pharmaceutical industry as they formulate their 
strategy for biosimilars.”

In order to negotiate with the United States through the Trade 
and Investment Framework Agreement process and in hopes 
of joining the Trans-Pacific Partnership, the administrative 
agency of Taiwan has been working on amendments to 
its Pharmaceutical Affairs Act since 2016 in an attempt to 
incorporate the patent linkage system into the Act. Following 
the lead taken by the US in implementing the patent linkage 
system, there is no doubt of Taiwan’s intended introduction of 
the system into the pharmaceutical industry. The Legislative 
Yuan successfully passed the amendment to the Pharmaceutical 

Johnny Chan examines the future of pharma in India and Taiwan.
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Affairs Act incorporating the said system on December 29, 2017, 
says Chung-Hua Wu, an attorney-at-law at TIPLO Attorneys-
at-Law in Taipei. “Taiwan’s Executive Yuan has not yet set the 
enforcement date of the amended Pharmaceutical Affairs Act, 
but these amended provisions are expected to come into force 
soon. The new system will pose a challenge to both new and 
generic drug manufacturers in Taiwan.”

Under the amendment, Taiwan’s Ministry of Health and 
Welfare (MHW) must establish a Patent Linkage of Western 
Pharmaceuticals system for listing, making public, changing, and 
removing the patent information reported and submitted by new 
drug approval holders. New drug approval holders may complete 
listing and reporting of the patent information with respect to their 
pharmaceutical patents (the subject matters of pharmaceutical 
patents eligible for listing are substances, compositions or 
formulations, and medical and pharmaceutical use) to the MHW 
within 45 days beginning from the date immediately following the 
holders’ receipt of the drug approval (or within 45 days beginning 
from the date immediately following the publication of grant of the 
relevant pharmaceutical patent(s) if the Taiwan IP Office grants 
and publishes the pharmaceutical patent(s) after the MHW has 
issued the drug approval). 

After listing the relevant patent information, new drug approval 
holders shall request for change or removal of the listed patent 
information within 45 days beginning from the date immediately 
following the occurrence of any of the following events: 

1) Patent term extension for any listed pharmaceutical 
patent(s) is approved and published;

2) A claim correction is approved and published;
3) Patent revocation becomes final; 
4) The patent is extinguished; or 
5) The name, nationality, residence, domicile, or business 

premises of the listed patentee(s) and his/her agent(s) changes
“It is noticeable that patent information listing is not mandatory,” 

Wu says. “Failure in listing patent information will not deprive new 
drug approval holders of their right to assert patent infringement 
against any suspected infringing generic drugs, but the MHW is 
not procedurally required to suspend issuance of drug approval 
to generic drug applicants in such circumstance. In this regard, 

it is a matter of course that new drug approval holders will make 
a favourable and advantageous choice to complete the patent 
listing.”

From the perspective of generic drug approval applicants, 
they shall make any of the following certifications with the MHW 
in regard to the patent(s) listed by new drug approval holders, 
which are:

1) No patent information has been 
listed for the granted new drug; 

2) The listed patent(s) corresponding 
to the granted new drug has expired; 

3) The drug approval of the generic 
drug shall be issued after the listed 
patent(s) has expired; and 

4) The listed patent(s) is invalid or 
is not infringed by the generic drug for 
which the application is submitted. 

For generic drug approval applications 
that are filed with certification (1) and 
(2), the applicants thereof will receive 
drug approval after the MHW has 
completed examination. As for those 
applications filed with certification (3), 
the drug approval will be issued after 
and only after the listed patent(s) has 
expired. In addition, for applications 
filed with certification (4), the new drug 
approval holder may initiate an action 
within 45 days beginning from the date 
immediately following its receipt of notice 
with respect to certification (4), while the 

MHW will stay issuance of drug approval to the generic drug 
approval applicant for 12 months, Wu says.

“Notwithstanding the foregoing, the MHW will issue generic 
drug approval in any of the following circumstances: 

1) The new drug approval holder fails to initiate an action 
within the designated timeframe; 

2) The new drug approval holder fails to initiate patent 
infringement action on the listed patent(s);

3) The court finds the patent(s) at issue should be invalidated, 
or the applicant seeking generic drug approval is found non-
infringing;

4) TIPO makes written decision to invalidate the patent(s) 
indicated in the certification;

5) The parties meet their minds on the consummation of a 
settlement or the results of mediation; or

6) The patent(s) indicated in the certification duly lapse.
For the generic drug approval applications filed with 

certification (4), even though the MHW will suspend issuance 
of drug approval thereto for 12 months, the first applicant to 
have produced complete in full the materials required of its 
application for approval of the generic drug will be granted an 
exclusive marketing term of 12 months. Besides, the MHW will 
suspend issuance of the drug approval once and once only on 
one application filed by the same applicant for the same generic 
drug, Wu says. “These provisions are amended and added to 
encourage generic drug approval applicants to be engaged in 
patent circumvention design and prevent new drug approval 
applicants from initiating infringement actions to improperly 
extending the MHW’s stay of issuance of generic drug approval. 
The results of enforcement of these provisions will show whether 
these provisions efficiently operate to protect generic drug 
manufacturers of Taiwan.”

The Way of Pharma’s FutureFEATURES

Failure in listing patent information 
will not deprive new drug approval 
holders of their right to assert patent 
infringement against any suspected 
infringing generic drugs, but the MHW 
is not required to suspend issuance 
of drug approval to generic drug 
applicants in such circumstance.

- Chung-Hua Wu, attorney-at-law,

TIPLO, Taipei
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n the recent case of Novartis (Singapore) Pte Ltd v. 
Bristol-Myers Squibb Pharma Co [2017] SGHC 322, the 
Singapore High Court addressed, for the first time, key 
procedural issues associated with corrections to patent 

forms and priority data, as well as corrections to the Singapore 
Patents Register. 

The respondent, Bristol-Myers Squibb Pharma Co (BMS), is the 
proprietor of five patents in respect of the active pharmaceutical 
ingredient Efavirenz, namely, Singapore Patent Nos. SG 77853, 
SG 134977, SG 111980 and SG 111981 (the SG 77853 patent 
family, comprising the parent application SG 77853 and the 
divisional applications SG 134977, SG 111980, and SG 111981), 
and Singapore Patent No. SG 76157.

The applicant, Novartis (Singapore) Pte Ltd applied for product 
licences to market generic Efavirenz products in Singapore. 

Pursuant to Section 12A(3)(a) of the Medicines Act (Cap 
176, 1985 Rev Ed), Novartis notified BMS of its product licence 
applications and declared that BMS’ patents would not be infringed 
by the Efavirenz products. Subsequently, BMS commenced 
action against Novartis, seeking, inter alia, a declaration that the 
Efavirenz products would infringe BMS’ patents.

In its defence, Novartis argued that BMS was not entitled to 
rely on its claimed priority date of June 11, 1998, in respect of 
the patents in the SG 77853 patent family, because the priority 
document cited in support of the claimed priority date related to 
a completely different invention which was not associated with 
the pharmaceutical inventions as disclosed in the SG 77853 
patent family. Novartis also counter-claimed for a revocation 

of the patents in the SG 77853 patent family, on the grounds 
of invalidity, misrepresentation and non-disclosure of material 
information. With regard to the ground of invalidity, given Novartis’ 
position that BMS was not entitled to rely on the claimed priority 
date, Novartis cited some prior art which were published after the 
claimed priority date (i.e June 11, 1998), but before the filing date 
of the SG 77853 patent family (June 10, 1999). 

Upon inspecting its prosecution history, BMS discovered that 
errors had been made during the patent application process in 
respect of the SG 77853 patent family. In particular, the wrong 
US priority document had been submitted (i.e. US 60/089,981 
for “Paper Carton and Blank therefor,” instead of US 60/088,981 
for “Crystalline Efavirenz”), and the wrong priority application 
number had been declared (i.e. US 60/089,981 instead of US 
60/088,981) in the relevant forms over 15 years ago.

Thereafter, BMS filed requests to the Registrar of Patents to 
correct the entries in the Register, so as to reflect the correct US 
patent application number (i.e. US 60/088,981) in support of the 
claimed priority date. The Registrar granted BMS’ requests, filed 
pursuant to Rule 58 of the Patents Rules (Cap 221, R 1, 2007 
Rev Ed), and made the corrections to the Register.

Novartis applied to the High Court (by way of originating 
summons) for the corrections to the Register to be reversed (the 
“reversal application”), pursuant to Section 44 of the Patents 
Act (Cap 221, 2005 Rev Ed). SG 76157 did not feature in the 
reversal application. 

In the reversal application, Novartis submitted, inter alia, that 
BMS’ requests should have been filed pursuant to Rule 91 of the 

In Novartis (Singapore) Pte Ltd v. Bristol-Myers Squibb Pharma Co, the Singapore High Court 
addressed key procedural issues associated with corrections to patent forms and priority data, as 
well as corrections to the Singapore Patents Register. Gladys Mirandah and Suhaimi Bin Lazim 
explain.
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Patents Rules, whereby Novartis would have had the opportunity 
to oppose the corrections if the Registrar had decided to exercise 
its discretion to advertise the proposed corrections (note: no 
opposition mechanism was available under Rule 58 of the 
Patents Rules). 

The High Court allowed Novartis’ reversal application in its 
decision dated December 20, 2017.

Decision of the High Court
In deciding the reversal application in Novartis’ favour, the 

court made the following findings:
a) BMS was not entitled to seek the corrections under Rule 

58 of the Patents Rules, as the applicable legal provisions were 
Rule 91 of the Patents Rules and Section 107 of the Patents Act; 
and

b) Even if a request had been made by BMS under Rule 91 
and Section 107 of the Patents Act, such a request would have 
been refused.

The court began its analysis by commenting that the errors 
which were made during the patent application process (in 
respect of the SG 77853 patent family) were errors in the US 
priority application number as set out in the relevant forms. There 
were no “errors” in the Register in the sense that the entries in 
the Register accurately reflected the application number of the 
earlier US patent application as declared in the relevant forms.

Although Rule 58 allowed for the correction of errors in the 
Register or in any document filed at the Registry “in connection 
with registration,” the court held that Rule 58 was not applicable 
here as the relevant forms in question (i.e. Patent Forms PF1) 
were filed in relation to an application for the grant of a patent, 
but not in connection with registration. The court stated that in 
the present case, the correct procedure for correcting the errors 
in the relevant forms would fall under the ambit of Rule 91 and 
Section 107 of the Patents Act. 

When BMS applied to correct only the entries in the Register 
under Rule 58, it left the errors in the underlying forms untouched. 
The court agreed with Novartis’ submissions that such a limited 
correction would result in a confusing state of affairs, as a person 
inspecting the patent files of the SG 77853 patent family would 
find a different US priority application number stated in the 
relevant forms and a different US priority document, as opposed 
to the details stated in the Register.

For the above reasons, the court held that BMS was not entitled 
to seek the corrections under Rule 58. 

 The court reviewed various decisions issued by the European 
Patent Office (EPO) and its Board of Appeals, and distilled six 
broad principles from these decisions:

i) The relevant provisions of the European Patent Convention 
(EPC) allowed for the correction of an incorrect priority declaration 
without any time bar, even after the publication of the patent 
application;

ii) Grant of the correction request by the EPO was 
discretionary and the EPO was not bound to permit corrections 
of any kind and at any time;

iii) The overriding principle was to balance the interests of 
the applicant and the interests of the public in respect of legal 
security;

iv) The request should be made in time so that an appropriate 
warning could be provided in the publication of the patent 
application;

v) Where the request for correction was made after the 
publication of the patent application, such a request could only 
be granted if there were “very exceptional” reasons; and

vi) Whether exceptional reasons existed depended on the 
facts and circumstances, including whether the error and the 
correct position was obvious or readily apparent on the face of 
the published application or by reference to other documents in 
the patent file.

The court noted that the decisions of the EPO and its Boards 
of Appeal, although not binding in Singapore, were of some 
persuasive value since the Patents Act was based on the UK 
Patents Act (which in turn implemented the UK’s obligations 
under the EPC).

Applying the principles stated above, the court found that in 
the present case, BMS’ requests for corrections came far too late 
(as the errors went uncorrected for over 15 years), and were not 
supported by exceptional grounds. The court also commented in 
obiter that Rule 91 did not extend to corrections of an error in the 
filing procedure or the replacement of an erroneous document 
with a new (correct) document.

Accordingly, the court held that BMS’ requests (even if made 
under Rule 91 and Section 107 of the Patents Act) would have 
been refused.  

Concluding Remarks
The above decision provides useful guidance on the procedural 

aspects associated with the correction of errors in the Register 
and in the relevant forms.

Crucially, a patent proprietor should file any request for 
corrections (either to the Register or to the relevant forms) as 
expeditiously as possible. In addition, although requests for 
correction may be granted after a patent application has been 
published, it is worth noting that such requests should be 
accompanied by exceptional grounds. 

AIP

mirandah asia (singapore) pte ltd
1 Coleman Street
#07-08 The Adelphi 
Singapore 179803
T: +65 6336 9696
F: +65 6338 3739
E: singapore@mirandah.com
W: www.mirandah.com

Gladys Mirandah is the director of  mirandah asia 
(singapore), Malaysia, Vietnam, Thailand, Indonesia 
and Philippines. She has been admitted to practice 
in Singapore, the UK and Brunei and brings with her 
more than 35 years of IP experience in Asia. She can 
be contacted at gladys@mirandah.com.

Suhaimi Bin Lazim is a partner at Mirandah Law LLP. 
He is a highly-esteemed advocate with over 25 years’ 
practice experience in Singapore, Australia and Hong 
Kong.



Asia IPMarch 2018
43

CHINA

Standard Essential Patents 
Royalty Calculation in the 
Telecommunications Industry

In China, the number of standard-
essential patent (SEPs) lawsuits in 
the telecommunications field has been 
explosively increasing for the past two 
years, which fundamentally belong to 
royalty disputes. Accordingly, to resolve 
the disputes, it would be beneficial 
to find an appropriate approach of 
calculating SEP royalties.

Problems Existing in Commonly 
Used SEPS Royalty Calculation

One of the criteria to judge the 
reasonableness of the royalty 
calculation is whether it can reflect the 
realistic value of a patent. However, two 
commonly used approaches, the top-
down approach and the comparable 
license approach, both have some 
realistic problems in patent value 
evaluation.

One noticeable problem in the top-
down approach is the patentee’s unjust 
enrichment obtained through over-
declaration of SEPs and tricky patent 
layout. The top-down approach values 
the patents by multiplying a stacking 
royalty rate set in the industry by the 
value share of the patent portfolio in 
the whole patent pool. However, since 
there are a huge number of patents in 
the telecommunication standard patent 
pools and the number of patents in 
the patent package involved in a SEP-
related lawsuit is often not small either, 
the calculation of the value share 
becomes very difficult. Therefore, 
in some cases, considering realistic 
operational reasons, the court directly 
used the “declared” number of patents, 
which is just the number declared to 
a standards organization (such as 
the European Telecommuncations 
Standards Institute) by the patentee 
himself, as the basis for calculation. In 
some occasions, the court even used 
the number of “patent families” instead 
of the number of patents. However, 
due to the following situations in reality, 
the reliability of the above top-down 
calculation method is reduced. 

For example, some companies 
intend to improperly increase the 
number of their owned SEPs by making 
an over-declaration to the standards 
organization. Another situation is that 

some companies obtain a large number 
of patents in their own countries by 
using local advantages, where the 
result is that the number of members 
in each patent family is small while 
the number of patent families is large, 
improperly increasing the “value” share 
of their patents by indirectly breaking 
through the geographical limitation 
of patents. As a result, no accurate 
value of each patent can be calculated 
by using top-down approach, and 
therefore no reasonable royalty can be 
achieved either.

The main problem in the comparable 
license approach is that historical 
licenses may not reflect the actual 
current value of the patents. For the non-
discrimination rule under the FRAND 
principle, in practice, the patentee’s 
historical licenses often serve as a 
reference for determining the royalty 
for the patent package. However, some 
companies achieved ostensible high-
priced historical license agreements 
by, for example, implicit rewards to 
licensees. Thus, such comparable 
licenses lost the comparability with the 
disputed hypothetical license in the 
lawsuit and cannot reflect the actual 
current value of the patents

Suggested Calculation Methodology
To overcome the above problems, 

it is highly recommended to use the 
patent value evaluation approach, 
which usually involves essentiality 
evaluation and validity evaluation.

Essentiality evaluation may solve 
the problem of over-declaration. In a 
specific lawsuit, patent pools and/or 
patent packages can be evaluated for 
essentiality by an evaluating agency, 
based on the same evaluating criteria, 
and by means of random samples. For 
example, it is possible to use the same 
evaluating agency to randomly select 
a certain percentage of patents from a 
patent pool or a patent package, such 
as 10% of the patents from a patent 
package of 1,000 patents, to conduct an 
essentiality evaluation, then to derive a 
reliable percentage of SEPs from this 
pool/package. This method can ensure 
both practicality and reliability.

Making a validity evaluation by 
referring to the average number of 
members in patent families may 
prevent a patentee’s unjust enrichment 
obtained by using a tricky patent 
layout. The more patents that one 
patent family has, the more stable the 
patent usually is, because this means 
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the patent endured many substantial 
examinations in different countries. 
Thus, the average number patents in 
patent families should be used as a 
measure of the patent’s validity.

Besides the above essentiality and 
validity evaluations, some other means 
can be used for further evaluating the 
value of a patent. For example, some 
value models in the asset evaluation 
field may be used. Each of the patents 
under analysis can be ranked according 
to the number of forward citations, be 
value-mapped according to the 2-8 
value curve, and then the value of each 
patent can be estimated.

In summary, the method of patent 
value evaluation is a more appropriate 
way of calculating SEP royalties since 
it reflects the realistic value of a patent, 
which is fair to both the licensor and 
licensee, and therefore is beneficial to 
resolving SEP royalty disputes. 
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team who contributed the most in the 
formation of the work in terms of its 
“creativity.” Of course, this should be 
deciphered, keeping the overall social 
benefit in mind. This will ensure that the 
companies keep investing in technology 
knowing that they will be reaping its 
benefits. While we await the creation 
of a fully autonomous AI system, it is 
certain that copyright laws are moving 
away from their original standards, 
which were limited to skill, labor and 
effort and the question of whether 
ownership by non-humans covers 
not only acts of animals, but those of 
machines and software as well.

Siddhant Chamola and Vrinda 
Gambhir contributed to this story.

INDIA

The Future If – Artificial 
Intelligence & Copyright Law

Expression and creativity are no 
longer innate only to human beings. 
Advanced algorithms that mimic the 
biological neural network, popularly 
called artificial intelligence, or AI, are 
now capable of creating an array of 
content, be it painting, composing 
music or putting together a musical. 

Google, with its AI company Deep 
Mind, has been able to create software 
which can generate music through 
sounds that have never been heard 
before. The company’s visualization 
tool, Deep Dream, has been able to 
recreate unique, unpredictable and 
psychedelic images. Another such AI 
is The Next Rembrandt, a new artwork 
project which can recreate artistic 
works of a renowned Dutch Artist, 
Rembrandt Harmenszoon van Rijn. 
These unprecedented advances in 
machine learning warrant the need to 
address their implication in the field of 
copyright law. 

Machines are beginning to create and 
invent things that would be protected 
by copyright if they were created by a 
human. But since machines lack the 
characteristics and attributes which are 
intrinsic to humans, then the question 
which begs to be answered is, who 
“owns” copyright in this content?

Taking the example of Deep Mind, 
some of the ownership options are 
the software builder, i.e. the team who 
wrote the algorithm or the computer 
program; the company which sells 
the software, i.e. Deep Mind; the 
distributor, i.e. Google, which acquired 
the company and is making the music 
available to consumers; the AI itself, 
i.e. the interface which produces music; 
the user, i.e. the people who cause the 
music to be generated; or a combination 
of all of the above.

These computer-generated works 
are very different from those which are 
computer-aided. In the latter, human 
intervention is required and an ancillary 
role is played by the computer program, 
thus making it clear that the person is 
the author. However, in the former, it 
is the machine itself which creates the 
content.

Traditionally, for a person to claim 
ownership for a copyright, he must fall 
under the aegis of a ‘author’ under the 

Copyright Act.. It remains to be seen 
whether this concept is broad enough 
to apply to machines and software. 

Whether authorship requires a 
creativity or input from humans depends 
on how courts interpret the originality 
requirement. In India, for a work to 
protected by copyright, there must be a 
minimal degree of creativity along with 
a substantive level of variation from a 
previous work.  

Going forward, should the law 
recognize creativity and originality of 
AI-generated works? If so, should the 
law redefine authorship to include non-
humans or non-legal entities?

Some scholars argue that redefining 
copyright to include non-humans would 
provide an incentive to encourage AI 
growth and development. However, 
this would also imply that the works 
generated by the AI would not fall 
under the public domain and this could 
open a Pandora’s box of misuse and 
exploitation. Further, non-humans 
cannot be held liable in a possible 
infringement lawsuit. 

Thus, the most sensible approach 
would be to exclude the AI machine 
itself from the authorship. However, the 
question still remains as to who owns 
the copyright in AI- generated works. 

A key factor to determining ownership 
is  the nature of the algorithm or 
program itself. As we know, the final AI 
product is dependent on the algorithm 
or underlying code of the AI. Thus, it 
is pertinent to determine the amount 
of freedom to create works suo motu, 
as conferred by the algorithm before 
deciding on who enjoys authorship in 
such works..

Another factor is to consider the 
overall social benefit accrued by the 
copyright attribution process. The 
entity which has the greatest share in 
the realization of such social benefit 
perhaps has the greatest claim to 
authorship, as well.

Then again remains the concept of 
joint authorship, which can hand out 
mutual benefits to software builders and 
the MNC owning the software; the MNC 
and the end-user, etc. Though very 
conceivable in theory, this approach 
has limited application in the real world 
as it is difficult to establish a join intent 
in case of a remote user as there would 
be no harmony between parties.

Therefore, the most logical 
methodology would be to assign 
authorship on the person (whether 
a natural or a legal entity) or the 
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