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Droning on
O ver the past decade, drones have moved from what some might 

consider a fringe technology to being something completely 
mainstream. Although most of us are not yet in the position to get our 
Amazon or JD.com deliveries by drone, we likely won’t be astonished by 
that shipping offer when we eventually see it in the “shipping options” 
tab of our favourite online retailer.

On the other side of our newsroom, our sister publication Asia 
Cargo News has been writing about drones for years, as big players like 
Amazon and UPS have challenged nimble startups for air superiority in 
the package delivery sector. So it only seems natural that Asia IP is also 
covering the burgeoning technology. 

While drones and intellectual property law haven’t quite caught up 
with each other, our writer Espie Angelica A. de Leon reports that as the 
use of drone technology seeps into more and more industrial sectors, risks 
on the IP front are emerging.

“The applications for drones or unmanned aerial vehicles are 
plenty,” de Leon writes, noting that in addition to surveying, surveillance 
and – as depicted in the 1980s movie Back to the Future Part II – assisting 
police forces, they’re also useful for monitoring crop health and wildlife, 
surveying damage caused by natural disasters such as typhoons and 
earthquakes, and simply taking photographs, videos and recording 
sounds for recreational purposes and a lot more. 

“However, the amazing concept of drone technology – its cutting-
edge capability, multi-pronged benefits and convenience – is tempered 
by risks on the IP front,” de Leon writes. “Once these photos, videos and 
sound recordings hit the internet, chances that these will be passed from 
one web location to another, sometimes even to be exploited commercially, 
are strong. This chain of posting, copying, sharing and selling content will 
result in infringement if the individual does not own the copyright, does not 
have the consent of the copyright owner or the license to do so.”

Lawyers from around Asia have contributed to de Leon’s story 
this month with tales of how drones are (and are not) regulated in their 
jurisdictions. You might even find a new way to engage drone technology 
yourself: Ranjan Narula, managing partner at RNA, Technology and IP 
Attorneys in Gurugram, revealed to us that drones are widely used in 
India for weddings and receptions.

“In the case of use of drones for marriage parties, no formal 
contracts are signed and the videos made under contract for service 
are openly used by the drone companies to win new business. Further, 
in some cases, they may use the common footage taken through drone 
of the surrounding areas for all customers without considering the 
ownership of the copyright. The awareness is minimal on this issue and 
generally parties do not consider the implications of copyright violation,” 
he says. “This would likely change with the use of drones for commercial 
purpose.”

We hope you enjoy this issue of Asia IP – and that the video footage 
you shoot from your own drone is well-protected.
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T he popularity of drones is soaring.
In fact, they’ve become so popular 

they’ve figured in countless films. 
Though several of these movies depict 

the technology in a bad light, some of them also 
demonstrate the high-impact benefits of drones.

The ’80s movie Back to the Future Part II shows 
a drone video recording the arrest of a criminal. 
Body of Lies from 2008 features drones being used 
for surveillance. More recently, the 2017 movie 
Blade Runner 2049 has drones surveying areas. 
On home turf, the 2016 South Korean film Tunnel 
includes a scene where rescue workers attempt to 
use a fleet of drones to locate a man trapped inside a 
mountainside tunnel that had collapsed.

The applications for drones or unmanned 
aerial vehicles are plenty. They’re also useful for 
monitoring crop health and wildlife, surveying 
damage caused by natural disasters such as 
typhoons and earthquakes, and simply taking 
photographs, videos and recording sounds for 
recreational purposes and a lot more. 

Thus, science, agriculture, construction, 
mining, insurance, military, law enforcement, 
academe, media and telecommunications and 
ordinary hobbyists among others have found good 

use for drones.
However, the amazing concept of drone 

technology – its cutting-edge capability, multi-
pronged benefits and convenience – is tempered by 
risks on the IP front.

Once these photos, videos and sound 
recordings hit the internet, chances that these 
will be passed from one web location to another, 
sometimes even to be exploited commercially, are 
strong. This chain of posting, copying, sharing and 
selling content will result in infringement if the 
individual does not own the copyright, does not have 
the consent of the copyright owner or the license to 
do so. 

“The outcomes are difficult to predict in case 
of disputes,” said Xiangjing Luo, a partner at Jadong 
IP Law Firm in Beijing, “for drone-related copyright 
issues are quite new and the corresponding legal 
provisions are relatively vague.” 

Aside from copyright infringement, the issue 
of data privacy also hovers in the horizon.

Drone usage in Asia: The copyright regimes
Do laws in Asia address copyright over photos, 
videos, sound recordings and data collected by 
drones? 

Drone technology has helped humankind 
soar to new heights. But, Espie Angelica A. 
de Leon cautions, its cutting-edge capability, 
multi-pronged benefits and convenience are 

tempered by risks on the IP front.

M A R C H  2 0 2 1 Asia IP 5
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Asia IP reached out to lawyers from different 
jurisdictions, namely China, India, Singapore, Hong 
Kong, Malaysia, Cambodia and Thailand. Generally, 
they told us, copyright laws in these jurisdictions do 
cover drone-generated works, although in some cases, 
the law does not expressly mention materials and data 
captured by drones.

“Cambodian copyright law covers copyright 
over works such as photos, video, sound recordings 
and data, but does not specifically mention the use of 
drones,” said Mealy Khieu, a partner at Sok Siphana 
& Associates, a member of ZICO Law in Phnom Penh. 
“Notwithstanding the absence of the term ‘drone’ based 
on a strict interpretation of the law, photos, videos, 
sound recordings and data taken and/or produced by 
any means including drones are governed under the 
copyright law.”

The same holds true with the Thai Copyright Act 
BE 2537.

“The act does not distinguish what tools or 
technology are used in the creation of copyright works, 
so it does not matter whether those works are taken by 
drones or else,” said Panisa Suwanmatajarn, managing 
partner at The Legal in Bangkok.

When it comes to data, some conditions must be 
met for it to acquire copyright protection.

In Hong Kong, compiled or arranged data showing 
enough combined inputs of labour, skill and judgment 
may be copyright protected under the Copyright 
Ordinance. But, data without the intervention of 
human selection or arrangement, or simply raw data, 
is not likely to acquire protection. 

Thailand and Malaysia are also cases in point.

“In terms of data – pertaining to crops, heat and 
others – merely having data recorded by drones without 
re-arranging that data into proper database will not be 
considered as copyrightable work,” Suwanmatajarn 
explained.

“A higher threshold of originality is necessitated 
as Section 8(1) [of the Malaysian Copyright Act 1987] 
requires such compilations to constitute ‘intellectual 
creation’ by reason of the selection and arrangement of 
their contents,” said Kok Jin Low, an associate at Tay & 
Partners in Kuala Lumpur.

Meanwhile, in Singapore, copyright laws may not 
subsist over data, according to Audrey Yap, managing 
partner at Yusarn Audrey & Partners. “Copyright 
generally does not protect factual information,” she 
said. 

The next question is: Is there enough awareness 
about copyright protection among drone service 
companies, their customers, drone pilots and ordinary 
drone hobbyists in the region?

The scenarios vary.
In China, awareness on copyright ownership 

is flying high, especially among those who use the 
technology. “They always attach special copyright 
warnings or license information to the materials taken 
by drones while distributing them,” said Xiangjing, 
“hoping the public will know the copyright owner and 
get a license before using these.”

In Thailand, Suwanmatajarn said: “The act was 
enacted many years back and at the time that Thailand 
was under the microscope of the United States Trade 
Representative. Copyright issues were highlighted all 
over the place, so Thai businessmen are well aware of 

C O V E R  S T O R Y
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"The outcomes are 
difficult to predict in 
case of disputes, for 

drone-related copyright 
issues are quite new 

and the corresponding 
legal provisions are 

relatively vague."
—XIANGJING LUO, partner, Jadong IP 

Law Firm, Beijing

"Notwithstanding the 
absence of the term ‘drone’ 

in Cambodian copyright 
law, based on a strict 

interpretation of the law, 
photos, videos, sound 
recordings and data 

taken and/or produced 
by any means including 

drones are governed 
under the law."

—MEALY KHIEU, partner, Sok 
Siphana & Associates, Phnom Penh

"In terms of data – 
pertaining to crops, heat 

and others – merely having 
data recorded by drones 

without re-arranging 
that data into proper 

database will not 
be considered as 

copyrightable work."
—PANISA SUWANMATAJARN, 

managing partner, The Legal, Bangkok

"A higher threshold 
of originality is 
necessitated as 

Section 8(1) of the 
Malaysian Copyright 

Act requires such 
compilations 
to constitute 
‘intellectual 

creation’ by reason 
of the selection and 

arrangement of 
their contents."

—KOK JIN LOW, associate, Tay & 
Partners, Kuala Lumpur

"Copyright laws may 
not subsist over data. 
Copyright generally 

does not protect 
factual information."
—AUDREY YAP, managing partner, 

Yusarn Audrey & Partners, Singapore

"In the case of 
use of drones for 
marriage parties, 

no formal 
contracts are 

signed and the 
videos made 

under contract 
for service are 
openly used by 

the drone companies 
to win new business. 

The awareness is 
minimal on this 

issue." 
—RANJAN NARULA, managing 

partner, RNA, Technology and IP Attorneys, 
Gurugram

"Current laws in Hong 
Kong regulating drones or 

other unmanned aircraft 
systems mainly focus on 
public safety and privacy 

concerns. IP laws 
may not be the main 

focus of drone service 
companies, drone pilots 

or customers."
—GABRIELA KENNEDY, partner, Mayer 

Brown, Hong Kong

“Where any of the parties 
involved in the actual operation 

of the drone or the entity 
commissioned to provide the 
drone data intends to retain 

the copyright ownership of the 
drone data, this must be 
specifically agreed upon."

—LIN LI LEE, partner, Tay & Partners, Kuala Lumpur
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its basic concept with exceptions of the authorship in 
employees and other technical aspects of copyright 
like assignments, licensing schemes and others.”

In Malaysia, awareness seems high as well. 
According to Lin Li Lee, partner and head of IP at Tay 
& Partners in Kuala Lumpur, that firm is now seeing 
a rising number of engagements by drone service 
companies. These entities are seeking to formally 
establish their rights in these transactions. 

The same cannot be said of Cambodia. Khieu said 
that the use of drones for photography is at its infancy 
stage in the country. Hence users may not yet fully 
understand the implications of copyright ownership.

As for Ranjan Narula, managing partner at RNA, 
Technology and IP Attorneys in Gurugram, he said 
he believes that people In India, where drones are 
commonly used during weddings and receptions, are 
also not as aware of their rights as they ought to be.

“In the case of use of drones for marriage parties, 
no formal contracts are signed and the videos made 
under contract for service are openly used by the drone 
companies to win new business. Further, in some 
cases, they may use the common footage taken through 
drone of the surrounding areas for all customers 
without considering the ownership of the copyright. 
The awareness is minimal on this issue and generally 
parties do not consider the implications of copyright 
violation,” he said. “This would likely change with the 
use of drones for commercial purpose.”

Curiously, awareness in Hong Kong seems to be 
also lacking.

Gabriela Kennedy, partner, IP practice co-chair 
and head of Asia IP and TMT group at Mayer Brown in 
Hong Kong, explained: “Given Hong Kong’s high urban 
density and population, current laws in Hong Kong 
regulating drones or other unmanned aircraft systems 
mainly focus on public safety and privacy concerns. As 
such, IP laws and notably copyright laws may not be the 
main focus of drone service companies, drone pilots or 
customers.”  

Copyright infringement: Preventive tips 
Drone service companies should consider the following 
before entering into a contract with drone pilots and 
customers to prevent infringement and breach of 
privacy. 

These tips also address other potential problems 
such as those arising from drone flying activity 
conducted in restricted areas which may cause national 
security concerns and other matters: 

•	 The drone pilot should be more than 18 years 
old, of sound mind and should have passed at 
least their 10th year of school.

•	 Pilots/operators should have an Unmanned 
Aerial Operator’s Permit or a Remote Pilot 
License and must have undergone drone 
piloting training at an organization approved by 
India’s Directorate General of Civil Aviation, or 
the equivalent in other countries, said Narula. 
Nano drone operators flying under 50 feet are 

exempted from having a pilot license. 
•	 The drone has to apply for a Unique Identification 

Number which is equivalent to a vehicle number 
plate, Narula added.

•	 Why use drones? “The drone service companies 
should consider the purposes for which the 
drones are being used to avoid or minimize any 
potential civil or criminal liability,” said Ming.

•	 All agreements should be in writing, broadly-
worded to cover copyright, confidential 
information and trade secrets. Ownership 
rights and duties of each party must be well-
defined.

According to Xiangjing, stipulation of copyright 
ownership depends on different situations.

She explained: “The copyright can be assigned 
to the user if he only gets the drone from a drone 
service company and completes by himself the specific 
shooting, selection and processing of the final works. 
It’s better to arrange that the copyright belongs to 
the drone service company when the company not 
only provides the drone, but also tenders the full set 
of services like shooting, selecting, processing, post 
production on the materials generated by the drone. In 
short, originality is the core factor to be considered in 
copyright assignment agreements.”

“Where any of the parties involved in the actual 
operation of the drone or the entity commissioned to 
provide the drone data intends to retain the copyright 
ownership of the drone data, this must be specifically 
agreed upon,” said Lee. “The ownership may take 
several forms such as joint ownership or a mere 
perpetual license-free right to reproduce and deal with 
the material.”

“It is important to determine whether the drone 
pilot or any other person capturing the works is an 
employee or independent contractor of the drone 
service company, as this will determine who owns the 
copyright in the footage/videos/sound recordings, and 
impacts who has the legal rights to assign or transfer 
the copyright,” said Kennedy. “If the drone service 
company wishes to own the copyright and merely 
allow the customer to use the works, where the drone 
pilot or any other person capturing the works owns 
the copyright, the copyright will have to be assigned in 
writing to the drone service company. In the event that 
the drone service company already owns the copyright, 
the drone service company would have to enter into a 
licensing agreement with the customer.”

•	 In terms of licensing copyright to customers, the 
drone service company must decide whether to 
grant an exclusive or non-exclusive licence to 
the copyright work. 

“An exclusive licence is one where the 
licensee, to the exclusion of all other persons 
including the copyright owner, has a contractual 
right to use the copyrighted work. A non-
exclusive licence grants the licensee the right 

C O V E R  S T O R Y
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to use the copyrighted work but the licensor or 
copyright owner is free to allow any number of 
other licensees to use the same work,” Kennedy 
explained. “There is no requirement that a non-
exclusive licence be in writing or signed, but it 
may be desirable to obtain a signed and written 
licence to ensure that the terms of use are clear 
to both the copyright owner and licensee.”

•	 Elaborate clearly on not just economic rights, 
but on moral rights as well. 

In Malaysia, the author retains moral 
rights to the copyrighted work: the right to 
paternity which is the right to be identified as 
the author, and right to integrity which is the 
right against derogatory treatment of his work. 

“A prudent measure may be for the drone 
service company to procure a waiver from the 
drone pilot from enforcing his moral rights 
to the copyrighted work, although we should 
highlight that waiver of moral rights is not 
specifically provided in the Copyright Act 1987 
and has not been explored by the Malaysian 
courts,” said Low.

•	 The agreement should have a clearly-defined 
indemnification clause to cover incidents 
involving gross negligence, wilful misconduct 
or bad faith; intrusion into a citizen’s privacy; 

legal action arising from necessary permission 
required to fly drones in a particular area or for 
an assignment and other matters and liabilities 
including third party claims.

•	 The company/customer will not be responsible 
for any damage to the drone during assignment 
on account of a ‘bird hit’ or any other objects or 
for any reason whatsoever.  

According to an Insider Intelligence study, the 
drone services market size is projected to grow to 
US$63.6 billion by 2025. 

Enterprise drones have the strongest potential, 
with Insider Intelligence expecting 2.4 million total 
global shipments by 2023. 

The popularity of consumer drones is also going 
up. According to the Federal Aviation Administration, 
there were around 2 million drones used in the United 
States alone by the end of 2019. Of this number, around 
1.3 million were used for recreational purposes. 

People and organizations should start paying 
serious attention to copyright issues, lest they don’t 
mind getting entangled in a legal dispute later on. 
By keeping a close watch on their IP rights, they 
will be protected and their drone flying activities 
will continuously soar in the air, not fall flat on the 
ground. AIP 
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I ntellectual property filings in the Philippines 
have been soaring in recent years. 

Although Covid-19 put a damper on the 
party in 2020 – the year was the first time since the 
establishment of the Intellectual Property Office of 
the Philippines (IPOPHL) in 1998 that the country 
had seen a decrease in filings across all types of IP 
– experts are expecting filings to rebound as the 
country, and the region, begin to develop immunity 
to the coronavirus and become accustomed to the 
“new normal.”

From January to December 2020, applications 
for trademarks contracted by 10 percent year-on-
year to a total of 35,274, and patents declined by 9 
percent to 3,648.

“The sluggish flow of IP applications last 
year, which signify lower commitments to new 
intangible assets, was expected given the economic 
uncertainties subduing investment appetite,” 
IPOPHL Director General Rowel Barba said in a 
statement early this year. “But with the gradual 
opening up of the economy and the anticipated 
vaccine rollout, we hope to see more fresh 
investments in IP assets this year.”

Officials in the Philippines are pointing 
towards the post-financial crisis of 2008 as a 
potential model for a rebound of filings in the 

country. At that time, patenting applications dropped 
immediately following the recession, but experienced 
sharp growth that surpassed pre-global economic crisis 
rates.

“Past global crises have reconstructed industries, 
eliminating the less efficient firms or compelling 
a repurposing amongst them while accentuating 
the competitiveness of the more dynamic and the 
more agile who recover. And historically, those who 
put research and innovation at the center of their 
strategies are those who stand and thrive in the face of 
disruptions,” Barba said in January. “Thus, lower filings 
may signal a redirection of growth paths, favoring the 
highly competitive and innovative, rather than stymied 
innovation,” he said.

Lawyers in Manila note that the Philippine Congress 
has taken steps recently to amend the country’s IP Code 
through three different bills, House Bills (HB) No. 1597, 
8062 and 8620. A working group is expected to receive 
comments from the public and consolidate the three 
bills. Changes under discussion include including 
extending the period of protection from 10 years to 15 
years, increasing criminal penalties and imprisonment 
for IP violations, expanding the organizational structure 
of the IPOPHL from four bureaus to seven bureaus, and 
granting police powers to the IPOPHL covering pirated 
and counterfeit products. 

Philippines

F E A T U R E S
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With this growing interest in intellectual 
property protection in the Philippines, we turned to 
IP professionals in the region in order to understand 
better what clients need today. Asia IP asked a large 
number of professionals – mostly in-house counsel 
and corporate legal managers – what they were looking 
for from their legal service providers. From their 
answers, we have compiled our list of 50 Philippines IP 
Experts, those lawyers who understand just what their 
clients need and are able to provide them with the best 
practical advice. 

Today’s clients are looking for more than just 
a degree from a top-notch university and a couple 
of decades of practice. In order to be an outstanding 
provider of intellectual property advice, a lawyer must 
also be capable of understanding how intellectual 
property impacts the rest of his client’s business, and 
be able to provide practical, real-world, business-savvy 
advice. She must be able to provide sound advice on the 
current law, but also needs to be able to understand 
coming trends which are likely to impact her client’s 
business.

Unlike days past when she might have played just 
a bit role, today’s IP Expert is every bit a full-fledged 
team member.

As our list of the Philippines’ IP Experts began to 
emerge, we were reminded of the importance of home-
grown law firms; in the Philippines, the practice of law 
is limited to those with Filipino citizenship.

It’s no big surprise, of course, that some of the 
country’s largest firms employ some of its best lawyers: 
Angara Abello Concepcion Regala & Cruz, also known 
as ACCRALaw, is home to six different lawyers on our 
list, each of whom is a well-known name across IP law 
in the Philippines: Lila Quirino, Alex “Ferdi” Fider, John 
Paul Gaba, Jose Eduardo T. Genilo, Richmond Lee and 
Victor De Leon. 

Cruz Marcelo & Tenefrancia placed four lawyers 
on the list, while six firms each placed three lawyers 
on the list: Bengzon Negre Untalen, Betita Cabilao 
Casuela Sarmiento, Castillo Laman Tan Pantaleon & 
San Jose, Quisumbing Torres, SyCip Salazar Hernandez 
& Gatmaitan and Villaraza & Angangco. 

Most of the lawyers named to our list have multiple 
practice specialties. Many of them are litigators, while 
others concentrate on prosecution work or provide 
strategic advice. 

All of them have something in common: they are 
experts in their fields and, in one way or another, they 
provide extra value for their clients. They are Asia IP’s 
Philippines IP Experts. AIP
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Extended biographies of lawyers highlighted above appear on Pages 14-16

PHILIPPINES IP EXPERTS TOP 50
NAME FIRM PATENTS TRADEMARKS COPYRIGHT ENFORCEMENT LICENSING & 

FRANCHISING
MEDIA & 

ENTERTAINMENT
IT & 

TELECOMS
PHARMA 

& BIOTECH
IP 

LITIGATION
Alonzo Ancheta Quasha Ancheta Peña & Nolasco a a a a
Enrico Astudillo EB Astudillo & Associates a
Edmund Baranda Baranda & Associates a a a a
Anthony D. Bengzon Bengzon Negre Untalen a a a a a
Andre Philippe G. Betita Betita Cabilao Casuela Sarmiento a a a
Antonio Bucoy Bucoy Poblador & Associates a a
Neptali Bulilan Sapalo Velez Bundang & Bulilan a a
Patricia A.O. Bunye Cruz Marcelo & Tenefrancia a a a
John Cabilao Betita Cabilao Casuela Sarmiento a a a a
Cecile Margaret E. 
Caro-Selvaggio

SyCip Salazar Hernandez & 
Gatmaitan a

Pericles Jose Conrado R. 
Casuela Betita Cabilao Casuela Sarmiento a a a

Claire Corral Baranda & Associates a

Celso Cruz Siguion Reyna, Montecillo & 
Ongsiako a

Ma Sophia Editha 
Cruz-Abrenica Villaraza & Angangco a

Brigitte da Costa-Villaluz Poblador Bautista & Reyes a

Victor N. De Leon Angara Abello Concepcion 
Regala & Cruz a a

Katrina Doble Villaraza & Angangco a
Ramon Esguerra Esguerra & Blanco a a a
Mila Federis Federis & Associates a a a a a

Alex Ferdinand Fider Angara Abello Concepcion 
Regala & Cruz a a a a

John Paul M. Gaba Angara Abello Concepcion 
Regala & Cruz a a a a

Jose Eduardo T. Genilo Angara Abello Concepcion 
Regala & Cruz a a a

Maria Theresa C. 
Gonzales Veralaw a

Editha Hechanova Hechanova Group a a a a
Divina Pastora V. 
Ilas-Panganiban Quisumbing Torres a a a a a a

Noel Laman Castillo Laman Tan Pantaleon 
& San Jose a a

Richmond Lee Angara Abello Concepcion 
Regala & Cruz a a a a

Emilia M. Lorenzo Mirandah Asia a

Dina Lucenario Castillo Laman Tan Pantaleon 
& San Jose a a

Enrique T. Manuel SyCip Salazar Hernandez 
& Gatmaitan a a a a

Bienvenido A. Marquez III Quisumbing Torres a a a
Reena C. Mitra-Ventanilla Quisumbing Torres a
Rowanie A. Nakan Cruz Marcelo & Tenefrancia a
Ferdinand Negre Bengzon Negre Untalen a a a a

Rogelio Nicandro Romulo Mabanta Buenaventura 
Sayoc & De Los Angeles a a a a

Vida M. Panganiban 
Alindogan

SyCip Salazar Hernandez 
& Gatmaitan a a a

Divina Gracia E. Pedron Cruz Marcelo & Tenefrancia a

Anthony B. Peralta Calleja Peralta Jiminez San Luis 
Uy & Ulibas a

Ray Anthony O. Pinoy Castillo Laman Tan Pantaleon 
& San Jose a

Aleli Angela G. Quirino Angara Abello Concepcion 
Regala & Cruz a a a

Gilbert Raymund Reyes Poblador Bautista & Reyes a a a a a
Regina Reyes-Rara MarksPro a a

Augusto S. San Pedro Platon Martinez Flores San Pedro 
& Leaño a

Ignacio S. Sapalo Sapalo Velez Bundang & Bulilan a a
Bienvenido I. Somera Jr. Villaraza & Angangco a a a a
Michael Untalan Bengzon Negre Untalen a

Wilma M. Valdemoro Cua Romulo Mabanta Buenaventura 
Sayoc & De Los Angeles a

Susan D. Villanueva Cruz Marcelo & Tenefrancia a a a

Maria Trinidad Villareal Carag Jamora Somera and 
Villareal a a

Carlos Paulo Villaruz Esguerra & Blanco a
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The Philippines’ IP Experts is based solely on independent 

editorial research conducted by Asia IP. As part of this project, 

we turned to thousands of in-house counsel in the Philippines, 

Asia and elsewhere and around the world, as well as Philippines-

focused partners at international law firms, and asked them 

to nominate private-practice lawyers including foreign legal 

consultants, advisers and counsel. 

The final list reflects the nominations received combined 

with the input of editorial team at Asia IP, which has more 

than 40 years of collective experience in researching and 

understanding the Philippines’ legal market.

All private practice intellectual property lawyers in 

the Philippines were eligible for inclusion in the nominations 

process; there were no fees or any other requirements for 

inclusion in the process.

The names of our 50 IP Experts are published here. Each 

IP Expert was given the opportunity to include their biography 

and contact details in print and on our website, for which a fee 

was charged.  AIP
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BULILAN, NEPTALI L.  
SENIOR PARTNER

SAPALO VELEZ BUNDANG & BULILAN LAW OFFICES
11th Floor, Security Bank Centre, 6776 Ayala Avenue, 
Makati City 1200 Philippines
T: (632) 891 1316 to 19
F: (632) 891 1198
E: info@sapalovelez.com 
W: www.sapalovelez.com

Nep, is a Senior Partner of Sapalo Velez Bundang and 
Bulilan law offices. He is a licensed mechanical engineer, a 
certified patent valuation analyst (CPVA) and a lawyer. Nep 
has   31 years of experience focusing on patent, trademark 
and copyright matters. He also handles plant variety 
applications, patent valuation, including Freedom To 
Operate search and opinion, technology transfer licensing 
and other related matters. 

Nep is a former patent examiner and Hearing Officer of the 
Intellectual Property Office of the Philippines. Presently, 
he heads the firm’s Intellectual Property Department 
and has represented both foreign and local clienteles 
engaged in renewable energy, transportation industry, 
pharmaceuticals, agri-chemicals, building construction 
and heating and ventilation technology. He has also 
assisted the Department of Science and Technology (DOST) 
in obtaining patents for the various technologies generated 

by the research institutions.   He is one of the founders 
of the Philippine Association of Certified Patent Agents 
(PACPA); former Vice-president for Internal Affairs of the 
Philippine Society of Mechanical Engineers (PSME), and a 
foreign member of the American Intellectual Property Law 
Association (AIPLA). He has completed relevant training 
courses conducted by the World Intellectual Property 
Organization ( WIPO), European Patent Office, Australian 
Patent Office, Japanese Patent Office and the Center 
for International Intellectual Property Studies ( CEIPI) in 
Strasbourg, France. 

An active Rotarian, Nep was the past president of the 
Rotary Club of Marikina North, and Assistant Governor 
of Rotary International District 3800. He was listed as IP 
Stars, four times in Patents and Trademarks filing and 
prosecution as well as Strategy and Counseling.

PATENTS
TRADEMARKS

F E A T U R E S

DE LEON, VICTOR N.
PARTNER

Angara Abello Concepcion Regala & Cruz
22/F, ACCRALAW Tower, 2nd Avenue corner 30th 
Street, Crescent Park West, Bonifacio Global City, 1635 
Taguig, Metro Manila, Philippines
T: (632) 8830-8000
F: (632) 8403-7007; (632) 8403-7009
E: vndeleon@accralaw.com
W: www.accralaw.com

Mr. de Leon advises clients on all aspects of intellectual 
property, from registration to enforcement of intellectual 
property rights. He assists various local and foreign 
clients in prosecuting trademark applications, maintaining 
trademark portfolios, conducting intellectual property 
due diligence, and filing/prosecuting enforcement actions 
before administrative tribunals and regular courts.
He has handled significant transactions where he:
• assisted a famous U.S. fast food restaurant chain 

before the Supreme Court in successfully prosecuting 
an infringement/unfair competition case against a 
local company, as well as a trademark opposition case 
against another local fast entity seeking to register a 
confusingly similar mark

• assisted a European footwear company in protecting its 
trademark in the country by successfully prosecuting a 
cancellation case against a local company that was able 
to register the former’s trademark

• assisted a Japanese footwear company in securing a 

conviction against a seller of counterfeit goods

Mr. de Leon co-authored the article, “Survey Evidence 
in Trademark Cases : Admissibility and Weight” , which 
was published in the Integrated Bar of the Philippines 
Law Journal in 2001. Mr. de Leon serves as one of the 
Firm’s representatives to the Association Internationale 
pour la Protection de la Propriete Intellectuelle (AIPPI). 
He has likewise represented the Firm at the Asian Patent 
Attorneys Association (APAA) and the International 
Trademark Association (INTA). He is a member of the 
Intellectual Property Association of the Philippines (IPAP) 
and is presently a director and treasurer of the Licensing 
Executives Society Philippines (LESP). Mr. De Leon was 
identified in The Legal 500 Asia Pacific 2021 Editorial as 
a recommended lawyer in the practice area of Intellectual 
Property. He was admitted to the Philippine Bar in 1999 and 
is a member of the Quezon City Chapter of the Integrated 
Bar of the Philippines.

TRADEMARKS 
ENFORCEMENT
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FIDER, ALEX FERDINAND
SENIOR PARTNER, IP DEPARTMENT HEAD

Angara Abello Concepcion Regala & Cruz
22/F, ACCRALAW Tower, 2nd Avenue corner 30th 
Street, Crescent Park West, Bonifacio Global City, 1635 
Taguig, Metro Manila, Philippines
T: (632) 8830-8000
F: (632) 8403-7007; (632) 8403-7009
E: asfider@accralaw.com
W: www.accralaw.com

Alex Ferdinand S. Fider is the Head of the Intellectual 
Property Department of the Angara Abello Concepcion 
Regala & Cruz L:aw Offices (ACCRALAW).

Mr. Fider obtained his Master of Laws (1990) from Queen 
Mary and Westfield College, University of London.  He 
received his Bachelor of Laws (1986) from the University 
of the Philippines.

He assists foreign and local clients, including the EC-ASEAN 
Intellectual Property Cooperation Program (ECAP II), the 
Japan Export Trade Organization and the International Rice 
Research Institute on matters involving IP rights in the 
Philippines.

His academic publications include the Philippine chapter 
of five authoritative textbooks published by Kluwer Law 
International (London) as part of the Max Planck Series on 

Asian Intellectual Property Law and the Applied Research 
Center for Intellectual Assets and the Law in Asia, 
Singapore Management University.  

He teaches courses on Intellectual Property Law in the 
University of the Philippines and the De La Salle University.

He holds key positions in several institutions such as the 
Asian Patent Attorneys Association (APAA) Advisory Group, 
the Intellectual Property Association of the Philippines and 
the Chevening Alumni Foundation of the Philippines, Inc.

In 2020, Mr. Fider was again recognized as a top 100 lawyer 
in the Philippines by the Asian Law Business Journal. He 
is also cited as a leading Philippine IP lawyer  in various 
publications including Asia IP, Chambers and Partners, 
The Legal 500 Asia Pacific, the Asia Law Profiles and 
Managing IP. 

PATENTS TRADEMARKS 
ENFORCEMENT 

PHARMA & BIOTECH

GABA, JOHN PAUL M. 
PARTNER

Angara Abello Concepcion Regala & Cruz
22/F, ACCRALAW Tower, 2nd Avenue corner 30th 
Street, Crescent Park West, Bonifacio Global City, 1635 
Taguig, Metro Manila, Philippines
T: (632) 8830-8000
F: (632) 8403-7007; (632) 8403-7009
E: jmgaba@accralaw.com
W: www.accralaw.com

John Paul Gaba, or JP, is a Partner of the Angara Abello Con-
cepcion Regala & Cruz Law Offices (ACCRALAW).  His primary 
practice areas are Intellectual Property Law, E-Commerce and 
Cyberspace/IT Law, and Data Protection/Privacy and Informa-
tional Privacy. Mr. Gaba graduated from the University of the 
Philippines with a Bachelor of Arts degree in Public Admin-
istration, cum laude, in 1998.  He completed his Bachelor of 
Laws degree from the same university in 2002. Mr. Gaba has 
published several chapters and articles, including: the Philip-
pine chapter of the book “International Copyright Law; A Prac-
tical Global Guide” published by Global Law and Business of 
U.K. (2013); the “Philippine Chapter of the PLC Cross-Border 
Data Protection Handbook 2010/2011” published by Practical 
Law PLC (U.K.); A Survey of Philippine Supreme Court Cases 
On Electronic Evidence” featured in CHIMO Magazine of the Ca-
nadian Chamber of Commerce in the Philippines, among oth-
ers. Mr. Gaba also co-authored a legal research study entitled 
“Old Laws, New Crimes?: A Framework For Cybercrime Legis-
lation In The Philippines” which won the 2002 Prof. Maria Clara 
L. Campos Award for Best Paper in Commercial Law (Univer-
sity of the Philippines, College of Law). Mr. Gaba has also giv-
en lectures on various topics related to Intellectual Property 

protection, cyberspace law, cybercrimes, electronic evidence, 
and data protection, data security, and information privacy in 
Continuing Legal Education courses offered in the Philippines. 
He has also served as Panelist and Moderator in a number of 
seminars and workshops for various topics concerning soft-
ware protection, IP best practices, and technology commer-
cialization strategies.  He is currently appointed to the Corps 
of Professors of the Philippine Judicial Academy – the edu-
cational/training arm of the Supreme Court of the Philippines 
– and conducts lectures for aspiring and current members of 
the judiciary on the same topics. He is currently one of the 
Philippine Councilors of the ASEAN Intellectual Property Asso-
ciation, and the incoming President of the Intellectual Property 
Alumni Association, Inc..  He is also a member of the Asian 
Patent Attorneys Association, the International Association of 
Privacy Professionals, the Intellectual Property Association of 
the Philippines, and the Philippine Chamber of Commerce & 
Industry – Quezon City Chapter.  Mr. Gaba is currently a Regu-
lar Member of the Philippine Supreme Court Subcommittee on 
E-Commerce and a Regular Resource Person of the Philippine 
Supreme Court Subcommittee on Notaries Public, with focus 
on electronic notarization.

 TRADEMARKS 
COPYRIGHT 

LICENSING & FRANCHISING
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GENILO, JOSE EDUARDO T.
PARTNER

Angara Abello Concepcion Regala & Cruz
22/F, ACCRALAW Tower, 2nd Avenue corner 30th 
Street, Crescent Park West, Bonifacio Global City, 1635 
Taguig, Metro Manila, Philippines
T: (632) 8830-8000
F: (632) 8403-7007; (632) 8403-7009
E: jetgenilo@accralaw.com
W: www.accralaw.com

Having started and built his career primarily in IP Law 
practice has enabled him to confidently and effectively 
handle a vast range of IP work for clients from IP protection, 
commercialization and enforcement, among others.  He 
has rendered extensive and comprehensive work on 
patents from prior art searches, freedom to operate 
opinions, drafting of specification and claims, prosecuting 
patent applications, licensing and enforcement. It might 
be worth to note that apart from his law degree, he is an 
engineering graduate and a qualified patent agent, earning 
the recognition of being one of the top passers of the 
patent agent examination conducted by the Philippine IP 
Office in 2007; these have allowed him to work on patent 
matters with much ease and reliability. He has successfully 
obtained and enforced civil and criminal search warrants 
and represented clients with respect to applications for 
temporary restraining orders and infringement litigation 
cases. With his and ACCRA’s track record in IP enforcement, 
many clients have entrusted their patent litigation cases 
some of which include biologic and other pharmaceutical 

patents, product patents and computer implemented 
devices. Apart from obtaining registrations from the 
Philippine IP Office, he has also assisted clients in their 
licensing, franchising, and litigation concerns involving 
trademarks and copyrights. For trademark and copyright 
litigation, he has successfully obtained convictions and 
judicial decisions or compromise agreements favorable to 
the client. He has also represented clients in cybercrime 
and online commerce related cases, preservation and 
investigation of electronic evidence, cases with a multi-
jurisdictional aspect, and affirmation of well-known status 
for trademarks. He also teaches remedial law and civil 
law, which gives him unique perspectives in handling 
the licensing and litigation concerns of clients. He also 
regularly lectures on various topics, locally and abroad, 
such as cybercrime, patent drafting, patent prosecution, 
freedom to operate and IP litigation. He has also authored 
several local and international publications on IP matters, 
such as patent and competition laws, pharmaceutical 
trademarks, and patents fostering creative destruction.

PATENTS 
TRADEMARKS 

ENFORCEMENT 

F E A T U R E S

HECHANOVA, EDITHA R. 
PRESIDENT/MANAGING PARTNER

HECHANOVA Group (Hechanova & Co., Inc./
Hechanova Bugay Vilchez & Andaya-Racadio)
GF Salustiana D. Ty Tower, 104 Paseo de Roxas Avenue
Makati City 1226, Philippines
T: (063) 2 8812-6561
F: (063) 2 8888-4290
E: editharh@hechanova.com.ph 
W: www.hechanova.com.ph

Atty. Editha R. Hechanova leads the HECHANOVA Group’s 
intellectual property law practice. The HECHANOVA Group is made 
up of Hechanova & Co., Inc. an intellectual property consulting firm 
handling trademark and patent prosecution, copyright and domain 
name registrations, product registration, management, valuation, 
searches, and other non-contentious aspect of intellectual 
property, where she is President/CEO. The contentious IP practice 
is handled by the other member firm, Hechanova Bugay Vilchez 
& Andaya-Racadio law offices which specialize in enforcement, 
litigation, alternative dispute resolution, licensing  corporate, 
immigration law and taxation.  Editha graduated from the 
University of the East with a business degree, major in Accounting, 
magna cum laude. She is a Certified Public Accountant. She 
obtained her law degree from the Ateneo de Manila University, and 
a Certificate in Strategic Business Economics from the University 
of Asia and the Pacific.  Editha is an accredited mediator of the 
Court of Appeals and Intellectual Property Office of the Philippines 
(IPOPHL)/WIPO, and arbitrator.  She is a Certified Patent Valuation 
Analyst (CPVA) by the Business Development Academy based 
in New Jersey, USA.   She passed the Patent Agent Qualifying 
Examination (PAQE) in 2008 conducted by the IPOPHL, and is 
currently the president of the Association of PAQE Professionals, 

Inc. consisting of PAQE passers.  She is an alumna of the South East 
Asia Patent Drafting Course (SEAD) conducted by the Federation 
des Conseils en Propriete Intellectuelle (FICPI), an international 
organization of patent and IP practitioners.   She is currently the 
Vice-President of the IP Collegium, an organization of IP experts 
mainly in the ASEAN region, India and Brazil, sponsored by the 
Japan Institute for Promoting Invention and Innovation (JIPII).

She has been cited as Leading Lawyer in the field of Intellectual 
Property Law in the Philippines by the AsiaLaw Magazine, from 
2002 to 2020, and Who’s Who Legal Trademarks 2012, to 2020, 
and an MIP IP Star. She has been cited by the Asia Business Law 
Journal as one of the Top 100 Lawyers in the Philippines from 
2018-2020.  Hechanova & Co., Inc. has been top patent filer and 
trademark filer from 2010 to 2020 according to the IPOPHL. The 
Hechanova Group has been recognized as the  Philippines Patent 
Firm of the Year for the 2020 Asia IP Awards.  In 2019, it was 
awarded the Philippines Copyright Firm of the Year, and in 2017, 
the Philippines Trademark Firm of the Year. She has led several 
enforcement actions against counterfeiters and infringers and is a 
member of the INTA Anti-Counterfeiting Committee (EAP),  and its 
Customs Project Team. 

PATENTS
TRADEMARKS

COPYRIGHT
ENFORCEMENT
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LEE, RICHMOND
PARTNER

Angara Abello Concepcion Regala & Cruz
22/F, ACCRALAW Tower, 2nd Avenue corner 30th 
Street, Crescent Park West, Bonifacio Global City, 1635 
Taguig, Metro Manila, Philippines
T: (632) 8830-8000
F: (632) 8403-7007; (632) 8403-7009
E: rklee@accralaw.com
W: www.accralaw.com

Richmond Lee is a partner of the Angara Abello Concepcion 
Regala & Cruz Law Offices (ACCRALAW) and the monitor of 
its Intellectual Property Department. He is an engineer and 
an attorney-at-law.

Richmond focuses his practice on assisting clients register, 
maintain, and enforce their patents and trademarks. He 
advocates for clients before the Bureau of Legal Affairs of 
the Intellectual Property Office and the judicial courts. 

His experience in transactional work includes brand 
licensing, technology transfer transactions, and IP due 
diligence. Richmond also counsels clients on intellectual 
property strategy, portfolio management, and brand-
protection programs. 

He services clients in the pharmaceuticals, electronics, 
hospitality, consumer products, food, online gaming, and 
automotive industries on trademark, design, and patent 
matters.

Richmond is an internationally recognized IP counsel, 
having been named an “IP Expert” by AsiaIP; an “IP Star” 
by Managing IP; and consistently recognized by Chambers 
Asia Pacific and IAM Patent 1000 as a leading IP and patent 
practitioner. 

Richmond received his B.S. degree in Industrial Engineering 
with a minor in Mechanical Engineering from De La Salle 
University in 1999. He received his Bachelor of Laws 
degree from San Beda College in 2003 and was admitted to 
the Philippine Bar in 2004. He is a member of the Patents 
Committee of the Asian Patent Attorneys Association. 

PATENTS 
TRADEMARKS 

COPYRIGHT 
IP LITIGATION

PERALTA, ANTOHNY B.
SENIOR PARTNER

Calleja Peralta Jimenez San Luis Uy & Ulibas 
(Calleja Law Office)
2904-C West Tower I Philippine Stock Exchange 
Center, Exchange Road, Ortigas Center, Pasig City 
1605, PHILIPPINES
T: +632 8633-6113 • F: +632 8635-5786
E: abp@callejalaw.com • W: www.callejalaw.com

Anthony Peralta is Senior Partner at CALLEJA PERALTA JIMENEZ 
SAN LUIS UY & ULIBAS. He heads the Corporate Practice group 
of his law firm. He handles intellectual property litigation and 
arbitration on a range of technologies. He has assisted in the 
structuring of settlement agreements for technology, intellectual 
property and privacy cases. He has represented companies in 
negotiating and drafting software, hardware, internet and other 
information technology transactions. He has negotiated and 
drafted outsourcing, external service provider agreements, web-
based services and online subscriber agreements, including 
business process outsourcing agreements. He has handled and 
incorporated many joint ventures between foreign and domestic 
corporations engaged in power generation, fast-food/restaurant 
services, wholesale retailing, manufacturing, information 
technology and transport vehicle production.  He handled the 
acquisition by the leading consumer paper corporation of the local 
operations of its rival company and the due diligence in relation 
to the possible acquisition by the same company of another 
takeover target. He also handled the initial public offerings for the 
leading electrical distribution company, the leading broadcasting 
company and two real estate development companies as well as 
the international offering of the leading gold mining company. He 
has appeared in various cases involving intra-corporate disputes, 
insolvency, corporate rehabilitation, disputed tax assessments, 
unfair competition, trademark and patent infringement. He 

was a private prosecutor in the Impeachment Case of former 
Pres. Joseph Estrada as well as in his Plunder Case before the 
Sandiganbayan. He recently argued before the Supreme Court in 
a case involving the foreign ownership issue in Philippine Long 
Distance Telephone Company. He is a member of the Asian Patent 
Attorneys Association, Intellectual Property Association of the 
Philippines, International Trademark Association, Integrated Bar of 
the Philippines (Rizal); Intellectual Property Professors Association, 
and the Country Representative of the Information Technology Law 
Association (ITECH Law). He is also a Director and past President 
of the Licensing Executives Society Philippines (2017-2019), and 
the Past President of the Intellectual Property Alumni Association. 
He is currently a law professor and the Associate Dean at De La 
Salle University College of Law. As a law professor, he has taught 
Corporation Law, Credit Transactions, Intellectual Property, Land 
Titles and Deeds, Legal Writing, and Mergers and Acquisitions. 
Since 2004, Mr. Peralta has been consistently cited in the Asia 
Pacific Legal 500, Asia Law Practice and Who Legal for his work 
in the Corporate/Mergers &amp; Acquisitions, Intellectual Property 
and Information Technology practice areas.  On January 7, 2014, 
he was awarded with the Ricardo J. Romulo Professorial Chair for 
Commercial Law. He was a Bar Lecturer in Commercial Law in 2018 
at DLSU College of Law. He was accorded an Honorary Membership 
by the Association of Fellows and Legal Scholars of the Center for 
International Studies based in Vienna, Austria in 2001

IT & TELECOMS

F E A T U R E S
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QUIRINO, ANGELA G.
OF COUNSEL

Angara Abello Concepcion Regala & Cruz
22/F, ACCRALAW Tower, 2nd Avenue corner 30th 
Street, Crescent Park West, Bonifacio Global City, 1635 
Taguig, Metro Manila, Philippines
T: (632) 8830-8000
F: (632) 8403-7007; (632) 8403-7009
E: agquirino@accralaw.com
W: www.accralaw.com

Ms. Quirino specializes in intellectual property, licensing 
and franchising, trademarks, copyrights, and patents.
In 2018, she was considered as a Senior Statesman 
for Intellectual Property by Chambers Asia-Pacific and 
Chambers & Partners. Ms. Quirino wrote a number of legal 
articles, including the Philippine chapters of:

• International Copyright Law A Practical Global Guide” 
  published by Global Law and Business of U.K. in 2013; and,
•The PLC Cross-Border Data Protection Handbook” 
  published by Practical Law PLC of U.K. in 2011.

Ms. Quirino held key positions in various associations such 
as the ASEAN Law Association, the ASEAN-Intellectual 
Property Association (President and Councilor), the 
Asian Patent Attorneys Association (Vice-President and 
Councilor), Association Internationale pour la Protection 
de Propriete Industrielle (Exco), the Intellectual Property 
Association of the Philippines (President), and the 

Intellectual Property Foundation, Inc. (Treasurer). She also 
serves as director and officer of various corporations.

Aleli Angela G. Quirino serves as an inspiring story for 
women to continue striving for excellence at whatever 
stage they are in life.  Despite having joined the legal 
industry at the age of 40, she was made Partner at the Firm 
in just five (5) years and is a key figure in the establishment 
of the Intellectual Property Department at ACCRALAW. 
The IP practice, not as active as it is today, started as a 
part of an administrative department that handled special 
projects. She believed and strongly advocated that it was 
only a matter of time that the IP Practice will significantly 
grow and will need the manpower and administrative 
support given a full-blow division. Ms. Quirino has served 
as the Head of the Firm’s IP Practice Department from 
1992 to 2007. Ms. Quirino was admitted to the Philippine 
Bar in 1985 and is a member of the Makati City Chapter of 
the Integrated Bar of the Philippines.

TRADEMARKS 
COPYRIGHT 

LICENSING & FRANCHISING
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F E A T U R E S

SAPALO, IGNACIO S.  
MANAGING PARTNER 

SAPALO VELEZ BUNDANG & BULILAN LAW OFFICES
11th Floor, Security Bank Centre, 6776 Ayala Avenue, 
Makati City 1200 Philippines
T: (632) 891 1316 to 19
F: (632) 891 1198
E: info@sapalovelez.com 
W: www.sapalovelez.com

Ignacio S. Sapalo obtained his Bachelor of Science 
(major in engineering) in 1963 from Ateneo de Manila 
and his Bachelor of Laws in 1967 from the same school.

He was appointed Director of the Bureau of Patents, 
Trademarks and Technology Transfer (1987-1996), 
during which he led the group that crafted the 1998 
Intellectual Property Code of the Philippines, Author 
of “Background Reading Material on the Intellectual 
Property System of the Philippines” (WIPO, 1994). He is 
a Professor of Intellectual Property at the Ateneo School 
of Law since 1991 up to the present and at the Jose 
Rizal University since 2016.  He is the Pre-Bar Reviewer 
of Intellectual Property Law since 1994 also at Ateneo 
School of Law.  

He is the founder and President of the Intellectual 
Property Foundation, President of IPROBE, INC. (an 
intellectual property investigation and consulting firm).  
He is a member of the Associacion de Internationale 
Pour la Protection De La Propriete Industrielle, the 
Asian Patent Attorney’s Association, and the Intellectual 
Property Association of the Philippines.

Together with Eugene A. Tan, he established Tan & 
Sapalo Law Offices in 1976. At present, he is the 
Managing Partner of Sapalo Velez Bundang and Bulilan 
Law Offices (SVBB).  

PATENTS
TRADEMARKS
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C ompared to the Trump administration, the new 
administration of President Joe Biden is much 
gentler when making remarks on China. Will 

this bring relations between the two superpowers 
back on track again? Jason Yao, a partner at Wanhuida 
Intellectual Property in Shenzhen, thinks so – but with 
a catch.

“I believe the Biden administration will have 
new dialogues with the Chinese government on 
trade and IP policy in a different style than the 
Trump administration,” Yao told Asia IP. “The Biden 
administration will very likely request China to have 
more systematic reforms to the economy as well as 
to IP legislation and enforcement. There will be less 
dramatic disruptions during talks and negotiations, 
but the requests from the US may be even tougher for 
China to accept.”

China and the Trump administration were frequently 
at odds. Lawyers say that recent improvements to the 

country’s IP regime could go far in China's relationship with 
Joe Biden. Johnny Chan reports.

CHINA HOPES NEW IP 
COURTS, PATENT LAW 

BOOST ITS GLOBAL 
STANDING 

F E A T U R E S

All rise
After IP courts were established in Beijing, Shanghai 
and Guangzhou and allowed to settle in a bit, China 
opened its fourth IP court in early 2021, this one at 
the Hainan Free Trade Port in southern China. The 
Hainan FTP was chosen for the new IP court because 
of a series of changes to the free trade port’s legal and 
tax systems, summarized in the master plan as “zero-
tariffs, low tax rates, a simplified tax system and an 
enhanced legal system” which the country believes will 
make the Hainan FTP a globally significant free trade 
port by 2050.

The country’s IP courts, generally, have proven 
popular and judged successful by most stakeholders. 
“By continuing to modernize the adjudication system 
and capacity, courts have enabled the delivery of 
efficient and effective judicial services as well as 
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safeguards to underpin the country’s innovation-
driven development and the creation of a pro-business 
environment,” says Tao Li, deputy manager of the 
legal affairs department at China Patent Agent (H.K.) 
in Beijing. “Establishing IP courts by the central 
government is one of the most important measures.”

The IP courts date back to August 31, 2014, 
when the 12th National People’s Congress Standing 
Committee adopted the Decision on Establishing IP 
courts in Beijing, Shanghai and Guangzhou. In the same 
year, the Beijing, Shanghai and Guangzhou IP courts 
were each established consecutively, which began the 
preliminary exploration of a specialized IP adjudication 
system with distinctive Chinese characteristics.

Since 2017, about 20 IP tribunals have been 
successively established in places like Nanjing, Suzhou, 
Wuhan, Chengdu, Hangzhou, Ningbo and other major 
cities. They have centralized jurisdiction over IP cases 
(e.g., patent cases across the administrative regions 
within a province and concentrated superior trial 
resources).

On October 19, 2018, the Central Committee 
approved the IP Court of the Supreme People’s Court. 
On January 1, 2019, that court was unveiled and the 
appeal adjudication mechanism for IP cases at the 
national level came into being. The court mainly 
hears appeal cases with strong technical backgrounds 
nationwide (e.g., invention and utility model patents, 
plant varieties, layout design of integrated circuits, 
technical know-how, software and monopoly). 

“It is the first institution in the world to hear 
second instance technical IP cases nationwide at the 
highest judicial level,” Li says. “It is a great institutional 
innovation with Chinese characteristics and a 
milestone in the history of judicial protection of IP in 
China.”

The IP courts currently cover all regions of the 
country at all levels. The Supreme Court, High Courts, 
200-plus intermediate courts and 160-plus basic-level 
courts all have IP tribunals. 

The IP courts and tribunals have brought 
significant improvements to many aspects of IP 
enforcement, with one in particular being the 
unification and standardization of the adjudication 
criteria. “In China, judicial relief of patent validity 
confirmation and patent infringement litigation in 
their first instance are likely to be handled by different 
courts and jurisdictions. Thus, their appeals in the 
second instance shall be heard by different high courts, 
such that their adjudication criteria are likely to be 
inconsistent,” Li says. “The IP courts or tribunals are 
to solve problems, achieve seamless docking of two 
major litigation proceedings and their adjudication 
standards, unify the adjudication criteria, improve the 
trial quality and efficiency, strengthen the protection 
level and enhance the credibility of the judiciary.”

For example, as a permanent judicial organ 
dispatched by the Supreme Court, the IP Court of the 
Supreme Court is responsible for hearing patent and 
other technical cases, he says. “In judicial practices, the 

institutional advantages of the IP court of the Supreme 
Court mainly lie in: 

1) It improves the quality and efficiency of the 
trial. With the implementation of the so-called ‘leap 
appeal’ system, every technical IP case can be tried by 
the Supreme Court for the second instance and the 
time, money and procedure for the parties to obtain 
the substantive final judgment are saved; and

2) It coordinates trial resources. The IP Court of 
the Supreme Court makes full use of the advantages 
of centralized and unified jurisdiction of the second 
instance of technical IP cases, and actively increases the 
overall coordination of technical IP cases nationwide, 
which has played a positive role in promoting the 
standardization of adjudication standards of technical 
IP cases.”

The IP Court of the Supreme Court has given full 
play to the advantages of centralized jurisdiction of the 
second instance of technical IP cases, which created a 
number of benchmark cases with social influence and 
the value of unified standards of law application – and 
played an exemplary role, he adds. “In 2019, the IP 
Court of the Supreme Court tried cases in medicine, 
communications, animal genes, network cables, 
large machinery, intelligent input method, computer 
software and other high-tech fields. Through making 
full use of the adjudication function for technical 
IP, the IP Court of the Supreme Court gave timely 
judicial relief to IP owners and created an incentive for 
innovation.”

Copycats
Plagiarism among films and novels remains too 
common in China – “a very striking problem,” says 
Xiangjing Luo, a partner at Jiadong IP Law Firm in 
Beijing.

“In recent years, there have been many big 
copyright infringing events that have brought heated 
discussions in the industries of films, novels, scripts 
and neighbouring works. People are induced by those 
events to think deeper about creativity and copyright. 
The end of 2020 actually saw two famous writers and 
producers, Jingming Guo and Zheng Yu, apologizing 
for their previous plagiarism via social media, which 
aroused a new round of attention.” 

Three factors actually make plagiarism such a big 
problem in China, with the first being that the distinction 
between reasonable reference and plagiarism is too 
blurred. “Identification of plagiarism is difficult, at all 
times and in all countries,” Luo says. “Generally, the 
creation of a novel or film needs to inherit and draw on 
others’ creativity and expression. But if the proportion 
of inheritance and reference is unreasonably large, or 
the way of inheritance and reference is wrong, it may 
constitute plagiarism. The line is so ambiguous that 
people in China still have many different views on this 
subject, and are far from unanimous.”

Second, the awareness of copyright has increased 
and tolerance of plagiarism has decreased. “China’s 
modern copyright system was established in 1991 and 

F E A T U R E S
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"Well-known trademark 
protection is an 

international obligation 
in our country. Countries 

around the world are 
increasing the 

protection degree 
of well-known 
trademarks."

—BIN ZHANG, attorney at law, 
CCPIT Patent & Trademark Law 

Office, Beijing
"The Biden 

administration 
will very likely 
request China 
to have more 

systematic 
reforms to the 

economy as well 
as to IP legislation 
and enforcement. 
There will be less 

dramatic disruptions 
during talks and 

negotiations, but the 
requests from the US 

may be even tougher for 
China to accept."

—JASON YAO, partner, Wanhuida 
Intellectual Property, Shenzhen

"By continuing 
to modernize 

the adjudication 
system and capacity, courts have 
enabled the delivery of efficient 

and effective judicial services as 
well as safeguards to underpin 

the country’s innovation-
driven development and the 

creation of a pro-business 
environment."

—TAO LI, deputy manager, legal affairs department, 
China Patent Agent (H.K.), Beijing 

"In the past decade, 
the internet generation 

has come of age and 
has more respect 
for originality as 
well as stronger 

willingness to pay 
for creative works 

– their criticism 
against plagiarized 

works online 
could also make 

an impression that 
plagiarism is far too 

common."
—XIANGJING LUO, partner, 

Jiadong IP Law Firm, Beijing

"Drafts of the regulations indicate 
that generic companies wouldn’t 
need to notify patentees of their 

marketing authorization applications, 
meaning that patentees would 

need to monitor a platform 
where generics’ marketing 

authorization applications are 
published and act quickly to file 

infringement claims within 45 
days of the publication."

—ANDREW COBDEN, counsel, Hogan Lovells, Hong Kong

"We expect the local 
Chinese internet and 
mobile phone giants 

will have already 
started to build their GUI 

design portfolios since 
January 1, 2021. These 

tech giants will hope to 
file partial design 
patents on June 

1, 2021, and claim 
earlier priority date of 

January 1, 2021."
—SHUWEI TANG, patent attorney, 

Deacons, Hong Kong
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after 30 years, awareness has been strengthened,” 
she says. “Especially in the past decade, the internet 
generation has come of age and has more respect for 
originality as well as stronger willingness to pay for 
creative works – their criticism against plagiarized 
works online could also make an impression that 
plagiarism is far too common.”

Third, there are tendencies to seek unjust profit in 
this grey area, she adds. “In particular, some influential 
platforms and mega corporations go exclusively after 
data and investment, and have no clear-cut stance 
on plagiarism, which leads to loose censorship and 
conniving at plagiarized works. Most well-known 
plagiarism disputes come from top notch corporations 
and bring serious adverse effects.”

Impact of the new patent law 
New amendments to the patent law affect the 
pharmaceutical industry significantly.

The key changes in the patent law for the 
pharmaceutical industry are the adoption of a new 
patent linkage system and giving patent owners a right 
to apply for a patent term extension of up to five years 
for pharmaceutical patents, says Andrew Cobden, 
counsel at Hogan Lovells in Hong Kong. “Patent 
linkage is a system where the issuing of marketing 
authorizations for generic drugs is, to a certain extent, 
‘linked’ to the absence of infringement claims by 
patentees. The amendments to the patent law provide 
that during the marketing authorization procedure for 
a generic drug, a patentee (or stakeholder) can bring an 
infringement proceeding before a court or the China 
National Intellectual Property Administration, which 
would lead to a suspension in issuing a marketing 
authorization.” 

Implementing regulations issued by CNIPA and 
the National Medical Products Administration (NMPA), 
as well as judicial interpretations, will put more flesh 
on these bare bones provided by the patent law, 
Cobden says. “Final versions of such regulations are 
likely to be issued before the amendments take effect in 
June 2021. For now, various drafts have been published 
which indicate that to use the patent linkage system, 
holders of Chinese drug marketing approvals for the 
originator drug will need to register relevant patent 
information on a platform established by the NMPA. 
Generic companies wouldn’t need to notify patentees 
of their marketing authorization applications, meaning 
that patentees would need to monitor a platform 
where generics’ marketing authorization applications 
are published and act quickly to file infringement 
claims within 45 days of the publication. Patentees 
should consider preparing documents needed to file 
an infringement claim beforehand if they believe a 
generic company may file for marketing approval. 
Patentees would then have (only) nine months to obtain 
a court decision (the current proposal is that this will 
be the Beijing IP court) or a CNIPA decision to stop 
the marketing authorization procedure instituted by a 
generics company.” 

Similar to the legal regimes already existing in 
the European Union, the United States and elsewhere, 
the amended patent law allows patentees of innovative 
pharmaceuticals to apply for a patent term extension 
of up to five years, with a cap so that the effective term 
of the patent after obtaining marketing approval would 
not be more than 14 years. The right to such extension 
is not granted automatically, and must be applied for 
by the patentee in advance. 

“As is the case for the patent linkage regime, 
the details regarding patent term extension are left 
to implementing regulations,” Cobden says. “A draft 
version proposes that applications for patent term 
extensions can be made for certain patents covering 
chemical, biological and Chinese herbal drugs. The 
draft rules also propose to restrict the eligible types of 
new drug to those with a new active ingredient that is 
granted market approval in China for the first time. It 
proposes that eligible types of patents would include 
patents protecting the compound, preparation process 
and medical uses as well.”

The extended protection covers only the drug and 
the applicable medical indication as approved by the 
NMPA. The specific term of extension would be fixed 
at the time period between the market approval date 
and the patent application date, minus five years. “The 
draft rules also propose that a patent term extension 
for pharmaceutical patents must be applied for within 
three months after the market authorization is obtained. 
Further, the draft rules propose that when an eligible 
drug is protected by multiple patents, an extension can 
only be granted for one such patent; only one drug can 
be designated for extension when an eligible patent 
covers multiple drugs; and a patent can be extended 
only once. If these provisions in the draft rules are 
finally adopted, patentees would need carefully to 
evaluate and select the patents and drugs for which they 
will apply for extension. Pharmaceutical companies 
doing business in China or that have Chinese patents 
should be preparing for these changes,” Cobden says.

Besides the pharmaceutical industry, the new 
patent law will also influence conventional industries 
that traditionally place more emphasis on protection 
of the product appearance (e.g., home appliances, 
furniture, automobiles, electronic products, clothing) 
and more particularly the software and internet 
industries, which have been longing for effective 
design protection for graphical user interfaces due 
to amendment to the design regime including the 
introduction of partial design protection, extension 
of the design patent term from 10 to 15 years and 
acceptance of domestic Chinese design patent filings 
as a basis for priority, says Shuwei Tang, a patent 
attorney at Deacons in Hong Kong.

“We expect the local Chinese internet and mobile 
phone giants will have already started to build their 
GUI design portfolios since January 1, 2021,” Tang 
says. “Notwithstanding the uncertainty as to whether 
a design patent application filed before June 1, 2021, 
will qualify as a valid basis for domestic priority, by 
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strategically combining the new six-month domestic 
priority period with the enhanced partial design 
regime, these tech giants will hope to file partial design 
patents on June 1, 2021, and claim earlier priority date 
of January 1, 2021, so that they can gain an advantage 
and come out on top in any future GUI design patent 
battles.”

In addition to the software, internet and mobile 
phone industries that have tremendous commercial 
interests in GUI protection, medical devices and vehicle 
centre consoles with GUIs, will also benefit from the 
partial design regime, he says. “There will be a dramatic 
increase in design patent filings from the medical 
device and vehicle industries – the autonomous vehicle 
players in particular.”

Famous signs
After seeing the victories of New Balance, Jordan and 
Lego, you might wonder why well-known trademarks 
are suddenly better protected in China these days, but 
a Chinese expert rebuts that this is not a recent effort. 
He says such protection has been given since the 
beginning.

“Well-known trademark protection is an 
international obligation in our country,” says Bin 
Zhang, an attorney at law at CCPIT Patent & Trademark 
Law Office in Beijing. “Countries around the world 
are increasing the protection degree of well-known 
trademarks.”

As an important criterion to measure the level of 
state’s protection of IP, it is necessary to give the special 
legal protection to well-known trademarks, Zhang 
says. “As a member state of the Paris Convention, our 
country must also bear the obligations stipulated in the 
convention.”

Intellectual property is now in a period of 
international protection, he says. “In the process of 
international economic and technical exchange, every 
country should follow certain conventions and treaty 
obligations.”

Meanwhile, to maintain fair competition, legal 
systems need to strengthen the well-known trademark 
legal protection system, he says. “The socialist market 
economy of our country pays attention to legal and fair 
competition. To [steer] the market economy toward 
the orderly and healthy development road, we must 
intensify special legal protection system of well-known 
trademarks.” AIP
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China’s Export Control Law came into effect on December 1, 
2020, regulating, for the first time, the export of military and 

other products. Shaobin Zhu, Lucia Tang and Jensen Xu explain 
why understanding the ECL and mitigating its risks is now a top 

priority for the companies with cross-border business.

MINIMIZING THE IP LEGAL 
RISK UNDER THE CHINA 
EXPORT CONTROL LAW

F E A T U R E S

S haring experimental data and research results 
between teams located in different countries 
is a common practice for a multinational 

company with Chinese local development capacity. 
Nowadays, this practice may be subject to the China 
Export Control Law (ECL), which came into effect 
on December 1, 2020. The new law provides the first 

comprehensive legal framework for China to regulate 
export activities concerning military and dual-use 
products and technologies for national security and 
public policy reasons. Understanding the ECL and 
mitigating its risks has become a top priority for the 
companies with cross-border business regarding 
technologies and intellectual properties.
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ECL IMPACTS ON EACH 
PHASE OF THE IP LIFECYCLE

From creation of IP to filing 
applications for registration
The ECL issue of greatest concern is export control 
items. Before filing applications for IP registration, 
technologies may exist as trade secrets or confidential 
information if the company takes proper measures 
to maintain them as secrets. Technologies, therefore, 
may fall within the scope of controlled items in 
accordance with the ECL. Under Article 2 of the ECL, 
the controlled items include such intangible assets 
as “technologies, services and items relating to the 
maintenance of national security and interests, and 
the performance of anti-proliferation and other 
international obligations.” The controlled items also 
include “technical information and data related to the 
items.” The broad definition has the result that any 
technology or service relating to national security and 
interests may be subject to the ECL, no matter whether 
they are patentable, copyrightable or maintained 
as trade secret. It’s unclear, however, whether non-
technical data such as personal information would also 
be regulated under the ECL, besides the China Cyber 
Security Law. In a brief, the subjected technologies 
may exist in drawings, blueprints, photographs, plans, 
models, manuals, design data, engineering reports, 
know-how, work/assembly instructions, installation/
operation guides, maintenance procedures, testing 
methods, repair analysis, wiring diagrams, technical 
documents, source codes and algorithms. 
(It shall be noted that, during the third round of 
legislative deliberation of the NPC Standing Committee, 
the suggestion that “source codes and algorithms 
related to core technologies of the controlled items 
should not be simply classified as technologies or data, 
and therefore the source code and algorithm shall 
be included in the controlled items.” The effective 
ECL, however, did not adopt the recommendation. 
Therefore, the source code and algorithm related to 
the controlled items under the ECL need to be clarified 
in follow-up interpretations.)

Despite the ECL specifying the scope of controlled 
items, the ECL does not clarify the applicable 
conditions. This brings difficulties for companies to 
accurately identify the controlled items. For example, 
whether disclosed information developed in China, 
such as a section of the source code of open source 
software, is regarded as controlled items? Further 
interpretations and clarifications are needed.

Second, companies having items within the scope 
of controlled items shall refer to the export control lists 
for a clear guideline. Although the export control lists 
under the ECL are still being developed, the Ministry 
of Commerce (MOFCOM) has confirmed in local 
media reports that the export control lists attached 
to the previous relevant regulations are still in effect 
at present. By now, China has formulated several 
export control lists for sensitive items such as nuclear, 

biological, chemical, missile, and military products. 
Most items on the lists are recited in the Dual-use Items 
and Technology Export License Management Catalogue. It 
is reasonably expected that the export control lists for 
the controlled items under the ECL would incorporate 
the substantial contents of these export control lists. 
The cutting-edge technologies in which Chinese 
companies and the government invests heavily would 
be more likely on the export control lists as dual-use 
items. In Article 2 of the ECL, such dual-use items refer 
to “goods, technologies and services that can be used 
for the civil purposes as well as military purposes, or 
that are helpful to enhance military potential, especially 
for the design, development, manufacturing or use 
of weapons of mass destruction and their delivery 
vehicles.”

Third, it shall be understood that the activities 
regulated by the ECL are not limited to “export” in 
the general understanding, i.e., exporting goods or 
technologies from the territory of China to foreign 
countries. Also, the ECL controls the following activities: 
Chinese individuals or entities transfer the controlled 
items to foreign individuals or entities located in China 
(“deemed export”); transit, transshipment, through 
transport, or re-export of controlled items; and export 
of controlled items from areas under special supervision 
of the Customs as well as bonded supervision areas 
and bonded logistics centres. The provisions cover 
almost all forms of transfer of controlled items to 
foreign individuals or entities or to anyone in a foreign 
country. For example, a Chinese innovator who shares 
design data with a foreign colleague in China may be 
subject to the controlled activities, even if the foreign 
colleague resides in China. Reporting the experimental 
progress to an exterritorial headquarter via emails 
from the Chinese subsidiary may also be subject to the 
ECL.

It should be noted that, when deciding to file 
a patent application, a company may designate a 
foreign country (e.g., the United States) as its first filing 
country. This would fall within the scope of controlled 
activities under the ECL. Also, it may implicate other 
related Chinese laws and regulations, including the 
Patent Law, the Regulations on the Administration of 
the Import and Export of Technology, the Measures 
on Work Relating to Transfer of Intellectual Property 
to Overseas Parties (Trial Implementation), etc. For 
instance, Article 19 of the amended China Patent Law, 
which will come into effect on June 1, 2021, requires 
“prior secrecy examination” that “any entity or 
individual intends to file an application in a foreign 
country for a patent for inventions or utility models 
made in China”.

Fourth, every individual or entity involved in 
the course of invention is likely to be the potential 
obligator. Under the ECL, obligators include “export 
operators,” “importers,” “end users of controlled 
items” and intermediary service providers for export 
transactions. Despite lacking a clear definition of 
“export operators” under the ECL, it shall be broadly 
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interpreted. That is, besides inventors and engineers 
and their employers, export operators may also 
include third-party contractors providing technologies 
and services (e.g., testing services) for non-Chinese 
persons and companies in China. 

From filing applications to registrations
Companies may assign a patent application’s right to 
a foreign entity after filing the patent application in 
China, which may be subject to the ECL. In particular, 
a Chinese subsidiary may opt to transfer the patent 
application right to its foreign parent company. This 
assignment shall involve other related Chinese laws 
and regulations, including the Patent Law. 

After registration of IP
The ECL becomes more influential after the registration 
of IP as the scopes of controlled items, controlled 
activities and obligators are expanded. 

Under Article 2 of the ECL, the controlled 
items further include tangible assets containing the 
controlled technologies. The ECL, however, only 
provides a general scope of controlled items without 
further specification. This may cause uncertainty 
for companies in identifying which goods in their 
daily operation are subject to the ECL. For example, 
if software does not contain the underlying technical 
information, should it also be regarded as a controlled 
item?

Registered IP rights may be transferred or 
licensed to a foreign individual or entity, which is also 
governed by the ECL. There, however, remains some 
issues, such as how the transfer or licensing of IP 
rights to the foreign multinational companies from a 
Chinese subsidiary would be subject to the ECL, and to 
what extent the cross-border technology collaboration 

within the same group company shall be controlled. 
All enterprises involved in the technology import 

and export trade chain are likely to become potential 
obligators under the provision of the ECL. This further 
includes third-party service providers in connection 
with activities of shipping, delivery or customs 
clearance; third-party e-commerce trading platforms; 
and financial services for any export operators. 
Agencies supporting cross-border patent transfer or 
licensing are also likely to be included. 

HOW COMPANIES MINIMIZE 
IP RISKS UNDER THE ECL

Establish internal IP compliance systems to 
meet regulatory expectations in China
A well-established internal compliance system is 
integral to meet the regulatory requirements of the 
ECL. Moreover, in Article 14, the ECL clearly states that 
the export control authorities may grant “facilitation 
measures” such as a general license to those who have 
established an internal compliance system for export 
control and are in good operation. Companies are 
advised to form a specialized department or designate a 
specialist to do so in light of the ECL and subsequently-
issued detailed rules and guidance. Companies 
should particularly elevate compliance awareness 
of the commercial and research and development 
department in the entire product lifecycle, including 
product development, international patent filing, 
publication, assignment and licensing, data storage 
and transmission, and technology transactions, etc. 
Export operators must keep monitoring the control 
list issued by the export control authorities and 
any changes thereto, and ensure that the export of 
controlled items is in compliance with the issued 
license. Further, companies should be sensitive to the 
ongoing and potential international tensions between 
China and other countries, and keep close eyes on the 
temporary control list that the authorities may issue 
based on any particular developing global situations. 
In addition, export operators also need to be able to 
identify those items which people “know or should 
have known” may have certain risks and are required 
to apply for an export license even they are not on the 
control list.

Pay close attentions to “deemed export” 
during technical collaboration 
Exporters need to play close attention to activities that 
may be deemed as export due to the ambiguity of the 
ECL in this regard. “Deemed export” commonly refers 
to quasi-export activities which often occur in the 
process of joint technology development, creation and 
prosecution of IP. In light of the United States’ Export 
Administration Regulations (EAR), found at 15 CFR 
§ 734.13, releases of controlled technology to foreign 
persons in the U.S. are “deemed” to be an export 
to the person’s country or countries of nationality. 

F E A T U R E S
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Typical organizations using “deemed” export licenses 
include universities, high technology research and 
development institutions, biochemical firms, as well as 
actors in the medical and computer sectors. Article 2.3 
of the ECL similarly defines that the “export control” 
includes “provision of controlled items by a citizen, 
legal person, or unincorporated organization of the 
People’s Republic of China to a foreign organization 
or individual” without stating where the “provision” 
occurs. However, further clarification is needed as to 
whether location matters in this scenario and what 
activities may constitute the “provision,” for example, 
whether a joint development with China-based foreign 
nationals is a provision of technology to the foreigners; 
how about the technology transfer from the Chinese 
branch of a multi-national company to its headquarter 
overseas; whether the disclosure of the conception and 
data of your invention to a foreign patent agency can be 
deemed as export, etc. Thus, companies should closely 
follow the relevant implementing rules and/or timely 
consult with government authorities when necessary.

Properly transfer and manage data 
China’s prosperous digital economy sees a growing 
demanding on date security. Article 2 of the ECL 
explicitly includes “data related to the items” in the 
“controlled items.” Therefore, companies which 
export or licence software from China will be subject 
to dual examination on both technology and data 
thereof. Companies in sensitive fields such as quantum 
teleportation, 5G, artificial intelligence, big data, and 
others that may refer to national security and interest, 
must pay particular attention to the transfer or 
licensing of computer software and relevant databases. 
In addition, companies need to check whether the 
server where technical data is stored is accessible by 
people outside China and whether any limitation of 
access by geography or person has been implemented. 
These measures may be helpful in identifying the risk 
of crossing the line of “deemed export.” 

Compliance with other Chinese laws regulating 
international technology transfer
In addition to the ECL, there have been multiple laws 
which similarly regulate the export of technologies in 
certain circumstances. For example, Article 16 of the 
Foreign Trade Law of the People’s Republic of China 
(Revision 2016) provides that the state may “restrict 
or prohibit import or export to safeguard national 
security, public interests or public moral.” Article 
2 of Regulations of the People’s Republic of China 
on the Administration of the Import and Export of 
Technology (Revised in 2019) further provides that the 
export activities to be regulated may include “patent 
assignment, transfer of patent application rights, 
patent licensing, transfer of tech secrets, technical 
services and other forms of technology transfer.” 
Moreover, Article 19 of China’s Patent Law (Revision 
2020) requires the prior secrecy examination for “any 
organization or individual applying for patent in a 
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infringement and trade secret cases 
in U.S. federal district courts. Xu 
counsels clients in patent post-grant 
proceedings, including post-grant reviews 
and inter partes reviews proceedings 
before the Patent Trial and Appeal 
Board. Building on his 
in-house background in 
IP enforcement, he also 
routinely guides clients on 
trademark infringement 
cases, domain name 
disputes, and brand 
protection strategy.

Morgan Lewis
5th Floor, The Center
989 Changle Road
Shanghai 200031, China
T: +86 21 8022 8778
F: +86 21 8022 8599
E: shaobin.zhu@morganlewis.com
W: morganlewis.com

Shaobin Zhu

Lucia Tang

Jensen Xu

foreign country for an invention or a utility model 
completed in China.” Therefore, companies should 
conduct comprehensive compliance analysis with 
respect to the IP transfer or transactions to meet 
various regulatory requirements. AIP 
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Indonesia

F E A T U R E S

Foreign investment money is flowing into Indonesia, 
and there is no end in sight.

The Indonesia Investment Coordinating Board 
– also known by its Indonesian acronym, BKPM – says 
that despite the outbreak of Covid-19, investment in the 
country increased to Rp210.7 trillion (US$14.4 billion) in the 
first quarter of 2020. That’s equivalent to an 8.0 percent 
increase over the same period in 2019, the BKPM happily 
points out.

Singapore is pouring the most money into Indonesia, 
accounting for US$2.7 billion of the first quarter FDI total, 
followed by China (US$1.3 billion, after ranking first in 
the fourth quarter of 2019), Hong Kong (US$1.1 billion), 
Japan (US$600 million) and Malaysia (US$500 million). 
The BKPM says that transportation, warehousing and 
telecommunications leads the way for FDI, followed 
by categories including equipment; utilities; housing, 
industrial estates and office buildings; and food crops, 
plantations and livestock.

Lawyers at Herbert Smith Freehills and Indonesian 
firm Hiswara Bunjamin & Tandjung, writing in a blog on 
the HSF Notes website, note that the country’s legislature 
opened a number of sectors to foreign investment on 
March 4, 2021. 

“The New Investment List on its face significantly 
reduced the number of sectors that are wholly closed to 
any form of investment (foreign or local) and those that 
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are either totally closed or partially open to foreign 
equity investment,” the firm said. “This is in line with 
Indonesian government efforts to encourage more 
foreign direct investment in Indonesia to create jobs and 
counteract the impact of the Covid-19 pandemic.”

The firm notes that sectors including 
telecommunications, media and technology (TMT) are 
included in the liberalization.

Growing investment in Indonesia will naturally 
lead to an increased interest in – and scrutiny of – the 
country’s intellectual property regime and practice. With 
this in mind, we turned to IP professionals in the region 
in order to understand better what clients need today. 
Asia IP asked a large number of professionals – mostly 
in-house counsel and corporate legal managers – what 
they were looking for from their legal service providers. 
From their answers, we have compiled our list of 50 
Indonesia IP Experts, those lawyers who understand just 
what their clients need and are able to provide them with 
the best practical advice.

Today’s clients are looking for more than just a 
degree from a top-notch university and a couple of 
decades of practice. In order to be an outstanding 
provider of intellectual property advice, a lawyer must 
also be capable of understanding how intellectual 
property impacts the rest of his client’s business, and 
be able to provide practical, real-world, business-savvy 
advice. She must be able to provide sound advice on the 
current law, but also needs to be able to understand 
coming trends which are likely to impact her client’s 
business.

Unlike days past when she might have played just a 
bit role, today’s IP Expert is every bit a full-fledged team 
member.

There’s no group of dominant practices dominating 
our list in Indonesia, demonstrating the breadth and 
relative strength of the top tiers of law firms in the 
country. Rouse, which works in Indonesia in association 
with Suryomurcito & Co., placed six different lawyers on 
the list, but no other firm had more than three lawyers 
listed (AMR Partnership, Assegaf Hamzah & Partners, 
Biro Oktroi Roosseno and SKC Law).

An astonishing 28 different firms employ members 
of our list of 50 lawyers, many of them placing two each 
(Am Badar & Partners, HHP Law Firm, Inter Patent 
Office, Januar Jahja & Partners, K&K Advocates, Lubis 
Santosa & Maramis, Makarim & Taira S, Pacific Patent 
Multibglobal and Tilleke & Gibbins). 

Most of the lawyers named to our list have multiple 
practice specialties. Many of them are litigators, while 
others concentrate on prosecution work or provide 
strategic advice. 

All of them have something in common: they are 
experts in their fields and, in one way or another, they 
provide extra value for their clients. They are Asia IP’s 
Indonesia’s IP Experts. AIP
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Extended biographies of lawyers highlighted above appear on Pages 30-34

INDONESIA IP EXPERTS TOP 50
NAME FIRM PATENTS TRADEMARKS COPYRIGHT ENFORCEMENT LICENSING & 

FRANCHISING
MEDIA & 

ENTERTAINMENT
IT & 

TELECOMS
PHARMA 

& BIOTECH
IP 

LITIGATION

Lia Alizia Makarim & Taira S a
Fortuna Alvariza FAIP Advocates & IP Counsels a a
Annisa Ambadar Am Badar & Partners a a a
Nadia Ambadar Am Badar & Partners a
Wiku Anindito HHP Law Firm a a a
Fahmi Assegaf Pacific Patent Multiglobal a
Yurio Astary Rouse a
Kin Wah Chow Rouse a a a a
Andrew Conduit SKC Law a a a a
Andrew Diamond Januar Jahja & Partners a a a
Emirsyah Dinar AFFA Intellectual Property Rights a
Somboon Earterasarun Tilleke & Gibbins a
Arifia Fajra Rouse a
Yenny Halim Acemark a a
Chandra M. Hamzah Assegaf Hamzah & Partners a
Eri Hertiawan Assegaf Hamzah & Partners a
Achmad Hossan AMR Partnership a
Willy Isananda Iman Sjahputra & Partners a a
Prudence Jahja Januar Jahja & Partners a a
Nidya Kalangie SKC Law a a a a
Kusno Hadi Kuncoro Batavia Patentservis Asia a
Justisiari Kusumah K&K Advocates a a a a
Todung Mulya Lubis Lubis Santosa & Maramis a
Daru Lukiantono HHP Law Firm a a a a
Heru Lukito HeruLukito & Partners a a
Insan Budi Maulana Maulana and Partners a a
Norma Mutalib Makarim & Taira S a
Migni Myriasandra Biro Oktroi Roosseno a a

Cita Citrawinda Noerhadi Cita Citrawinda Noerhadi & 
Associates a a a a a a

Toeti Noerhadi-Roosseno Biro Oktroi Roosseno a a a a a
A. Yulianto Nurmansyah Nurmansyah IP Firm a a a
Endra Prabawa Roosdiono & Partners a a
Bambang Priyono AMR Partnership a
Primastuti Purnamasari Pillari ELK a a a
Wongrat Ratanaprayul Tilleke & Gibbins a a a
Nick Redfearn Rouse a a a
Amalia Rosseno AMR Partnership a a
Lanny Setiawan Pacific Patent Multiglobal a
Zoraida Syarfuan Assegaf Hamzah & Partners a
Gunawan Suryomurcito Rouse a
Purnomo Suryomurcito SKC Law a a a a
Christian Teo Christian Teo & Partners a
Dini C. Tobing Lubis Santosa & Maramis a
Helen Widjaja Inter Patent Office a
Hendra Widjaya Inter Patent Office a a a a
George Widjojo George Widjojo & Partners a
Frans H. Winarta Frans Winarta & Partners a a a
Harry Wirawan Biro Oktroi Roosseno a a
Risti Wulansari K&K Advocates a a
Lisa Yong Rouse a a a
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Indonesia’s IP Experts is based solely on independent 

editorial research conducted by Asia IP. As part of this project, 

we turned to thousands of in-house counsel in Indonesia, Asia 

and elsewhere and around the world, as well as Indonesia-

focused partners at international law firms, and asked them 

to nominate private-practice lawyers including foreign legal 

consultants, advisers and counsel. 

The final list reflects the nominations received combined 

with the input of editorial team at Asia IP, which has more 

than 40 years of collective experience in researching and 

understanding Indonesia’s legal market.

All private practice intellectual property lawyers in 

Indonesia were eligible for inclusion in the nominations process; 

there were no fees or any other requirements for inclusion in 

the process.

The names of our 50 IP Experts are published here. Each 

IP Expert was given the opportunity to include their biography 

and contact details in print and on our website, for which a fee 

was charged. AIP
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ALVARIZA, FORTUNA 
FOUNDING PARTNER

FAIP ADVOCATES & IP COUNSELS
Jl. Cipaku 6 No. 14, Kebayoran Baru, Jakarta Selatan 
(12170) - Indonesia
T: +62 2172 33925; + +6281703177888 
E: fortuna@faiplaw.com
W: www.faiplaw.com

Fortuna has longstanding experience in providing legal 
and full range of IP services in various fields. She has 
been recognized as one of “Top 250 Women in IP” in one 
of the international IP medias, as well as mentioned as a 
highly knowledgeable and creative IP lawyer by Asia IP 
Law magazine based on input from many clients.

Her more than 20 years’ experience including in a law 
firm in Versailles, France and in 3 prominent law firms 
in Indonesia, as well as an in-house counsel in a leading 
F&B franchising company has furnished her with a deep 
knowledge and understanding in handling and managing 
both contentious and non-contentious IP cases. She is 
known for her strategic approach in endeavour to solve 
the problem efficiently. 

Fortuna also provides clients in e-commerce, media, 
and technology fields with legal services, including 
reviewing terms of services, and agreement according 
to the Indonesian law. She is also known as a creative 
industry enthusiast who has been several times engaged 
by various institutions such as National Creative Agency 
(Bekraf), Ministry of Tourism and Creative Economy, 
and Sarinah which is a State-Owned Retail company as 
one of their experts for developing legal guidance on IP 
commercialization for creative industries in Indonesia, 
such as franchising, licensing and other form of IP 
commercialisation.

TRADEMARKS
COPYRIGHT

F E A T U R E S

ALIZIA, LIA 
MANAGING PARTNER

MAKARIM & TAIRA S.
Summitmas I, 16th & 17th floors
Jl. Jend. Sudirman Kav. 61-62 Jakarta 12190
Jakarta, Indonesia
T: +6221 5080 8300; 252 1272
F: +6221 252 2750; 252 2751
E:  info@makarim.com
W: www.makarim.com

Lia is a talented lawyer, litigator, a leading advisor to many 
top businesses worldwide, and also one of the country’s 
foremost legal practitioners, having been involved in some 
of the most high-profile matters over the years. She is the 
Managing Partner and leads the Corporate, Commercial, 
and Litigation and Dispute Resolutions departments of 
M&T. She provides expert advice and oversight in large, 
complex corporate negotiations including IP enforcement 
and transactions related matters, and brings over 20 years 
of experience in managing legal aspects of commercial, 
transactional, corporate governance matters and IP 
registrations.

Lia adheres to strict ethical principles when representing 
clients before Indonesian courts and arbitration panels. 
Her practice does not only focus on litigation but also aims 
to provide advice to clients on how to minimize potential 
risks related to employment, anti-bribery, anti-corruption 
and litigation issues.

She is a sworn translator, author of a number of 
significant publications, and often speaks at local and 
overseas seminars and training programs on employment, 
litigation and corporate matters. She is also an Instructor 
Faculty at TRACE Anti-Bribery Specialist Accreditation, 
an Intellectual Property Rights Consultant and an active 
member of Indonesia Labour Law Consultant Association.

IP LITIGATION
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DINAR, EMIRSYAH 
MANAGING PARTNER

AFFA INTELLECTUAL PROPERTY 
RIGHTS – INDONESIA & TIMOR LESTE
Graha Pratama Building Level 15, Jl. MT. Haryono Kav. 
15, South Jakarta, Indonesia 12810
T: +922183793812
E: Emirsyah.dinar@affa.co.id
W: www.affa.co.id

TRADEMARKS

KUSUMAH, JUSTISIARI PERDANA 
MANAGING PARTNER

K&K ADVOCATES
KMO Building, 5th Floor Suites 502. Jalan Kyai Maja 
No.1. Jakarta Selatan 12120
T: +62 21 29023331
F: +62 21 29023107
E: Office@kk-advocates.com
W: www.kk-advocates.com

Justi is a leading figure in IP practice in Indonesia, He 
oversees the Commercial IP, Corporate and Technology 
practice group, as well as the Dispute Resolution team. 
Throughout his long legal career, Justi has advised 
and represented government agencies, state-owned 
enterprises, and numerous multinational companies 
on IP litigation and enforcement, transactions, legal 
due diligence, and other legal matters. The Largest 
telecommunication conglomerate in Indonesia and world 
largest software develop.

Justi was involved in the drafting of many IP-related 
regulations as a member of a IP expert team under the 

Ministry of Law and Human Rights. He was a member 
of Indonesia’s delegations to USTR Public Hearing in 
Washington, USA, and to the World Intellectual Property 
Organization (WIPO) General Assembly Meeting in 
Geneva, Switzerland. He is also a member of various 
task forces under of the Ministry of Law and Human 
Rights of the Republic of Indonesia and the Ministry of 
Communications and Informatics.

In international level, Justi currently serves as member 
of INTA’s Asia Global Advisory Council for 2020-2021.

TRADEMARKS
ENFORCEMENT
IT & TELECOMS

IP LITIGATION

Emirsyah Dinar (Em) is the Managing Partner at AFFA 
Intellectual Property Rights Indonesia & Timor Leste 
and is a registered Intellectual Property Consultant 
in Indonesia. He obtained his bachelor’s degree from 
Victoria University of Wellington (New Zealand) and later 
graduated from Gadjah Mada University (Indonesia). 
Em has assisted both national and international clients 
from various fields with their IP needs in Indonesia, 
Timor Leste, and the Pacific Islands. Em’s work covers a 
wide array of cases from luxury brands, entertainment, 
automotive and FMCG. 

His expertise lies in anti-counterfeiting procedures where 
he has assisted various global brands to protect their 
businesses in Indonesia. 

Em has previously served on INTA’s Anti-Counterfeiting 
Committee (Asia Pacific) where he was involved in various 
complex tasks related to customs recordal system and 
e-commerce take down listing issues in Indonesia.

He is also regularly invited to speak at various national and 
international seminars hosted by government agencies, 
universities, and companies regarding IP protection in 
Indonesia, Timor Leste, and the Pacific Islands.
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MUTALIB, NORMA 
SENIOR ASSOCIATE

MAKARIM & TAIRA S.
Summitmas I, 16th & 17th floors
Jl. Jend. Sudirman Kav. 61-62 Jakarta 12190
Jakarta, Indonesia
T: +6221 5080 8300; 252 1272
F: +6221 252 2750; 252 2751
E:  info@makarim.com
W: www.makarim.com

Norma Mutalib is a Senior Associate at Makarim & Taira 
S., one of Indonesia’s oldest and most highly-regarded law 
firms. 

Norma has a broad franchising practice focusing 
mainly on market entry and regulatory issues, contract 
negotiations and drafting. She also has extensive expertise 
in hotel franchising and hotel management arrangements 
including in a wide range of intellectual property, 
employment and corporate/commercial matters.

Norma contributes frequently to such franchise law 
publications as, the Franchising Global Guide (Thomson 
Reuters), Franchise Law Journal (the American Bar 
Association), Lexology Getting The Deal Through, the 

International Journal of Franchising Law and Who’s Who 
Legal. She has been continuously listed in the prestigious 
Who’s Who Legal Franchise since 2016. 

Norma works seamlessly with her team and, in view of 
her knowledge and understanding of the special nature 
of much Indonesian legal work, she can be relied on to 
provide highly practical and commercial advice following 
her diligent study of a client’s situation. She has often 
worked successfully with multinational law firms as 
well as in-house corporate legal counsel because she 
thinks creatively to find solutions to problems within the 
confines of the relevant legal framework.

LICENSING & FRANCHISING
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WULANSARI, RISTI
PARTNER

K&K ADVOCATES
KMO Building, 5th Floor Suites 502. Jalan Kyai Maja 
No.1. Jakarta Selatan 12120
T: +62 21 29023331
F: +62 21 29023107
E: Office@kk-advocates.com
W: www.kk-advocates.com

As a co-founder of the firm, Risti has broad expertise 
in the IP area. She has over 20 years of experience 
providing assistance for both Indonesian and foreign 
clients in a variety of IP projects. At the firm, Risti leads 
the IP Prosecution Team and oversees the Commercial IP 
practice group.

Admitted as IP Consultant in 2006, Risti has handled 
prosecution of trademarks and geographical indications, 
industrial designs, copyright and patent and enforcement 
of IP rights as well as led IP commercial projects, including 
providing advisory services with respect to franchising, 
licensing, distributorship, consumer protection, anti-

monopoly, as well as issues relating to media and data 
protection/privacy. She has advised clients across 
different industries, including FMCG, fashion, application-
based transportation, consumer goods, and tobacco. 
She was the lawyer behind the successful exemption 
from the Ministry of Trade for a multinational ready-to-
assemble furniture manufacturer and distributor. She 
also advised the world’s largest software manufacturer 
on a copyright case.

TRADEMARKS
IT & TELECOMS
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O ne of the things sometimes overlooked these 
days, especially with the focus on health and 
economy issues, is the culture and heritage of 

each and every nation in the Asia-Pacific region. As 
early as March 2020, when governments around the 
world instituted lockdown and quarantine measures, 
most cultural institutions closed, and all sectors 
cancelled events, exhibits and performances. 

In addition, the pandemic has had an impact on 
travel and tourism, which are vital sectors for cultural 
and heritage preservation where the continuation of 
cultural practises and restoration of cultural heritage 
sites often are dependent on the income generated by 
travelers, local and foreign. Governments of various 
countries are initiating various programmes to support 
culture such as online exhibitions, social media cultural 
campaigns amongst others.

With museums closed to visitors and the income they generate, 
the region’s governments are struggling with cultural and 
heritage preservation programmes. Excel V. Dyquiangco 
examines the efforts they are making to maintain their 

collections during the pandemic.

PRESERVING CULTURE AND 
HERITAGE IN A PANDEMIC

F E A T U R E S

But more than the obvious culture and heritage 
that each country offers is also the degradation of 
data. John Eastwood, managing partner at Eiger in 
Taipei, says that hard copies of documents are subject 
to destruction through humidity, temperature and the 
lifespan of the material in which they’ve been rendered. 
“Digital files are also subject to corruption, but it’s also 
possible to make multiple copies stored in different 
locations,” he says. 

In terms of digital preservation, according to 
Jyeshta Mahendran, a partner at Shearn Delamore 
& Co. in Kuala Lumpur, this may be seen as an 
extension to the preservation, but not a replacement. 
“The digitalization of works would in no doubt leave 
a long-term archive of ‘preservation quality’ work for 
future generations to come,” she says. “With the latest 
technological advancements present, one can also 



M A R C H  2 0 2 1Asia IP40 Asia IP40

immerse themselves in virtual heritage surroundings 
via virtual reality software and 3-dimensional platforms 
to embrace and experience a more real-time cultural 
experience presented by digitized content.”

She adds that with digital preservation, 
accessibility of cultural content across geographical 
borders is made possible which presents opportunities 
for different nations to access and experience cultural 
content and practises without physical travel.

“However, any form of digitization for the sake 
of cultural and heritage preservation will involve the 
making of copies of the work which would require 
consent or a license of the copying owner,” she says. 
“The fair dealing exceptions under Section 13 of 
Malaysia’s Copyright Act 1987 may be applicable when 
making copies of preservation work. The setting up of 
specific collection bodies for the collection of royalties 
can be a means of protection of copyright work in 
digitized works.”

In the Philippines, in a general sense, the lower 
and upper houses of the Philippine Congress have 
pending measures aimed at raising awareness on 
intellectual property rights and protecting rights 
owners from infringement. 

“With this, a committee in the lower house of 
Congress is deliberating on passing a law requiring all 
schools to include the teaching of intellectual property 
rights, particularly copyright law, in their curricula,” 
says Raymond G. Pasiliao, executive assistant to the 
Director-General, Intellectual Property Office of the 
Philippines, in Manila. “The upper house, on the other 
hand, has a pending bill proposing to cancel the licenses 
of internet service providers that allow websites 
to infringe or facilitate copyright infringement. 
Intellectual property authorities and stakeholders 
are likewise proposing amendments to the law on 
intellectual properties to address the challenges of the 
digital era.”

"A committee in 
the lower house 
of Congress in 
the Philippines 

is deliberating a 
law requiring all 

schools to include 
the teaching 

of intellectual 
property rights 

in their curricula. 
The upper house, 
on the other hand, 
has a pending bill 

proposing to cancel 
the licenses of ISPs 
that allow websites 

to infringe or 
facilitate copyright 

infringement." 
—RAYMOND G. PASILIAO, 
executive assistant to the Director-

General, Intellectual Property Office of 
the Philippines, Manila

"Preserving 
cultural 

properties in the 
digital medium 

has several 
advantages, as 

is apparent from 
the use of the 

TKDL in patent 
examinations. 
On the other 
hand, digital 

information can 
be accessed 

easily, and even 
unauthorizedly, 

which may 
cause loss to the 
stakeholders."

—SUBHASH 
BHUTORIA, partner, Krida 

Legal, New Delhi

"Librarians and 
archivists in many 

countries face 
legal restrictions 

barring them from 
copying works 
for research or 

study, and many 
are not allowed 
to make copies 

for preservation 
purposes. 
Building 

exemptions for 
libraries and 
archives into 

international law, 
via treaty, may be 
the right way to 

go.”
—JOHN EASTWOOD, 

managing partner, Eiger, Taipei

"As copyright 
protection is 
territorial in 

nature, the call 
for international 
copyright laws 

is a means 
of having a 
framework 

for copyright 
ownership 
clearance 

when digital 
preservation 

involves 
copyright works 
moving across 

borders."
—JYESHTA 

MAHENDRAN, partner, 
Shearn Delamore & Co., Kuala 

Lumpur

F E A T U R E S
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With respect to the current pandemic in the 
Philippines, while the sharing of knowledge is critical 
in arresting the further spread of Covid-19, scientific 
and academic articles, advertisements, videos, 
infographics, songs, and other creative works continue 
to be protected by copyright, bearing in mind the 
principles of fair use.

Meanwhile in India, the Traditional Knowledge 
Digital Library (TKDL), an initiative of the Indian 
government since the early 2000s, has curbed bio-
piracy immensely and is a useful tool for prior art 
searches worldwide. Presently, this repository is 
accessed and used by at least nine International IP 
offices worldwide. The Indira Gandhi National Centre 
for the Arts (IGNCA) in New Delhi hosts Kalasampada, 
another digital repository of rare books, photographs, 
among others, which serves a great deal in preserving 
and cataloguing archival collections of India. 

“Preserving the various cultural properties 
in the digital medium has several advantages as is 
also apparent from the use of the TKDL in patent 
examinations,” says Subhash Bhutoria, a partner at 
Krida Legal in New Delhi, and the founder of the Art 
Law India blog. “On the other hand, digital information 
can be accessed easily, and even unauthorizedly, 
which may cause loss to the stakeholders. Regarding 
awareness initiatives, the Indian government’s Cell for 
IPR Promotion and Management (CIPAM) has taken up 
the initiative to promote geographical indications to 
supplement the incomes of Indian farmers, weavers, 
artisans and craftsmen.”

International copyright laws
Librarians worldwide are also calling for international 
copyright laws. According to Eastwood, the fundamental 
purpose of copyright is to ensure the broadest possible 
dissemination of works. “Most libraries are bound by 
national-level copyright laws, and unfortunately some 
of those countries don’t set out copyright limitations 
and exceptions for libraries and archives,” he says. 
“Librarians and archivists in many countries face legal 
restrictions barring them from copying works for 
research or study, and many are not allowed to make 
copies for preservation purposes. Building exemptions 
for libraries and archives into international law, via 
treaty, may be the right way to go.” 

Digital preservation has allowed users all over the 
world to access literary works protected by copyright, 
agrees Pasiliao.

“However, while the Berne Convention sets the 
minimum standards for protecting authors of creative 
works in the member states, the means of protection 
differ from one country to another,” he says. “With 
librarians having the task of collecting and preserving 
copyrighted works as well as the responsibility of 
sharing this wealth of knowledge, librarians are 
faced with a complex web of international copyright 
laws whenever they allow foreigners access to their 
digital archives. International copyright laws that 
will provide the same standards of protection in all 
countries will thus be helpful not only in allowing 
librarians to perform their work without fear of 
liability but also in encouraging scholarly research 
and creative endeavours.”

Mahendran adds that while there is no concept 
of international copyright laws which automatically 
protects copyrighted works throughout the world, 
member countries of the Berne Convention subscribe 
to a minimum standard for the protection of the rights 
of the creators of copyrighted works. 

“As copyright protection is territorial in nature, 
the call for international copyright laws is a means of 
having a framework for copyright ownership clearance 
when digital preservation involves copyright works 
moving across borders,” she says. 

“Cultural property is unlikely to be protected 
well under the copyright laws,” says Bhutoria. 
“However, international conventions such as 
UNESCO’s Convention Concerning the Protection 
of the World Culture and Natural Heritage and 
TRIPS, to which even India is a signatory, bestow an 
international obligation on each of its member states, 
to provide ample and adequate protection to the 
cultural property and cultural heritage. Traditional 
knowledge, cultural property and cultural heritage 
are antiquities, is indicative of rich knowledge and 
resources of any community and hence must be well 
protected and preserved. It is also in the larger public 
and consumer interest, to protect these assets against 
piracy, unfair practices and misrepresentations, 
especially in online space. AIP

Asia IP41 M A R C H  2 0 2 1
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O n September 14, 2020, the Advertising 
Standards Authority (ASA), a self-regulatory 
industry body responsible for issuing and 

administering Codes of Practice applicable to 
advertising in New Zealand, has issued new AdHelp 
Guidance for influencer advertising content. While the 
new influencer guidelines are not enforceable as law, 
they do clarify the existing rules and provide further 
guidance on the requirements applicable to influencer 
advertising under the ASA Advertising Standards Code. 
Under Rule 2(a) of the code, advertisements must be 
clearly distinguishable as such.

By way of background, the popularity of 
influencer advertising prompted the ASA to release a 
Guidance Note on Identification of Advertisements in 
2018. In short, in accordance with that Guidance Note, 
determining whether an advertisement breaches Rule 
2(a) involves a two-step process:

• First, is the content at issue an advertisement?
• Second, if the content is an advertisement, is it 

appropriately identified as such, to the relevant 
audience?

F E A T U R E S

HOW IP IMPACTS 
INFLUENCER ADVERTISING

Social media influencers in New Zealand are facing 
new guidelines which will require them to clearly label 
advertisements as such. Excel V. Dyquiangco reports. 
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While the 2018 guidance provided further 
clarity for influencers and advertisers, there was still 
some uncertainty on how the two-step test should 
be applied in practice. This was brought to light by 
the first substantive decision on the requirement 
applicable to influencer advertising, determined by 
the ASA Complaints Board, which involved a popular 
New Zealand influencer named Simone Anderson, who 
had published Instagram posts about gifted products 
and services. The Complaints Board held that the 
content in question was ad content. In reaching that 
decision, the Complaints Board requested that further 
guidance be published to support best practice on how 
to sufficiently identify the commercial relationships 
between parties.

According to Charlotte Henley, an IP partner 
at Dentons Kensington Swan in Wellington, the key 
changes introduced by the Influencer Guidelines 
include the following: 

• The ASA’s definition of ‘ad content’ is broad, and 
includes advertisements regardless of whether 
or not the advertiser has required the influencer 
to post the content in question or has any control 
over the content the influencer posts.

• Ad content also explicitly includes free products or 
services gifted by an advertiser or agent.

• All ad content must be identified clearly and such 
identification must occur at the first interaction 
the audience has with the content, using the labels: 
‘Ad’, ‘Advert’ or ‘Advertisement’.

• Other labels can also be used, but must be 
in addition to (and following) ‘Ad’, ‘Advert’ or 
‘Advertisement’, and not in replacement of those 
labels.

• Every post, or segment of a story, that includes ad 
content must be identified using labels.

• She says that the ASA also identified the following 
‘common mistakes’ in respect of the labels used by 
influencers to identify ad content that will breach 
the Code:

• Where the label isn’t sufficiently obvious, for 
example, it is too small, appears below the first 
screen visible to users, is one of many labels or 
hashtags, or is in a colour that doesn’t sufficiently 
contrast with the background colour.

• Where the label is only voiced and not heard when 
consumers have their sound off.

• Where the content directs consumers to another 
post or story to obtain clarity about what is ‘ad 
content’.

• “In our view, the introduction of the Influencer 
Guidelines is likely to raise some key considerations 
for advertisers, influencers, and agencies dealing 
with influencers,” she says, adding that these 
considerations are the following:

• For advertisers, given the specificity of the ASA’s 
requirements, and breadth of their application 
(including to gifted products), all advertisers will 
now need to ensure that they communicate clear 

terms to any person that they provide free or 
discounted products or services to. In particular, an 
advertiser should ensure that any content posted 
by an influencer about that advertiser’s products 
or services includes either ‘Ad’, ‘Advertisement’, or 
‘Advert’, and that the placement of the labels meet 
the requirements under the Guidelines.

• For influencers, the Influencer Guidelines may 
lead to more advertisers taking a ‘hands on’ 
approach to content and pivoting away from ‘native 
advertising’. Influencers should avoid a ‘middle 
ground’ of compliance where the labels used are 
purposefully discrete (for example, ‘see my story 
for outfit details’). In addition, influencers should 
seek to avoid abbreviations like #sp or #collab.

• For agencies, it will be important to ensure that 
both the influencer and the advertiser are clear 
about their respective obligations. “We expect 
to see more advertisers being wary about gifting 
content, and requiring agencies and/or influencers 
to sign agreements prior to sending products or 
services, even for relationships that are not ‘long 
term’ and do not involve monetary payment,” she 
says.

Influencer advertising is also common in other 
jurisdictions for ads/marketing to be identified as 
such. For example, Australia has no law on influencer 
advertising, but the Australian Association of National 
Advertisers includes influencer guidance such as 
marketing communications, which must be clearly 
distinguishable to the relevant audience. In the 
United Kingdom, there is the Code of Non-broadcast 
Advertising and Direct & Promotional Marketing 
(CAP Code) which, in Section 2, details an overarching 
requirement that all advertising needs to be obviously 
identifiable.

“Similarly to the ASA, the Australia Association of 
National Advertisers has released voluntary guidelines,” 
explains David Moore, a director at Henry Hughes IP in 
Wellington. “The Audited Media Association of Australia 
has formed the Australian Influencer Marketing 
Council, which aims to align industry practices. Similar 
to the NZ Fair Trading Act, Australia has a Competition 
and Consumer Act 2010 which prohibits misleading or 
deceptive conduct in trade.

He adds that the European Advertising 
Standards Alliance have likewise released practice 
recommendations for influencer marketing that 
encourage self-regulation, while the EU Directive on 
unfair commercial practices forms a legal basis for 
protecting consumers.

Complying with the code 
and Influencer Guidelines
Henley says that since the Influencer Guidelines only 
apply to advertisements published from September 14, 
2020, most challenges in its application are yet to come 
to light.
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“From an industry perspective, in our experience, 
for the most part many advertisers and influencers 
are keen to comply with the code and Influencer 
Guidelines,” she says. “However, as with any new 
requirements, we have seen a ‘teething’ period 
as people come to grips with the practicalities of 
compliance. In particular, the requirements applicable 
to gifted content in the Influencer Guidelines have 
come as a surprise to some businesses. Given the 
media attention on the new requirements, we’d expect 
a greater number of complaints to be made to the ASA 
(and we are aware of complaints about influencer ad 

F E A T U R E S

"An advertiser 
should ensure 

that any content 
posted by an 

influencer about 
that advertiser’s 

products or 
services includes 

either ‘Ad’, 
‘Advertisement’, or 

‘Advert’."
—CHARLOTTE 

HENLEY, 
partner, Dentons 

Kensington Swan, 
Wellington

"The ASA 
standards apply 

to advertising 
intended for New 

Zealanders. 
Influencers 

who are 
based 

outside 
of New 

Zealand and who have a 
significant proportion of New 

Zealand followers, need to 
comply with the ASA standards 

for identifying ad content."
—NATALIE HARRE, senior associate, AJ Park, Auckland

"The key 
point is that 
now there 
is greater 
clarity on 

the requirements for 
influencer advertising 

from the ASA, both 
influencers and 

businesses need to be 
aware of such obligations 

and update their 
procedures accordingly."

—EMILY TOMBS, solicitor, Dentons 
Kensington Swan, Wellington

"The ASA had previously 
decided that #gifted 
was not a sufficient 

indicator of an 
advertisement when 

referring to free goods/
services received by 
an influencer. Upon 
a complaint to the 
ASA, an advertiser 

agreed with the 
complainant 
that #sp was 

not sufficient to 
indicate sponsored 

content, and the 
advertisement was 

removed."
—DAVID MOORE, director, Henry 

Hughes IP, Wellington

content currently being considered by the ASA). Such 
decisions will hopefully ‘iron out’ any remaining 
uncertainties and challenges.”

Natalie Harre, a senior associate at AJ Park in 
Auckland, adds that for influencers, the challenge is 
ensuring that shared content that promotes goods 
or services (including gifted goods they are not paid 
to promote) are identified with the ad, advert or 
advertisement label.

“The label can be used with or without hashtags,” 
she says. “An exception to this rule is content about 
a recently purchased product or service or gift from 
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help influencers and other advertisers know when and 
how to identify ad content – it is worth being familiar 
with this document.”

Moore agrees, “Prior to the changes introduced 
in September 2020, the ASA had received various 
complaints about influencer advertising. The ASA had 
previously decided that #gifted was not a sufficient 
indicator of an advertisement when referring to free 
goods/services received by an influencer. Upon a 
complaint to the ASA, an advertiser agreed with the 
complainant that #sp was not sufficient to indicate 
sponsored content, and the advertisement was 
removed. The key message to social media influencers 
is that the simple use of #advert at the beginning of 
a sponsored post will avoid having your status (and 
earning power) as an influencer undermined by 
the embarrassment of being the subject of an ASA 
complaint.”AIP

family/friends for personal use. 
Posts about personal purchases 
and gifts from friends/family is 
likely to be viewed as genuine 
‘organic content’. The ASA 
standards apply to advertising 
intended for New Zealanders. 
Influencers who are based 
outside of New Zealand and who 
have a significant proportion 
of New Zealand followers, 
need to comply with the ASA 
standards for identifying ad 
content. Influencers based 
in New Zealand who have 
international followers and 
who also have a significant 
proportion of New Zealand 
followers need to comply with 
the ASA New Zealand standards 
for identifying ad content.”

This is the start of 
closer scrutiny on influencer 
advertising, says Harre. “The 
new guidelines are consistent 
with increasing governance on 
influencer advertising in many 
other countries around the 
world,” she adds. “A primary 
reason for extra scrutiny 
on influencer marketing is 
to monitor misleading and 
deceptive content. Consumers 
need to be able to clearly see 
and understand that content 
on accounts they follow is 
advertising – being either paid 
for or gifted to the influencer.” 

She adds: “The ASA has 
identified a need for strong 
guidance in the rapidly evolving 
space of Influencer advertising. 
For now, the Guidance Note and the code is a good 
starting point. The online and fast paced nature of 
social media content means the content may not be 
viewable for very long, but can reach a huge audience 
in many jurisdictions in a short period of time.” 

“We’ve already seen a shift away from ‘native 
advertising’ (that is, advertising that is designed to 
appear as organic content on an influencer’s feed) to 
content that uses clear labels,” says Emily Tombs, a 
solicitor at Dentons Kensington Swan in Wellington. 
“We also expect many businesses will be wary about 
gifting products and services widely. The key point is 
that now there is greater clarity on the requirements for 
influencer advertising from the ASA, both influencers 
and businesses need to be aware of such obligations 
and update their procedures accordingly.”

“If in doubt, label your content with ‘AD’,” says 
Harre. “The ASA has released AdHelp Information to 
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 A S E A N  
Diesel S.P.A. v. Bontton Sdn 
Bhd: The own name doctrine 
and the court’s power to 
make declarations of non-
infringement
In Diesel S.P.A. v. Bontton 
Sdn Bhd [2020] MLJU 715, the 
Malaysian Court of Appeal was 
faced with, inter alia, the novel 
issues of, firstly, whether the 
court has discretionary powers 
under Malaysian law and/
or an inherent jurisdiction to 
grant a negative declaration in 
respect of infringement, and, 
secondly, whether it should 
grant recognition of a trademark 
in reliance on the own name 
doctrine. The own name doctrine 
is a legal doctrine in trademark law 
which states that a person had the 
right to the use of his own name as 
a trademark in good faith. 

The plaintiff and appellant, 
Diesel S.P.A., is an Italian lifestyle 
company that has had the name 
“DIESEL” as its house mark 
and central theme since 1978. 
The appellant had intended to 
commence sales and distribution 
in Malaysia of its products using 
its “DIESEL” marks in Class 25 for 
clothing and footwear. 

At this time, the defendant 

C O R R E S P O N D E N T S

and respondent, Bontton Sdn 
Bhd, also had goods in Class 25 
bearing the word “Diesel” and was 
in the business of retailing and 
distribution of ready-made casual 
wear and related accessories. Both 
parties’ positions were that they 
had expended substantial sums of 
money on advertising, promoting 
and marketing the goods bearing 
their respective trademarks 
and that they were the common 
law owners of their respective 
trademarks.

Prior to the proceedings, 
both parties had sued each other’s 
distributors for infringement by 
selling products bearing their 
respective trademarks. Although 
the respondent succeeded in 
obtaining an interim injunction 
in the suit, neither party took 
the proceedings any further. 
Following this, the appellant 
filed an originating summons for 
declaration orders seeking, inter 
alia, a declaration that the bona 
fide use by the appellant of its 
“DIESEL” marks does not infringe 
the respondent’s registered 
trademarks, on the grounds that 
such use would constitute use by 
the appellant of its own name.

The appellant’s case was that 
it is entitled to the declaratory 
orders on the grounds that it has 
simply been using its own name in 
good faith. The “DIESEL” mark had 
been adopted since the time the 

appellant had been incorporated 
with the trading name of “Diesel”, 
and the appellant had acquired 
goodwill and a reputation over 
38 years. Further, the appellant’s 
position was that the own name 
doctrine was enshrined in Section 
40(1)(a) of the Malaysian Trade 
Marks Act 1976 and that the 
appellant is entitled to rely on 
Section 40(1)(a) even in the absence 
of a trademark infringement 
action. Section 40(1)(a) of Trade 
Marks Act 1976 reads as follows:

“Notwithstanding anything 
contained in this Act, the 
following acts do not constitute an 
infringement of a trade mark – 

(a) The use in good faith by 
a person of his own name or the 
name of his place of business or 
the name of the place of business 
of any of his predecessors in 
business;”

The respondent’s position 
was that the appellant had 
incorrectly and improperly 
framed his originating summons 
as the appellant was not seeking 
a rectification of a registered 
trademark or alleging any 
trademark infringement. 

The High Court refused to 
exercise its discretionary powers 
under Section 41 of the act to grant 
the declaratory orders on the 
grounds that Section 40(1)(a) was 
intended as a statutory defence to 
trademark infringement and not to 
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 I N D I A 
IT’s Intermediary Guidelines, 
2021: Willful blindness and 
lack of proactive steps will 
deny safe harbour
On February 25, 2021, India 
replaced the IT Rules 2011 with 

confer a right on the party relying 
on it. The High Court also held that 
the court had no jurisdiction or 
power to make such declaratory 
reliefs. Appellant subsequently 
appealed to the Court of Appeal. 

The Court of Appeal first went 
into an examination of the issue of 
the court’s jurisdiction and powers 
and held that the absence of an 
express provision for a declaratory 
relief did not amount to a lack of 
power or jurisdiction on the part of 
the court to grant such relief.

In respect of Section 40(1)
(a), the Court of Appeal held that 
it was expressed in “perfectly 
general terms”, with its clear intent 
being to declare, pronounce or 
provide for certain acts as not 
constituting infringement of 
trademarks. The court rejected 
narrow construction of the scope 
of Section 40(1)(a) or Section 40 
itself as only being applicable as a 
defence to trademark infringement 
as incorrect and as going against 
the clear and express terms of the 
provisions. The Court of Appeal 

also granted the appellant the 
declaratory order sought, based on 
the ample documentary evidence 
that the appellant had provided for 
the creation and evolution of its 
“Diesel” name.  

The Court of Appeal’s 
decision is significant for two 
reasons: Firstly, it establishes 
that the court may exercise its 
inherent jurisdiction to grant 
declaratory reliefs even if the 
particular declaratory relief has 
not been expressly provided for. 
Secondly and more importantly 
for the law of trademarks in 
Malaysia, it establishes that the 
court may make a declaration of 
non-infringement without the 
need for initiating infringement 
proceedings. The Court of Appeal’s 
decision will be a welcome relief 
to traders, who have been using 
their own name in good faith 
and honesty, and wish to market, 
retail and distribute their goods in 
Malaysia under that name, without 
the fear of threat of an action for 
trademark infringement. AIP

the Information Technology 
(Intermediary Guidelines and 
Digital Media Ethics Code) Rules, 
2021.

As the name suggests, the 
new rules focus on greater ethical 
obligations by intermediaries. 
A significant section of these 
rules is dedicated to regulating 
intermediaries in the news and 

media space. 
However, this post focuses 

on their impact on the ‘traditional’ 
e-commerce and related areas. 

The intermediary model
A key constant in the story of 
human evolution has been new 
technology replacing old models 
with new ones. With the internet, 
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C O R R E S P O N D E N T S

came the intermediaries (in 
entirely new, and rapidly evolving 
avatars).

For the most part, the 
majority saw intermediaries as 
making things convenient for 
businesses and consumers. Any 
wrongdoing by businesses on the 
intermediary’s platform should 
not get the neutral, hands-off 
intermediary in trouble.  

Thus, the concept of safe 
harbour was introduced in a 
number of countries. 

Intermediaries and IP owners – 
Trading blows
Cut to just a few years ago, and the 
situation changed dramatically.

Intermediaries are the 
order of the day (search engines, 
ISPs, aggregators, content curators 
etc.) with business vying for 
greater visibility on intermediary 
platforms, to increase sales, 
customers, etc. A growing number 
of users are duped by counterfeits, 
or get entangled in job scams, fake 
advertisements, etc. 

So, we’ve got a divided house. 

While safe harbour is critical to 
sustaining the intermediary model 
and the e-commerce space, brand 
owners and lawmakers repeatedly 
petitioned for proactive measures 
by intermediaries to minimize 
unlawful acts on their platform. 

In contrast, intermediaries 
cried foul and claimed that 
anything other than a pure hands-
off approach will require them 
to police or pre-screen content 
on their platform, which was 
antithetical to the basic fabric of 
being “intermediaries”. 
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But must an IP owner divert 
its energy to screening myriad 
intermediary platforms, just to 
notify each platform that it needs 
to de-list infringing content? Is 
that burden reasonable or too 
onerous?

Regulating responsibility: The 
legal regime in India
The prior regime in India
In India, Section 79 of the 
Information Technology Act, 2000 
and IT (Intermediary Guidelines) 
Rules, 2011 regulated the duties 
and liabilities of intermediaries. 

In a nutshell, in order to claim 
safe harbour, an intermediary had 
to refrain from involvement in 
creation or transmission of third-
party content on their platforms. 
Moreover, it had to publish policies 
on its platform informing its users 
inter alia not to infringe IP rights 
or post misleading content. 

So long as these steps 
were taken, rampant violation 
of its policies by users would 
not attribute liability to an 
intermediary. 

Case law 
A number of judicial decisions 
in India in cases brought by IP 
owners saw the intermediary 
being directed to take down 
infringing content and follow 
standard notice-and-take-down 
measures, most notably among 
them, perhaps, being MySpace Inc. 
v. Super Cassettes Industries Ltd. 
2017(69) PTC1 (Del). 

But, as legislation limited an 
intermediary’s duties to these acts, 
courts usually did not entertain 
claims by IP owners which called 
for an intermediary to screen 
and police its platform to prevent 
future infringement. 

Courts were alive to the 
advantage taken by miscreants and 
counterfeiters of an intermediary’s 
hands-off stance. In some strong 
decisions, including Christian 
Louboutin SAS v. Nakul Bajaj, 2018 
(76) PTC 508 (Del); M/s L’OREAL v. 
Clues Network Pvt Ltd, CS (COMM) 
980 of 2016; and Skull Candy v. 
Clues Network, CS (COMM) 986 of 
2016, the Single Judge of the Delhi 

High Court ordered particular 
intermediaries to take inter alia 
the following steps to reduce 
counterfeiting:

•	 Disclosure of seller details
•	 Assurance from sellers that 

goods are genuine, failing 
which goods would not be 
listed. 

Two out of three decisions 
were reversed in appeal, for 
procedural reasons, as the 
Appellate Court had held inter 
alia that the court ought not have 
denied safe harbour without trial.

The new Intermediary 
Guidelines, 2021
Though all criteria from the 
previous regime have been 
retained, some crucial additions 
are as follows with respect 
to “significant social media 
intermediaries”, i.e., those with at 
least 5 million Indian users

1. Provide details of users for 
identity verification of users 
engaging in infringement, 
after a court order [Rule 3(1)
(j)];

2. Deploy automated tools to 
block future content, which 
has already been determined 
to be ‘infringing’ by a court 
of law. Periodic review and 
human oversight to be done 
[Rule 4(4)];

3. Enable users to verify their 
accounts, through means 
including a mobile number. 
Verified profiles to be 
identified for other users to 
see [Rule 4(7)]; and

4. Loss of safe harbour if 
guidelines not followed [Rule 
7].

Concluding thoughts
The onus on the intermediary 
for taking proactive steps is 
reminiscent of international 
decisions which have held:

a. Intermediaries who know 
that their platform is used 
to perpetrate infringement 
must deploy keyword filters, 
web-crawlers and automated 
tools to weed out infringing 
content.

b. When infringement has been 
recognized by the court, the 
intermediary must deploy 
tools to prevent identical or 
similar content from being 
uploaded in future, subject to 
minimal human involvement 
and respecting free speech.

Though it remains to be 
seen how strong the enforcement 
of the new regime is, it is clear 
that these guidelines introduce 
change to make buck stop 
with intermediaries in select 
situations.AIP  
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 I N D I A 
The reach of the right to 
repair patented goods
It is normally believed that once a 
patentee has sold patented goods, 
the purchaser gets the exclusive 
right to use the goods as he deems 
fit. This belief is supported by 
the common law doctrine of 
exhaustion in many countries. 

For example, in the United 
States, a patentee’s monopoly 
rights over its inventions are 
‘exhausted’ after sale following the 
exhaustion doctrine applicable 
under common law. In some 
countries, courts follow the 
principle of ‘implied licence’, 
which means that the right of 
the patentee extents to even the 
right to repair based on the user 
agreement signed by the licensee. 
Such kind of licence agreements 
are signed where the patented 
products are normally use-and-
throw type products like printer 
cartridges. A use-and-throw 
product means that, in the case of 
an ink cartridge, once the ink in 
the cartridge has been used, the 
old cartridge must be disposed of 
and replaced by a new cartridge. 
The users will not have the option 
to refill and reuse it. 

This practice has been 
criticized as misuse of licencing 
terms which coerce the licensee to 
get a new cartridge at a premium 
price only from the patentee, as 
that type of ink cartridge will not 
be available in the free market. 
Even in cases where the cartridge 
needs to be repaired, it will not 
ber possible for the user to get it 
repaired from his or her vendor of 
choice. At times, the only available 
option for users would be to take a 
new – and that one, too, only from 
the patentee. 

The forceful argument raised 
perennially by the patentee is 
that they are entitled to profit 
via the business model of their 
choice, even if that business model 
requires an expansive reading of 
the patent monopoly they enjoy. 
In certain cases, in order to 
prevent reuse and to enforce this 
single-use/no-resale restriction, 
leading companies went a step 
further, going so far as to install a 
microchip on every cartridge tied 
into the manufacturer’s return 
programme. 

This security measure 
serves a dual purpose. First, it 
prevents refilling the cartridge 
by others and, second, allows the 
manufacturer to monitor reuse 
of the cartridge once the toner in 
the cartridge has been used. But 
once the remanufacturers/re-

fillers remove this technological 
obstacle, there was little to prevent 
these re-manufacturers from 
using the return programme 
cartridges in their resale business. 
There is nothing in the patent 
law to prevent purchasers to 
sell these old cartridge to the 
downstream purchasers like the 
remanufacturers. Mostly, these 
items were sold as scrap by bulk 
users when they stopped using the 
patented printers.

The right of reuse by 
remanufacturers is more than a 
creative way to reuse the thing 
otherwise thrown away as waste 
or scrap. Many remanufacturers/
resellers acquired empty return 
programme cartridges and used 
reverse engineering to develop 
methods to counteract the effect 
of the microchips, unlock the 
cartridges for reuse and sell 
the refilled cartridges in other 
countries as well. But this business 
model of the remanufacturers 
was vehemently opposed and 
resisted by the leading companies 
in the sector. Some of the patent-
owning printer manufacturers 
filed an infringement suit in order 
to check this misuse by resellers. 
Some jurisdictions have supported 
the freedom of device owners 
and fend off the monopolistic 
threat of patent rights eliminating 
fair, essential competition in 
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markets for repair and third-
party innovation. The court have 
not been hesitant in rejecting the 
business model argument of the 
patent owners where it amounts to 
an expansive reading of the patent 
and unfavourable to users of the 
patented products.  

It has been observed that 
patentees use such arguments 
frequently in patent litigation. 
Apart from the classic example 
of printers, other examples of 
such business models have been 
seen in sellers of patented video 
game consoles and shaving blades. 
The video game console makers 
invariably argue the rights to 
modify the gaming console must 
be restricted to enable the loss-
leader business model of selling 
inexpensive game consoles and 
pricey games.  For example the 
Xbox One video game console 
sold by Microsoft was linked 
to the sale of expensive video 
games and subscriptions to the 
company’s Xbox Live service. 
Another example of such strategy 
is the classic case of Gillette’s 
patented razor blades, where 
customers have no other option 
but to buy replacement blades 
as no substitutes for the blade 
match with the razor design. The 
so-called the loss-leader strategy 
is common throughout the video 
game industry, mobile phones and 
other similar industries. In most 
cases, the main patented item is 

sold for less than they cost to build. 
The patented games or printer 
cartridge or blades are then sold at 
a premium price.

Last year, this controversy 
was set to rest by the Australian 
courts in Calidad Pty Ltd v. Seiko 
Epson Corporation [2020] HCA 
41. In this case, Seiko Epson 
Corporation manufactured and 
sold patented printer cartridges 
under the brand name Epson. The 
patented Epson cartridges were 
a single-use product, and it was 
necessary to dispose of it once the 
ink in the cartridge was used up. 

From the facts of the case
Ninestar Image (Malaysia) cracked 
the security chip of the Epson 
cartridges and the company 
was able to modify them to refill 
for reuse. They obtained empty 
Epson cartridges from various 
locations throughout the world 
and started selling modified 
refilled throughout the world at 
a price far less than the Epson 
original cartridges. Calidad, an 
Australian wholesaler of stationery 
and office supplies, purchased 
the modified cartridges from 
Ninestar and imported those 
cartridges into Australia for public 
sale. Seiko Epson was holding an 
Australian patent on this product. 
The patented Epson cartridges 
were a single-use product and 
Seiko was selling it under a licence 
agreement to take back the empty 

cartridges and supply the new 
cartridges at a premium price. 
Customers were coerced to buy 
the new cartridge to replace empty 
ones as no refilling was made 
available by the company. 

Calidad found this as a 
business opportunity and met 
customer needs without realizing 
the danger of being declared 
an infringer of a patent held by 
Seiko. When Seiko filed a suit of 
infringement, Calidad placed 
reliance on the implied licence 
doctrine to argue that they had 
not, in fact, breached Seiko’s 
patent, as an implied licence to 
use, maintain, import, export, 
resell or otherwise dispose of the 
Epson cartridges was applied to 
the product upon its first sale only, 
and that they had purchased a 
modified product from Ninestar. 
Seiko contended and asserted that 
the modifications extinguished 
any implied licence, and that such 
action amounted to a ‘making’ of 
the patented Epson cartridges, 
and that, therefore, importing and 
selling the cartridges modified by 
Calidad is clear infringement of 
Seiko’s patent.

What made things difficult 
for Calidad was the decision of 
the court of first instance, which 
favoured Seiko. That court ruled 
that the Epson cartridges were so 
materially altered that the implied 
licence no longer applied and that 
Calidad had therefore infringed 
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Seiko’s patent rights. Calidad filed 
an appeal against this ruling. 

Late last year, the High Court 
of Australia overturned more than 
100 years of precedent when it 
handed down its decision to favour 
the licensee by not agreeing to the 
100-year-old existing principle 
of implied licence as argued by 
Seiko. The High Court adopted a 
U.S. common law patent doctrine 
which provides that a patentee’s 
monopoly rights over its inventions 
are ‘exhausted’ after sale – the 
exhaustion doctrine, reversing a 
lower court decision that had given 
patent owners the power to sue 
customers who had paid in full for 
a patented item but then chose to 
reuse the item in a way that patent 
owner did not provide for. The 
question before the appeal court 
was whether the right to own a 
patented thing purchased by the 
user extends to its reuse or resale 
the way owner choose.

This Australian decision 
was influenced by a similar 
decision in the U.S. Supreme 
Court in Impression Prods., Inc. 
v. Lexmark Int’l, Inc., where the 
Supreme Court held that after the 
sale of a patented ink cartridge, 
the patent holder cannot sue for 
patent infringement relating to 
the further use of these cartridges 
even when in violation of a contract 
with a customer or imported from 
outside the United States. 

In this case, Lexmark filed 
an infringement lawsuit against 
Impression Products when 
that company bought used ink 
cartridges, refilled them, replaced 
a microchip on the cartridge to 
circumvent the digital security lock 
and then resold them – even in the 
U.S. market. Lexmark alleged that 
they were holding several patents 
related to the ink cartridges and 
that Impression Products was 
violating their patent rights. The 
U.S. Supreme Court, in this case, 
like the Australian case, reversed a 
2016 decision of the Federal Circuit 
and ruled that the exhaustion 
doctrine bars Lexmark’s patent 
infringement lawsuit. In other 
words, relief of infringement is 
not available where the patented 
goods were lawfully purchased and 
resold. 
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Position under Indian patent law
In the Indian context, the 
reasoning in the court’s decision 
match with Section 140 restrictions 
on the patentee, which are 
anticompetitive actions of the 
patentee that entails revocation 
if the market would be hindered 
where the patentee retains a legal 
right to control the repair and 
resale of the devices they sold. 
Rather than defining specific types 
of conduct under coercive package 
licensing, Section 140 merely 
established broad general policy 
guidelines, leaving the courts to 
fashion the appropriate rules for 
specific activities to be treated 
as anticompetitive in case of a 
dispute. Section 140 treats coercive 
packaging licensing conditions 
as ab initio void and hence not 
enforceable under the law.

Possible repercussions!
One must understand that a 
patent possesses some attributes 
of personal property which give 
the patentee certain privileges like 
rights of exclusion and the right to 
license others to use the patented 
invention. Incidental thereto are 
the right of the users or purchaser 
of patented goods to resale and 
repair. There is long standing 
demand of the customer’s right to 
own, control and use the devices 
in the way they decide, even where 
the goods are covered under patent 
rights. The restriction on freedom 
to use imposed by the patentee 
have been viewed as a threat to 
those rights. 

This Australian court decision 
will help customers on other fronts 
as well where the patentee uses 
end user license agreements that 
purport to strip the rights of the 
purchaser of patented goods to 
resale and repair. Such decision 
of the courts rather reinforces the 
freedoms of device owners and 
fends off the monopolistic threat 
of patent rights. The Australian 
court, reasoning that people who 
buy patented things are allowed 
to use and resell them without 
being sued under patent law, is 
logical and sound in view of the 
fact that this freedom is necessary 
for commerce to function. We 

may find courts to recognize in 
future that customers who buy 
digital goods are owners of those 
goods, not mere licensees, and 
can resell and modify with their 
digital goods to the same extent as 
purchasers of tangible property. 
It may be seen as a blow to the 
age-old practice of the patentee to 
use patent infringement lawsuits 
to prevent the entry of modified 
patented products into the origin 
market. However, the patentee is 
free to use breach of contract as 
remedy to enforce his rights under 
civil law. Besides printer and ink 
manufacturers, such decisions 
could affect the markets of high-
tech consumer goods like gaming 
consoles and certain prescription 
drugs. We may find the ripples of 
such decisions in the Indian courts 
in the years to come, as well. AIP






