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C ovid-19 has thrown a spanner into the works of countless events 
over the past 18 months.
None, perhaps, are larger than the Olympics would have been. Or 

might be. Or, depending upon what happens in Japan over the next few 
weeks, might not be, after all. 

A whole host of organizations say the Olympics will go on, 
including the International Olympic Committee, NBC Universal and 
parent company Comcast (which spent US$4.4 billion to broadcast the 
Olympics in the United States through 2020 and another US$7.75 billion 
to secure broadcast rights from 2021 to 2032) and half of the Japanese 
surveyed in a recent poll there. 

The truth is, as this issue goes to press, we don’t know whether 
we’ll all be watching the Olympics in July or not. What we do know is 
that the 2020 Summer Olympics – postponed, as they have been, to 
2021 – will be like no other modern Games, and that’s the premise 
behind Espie Angelica A. de Leon’s cover story on whether the likely-to-
be-slimmed-down Olympics will also bring about a slimmed-down worry 
about IP infringement.

To be clear, this theory isn’t about the International Olympic 
Committee – or any other organization, for that matter – taking the easy 
route when it comes to enforcement. Most lawyers de Leon spoke with told 
her the same things: IP enforcement activities will be in full force during 
the Olympics.

“The IOC and its national Olympic committees have always 
guarded their IP carefully through extensive policing and enforcement 
activities. There is no reason to believe that Tokyo will be any different, 
either more or less,” said Clark Lackert, shareholder at Carlton Fields 
in New York and IP counsel for New York City’s bid to host the 2012 
Summer Olympics.

Instead, de Leon reports, lawyers point to the lack of interest in the 
Summer Games and the fact that many parts of the world are experiencing 
yet another surge in cases as we draw close to the Games.

“I would agree in principle that as the world has to tackle with 
a public health crisis, the excitement about the Olympics has been 
somehow eclipsed by the continuous fight against Covid-19. As a result, 
the buzzwords associated with the upcoming Tokyo Olympics are 
not the usual, upbeat anticipation about the spectacular ceremonies, 
event details and medal prospects,” said Guo Cai, a partner at Jin Mao 
Law Firm in Shanghai and a professional volunteer at the 2008 Beijing 
Olympics.

“Reduced interest on the Games during the pandemic might send 
less incentives for infringing acts. Decreased purchasing power might 
also be a factor that held back counterfeit productions. In addition, 
travel restrictions and virus prevention measures might make it more 
difficult to produce and distribute counterfeits,” said Cai.

Don’t miss this story, inside this issue of Asia IP. 

IP and the 
Olympics





The Olympic Games bring out the best in the world’s athletes, 
IP lawyers and counterfeiters. The 2020 Tokyo Games – set 
to kick-off in July 2021, thanks to the ongoing coronavirus 
pandemic – might just turn the Olympic rings completely 

upside down. Espie Angelica A. de Leon reports. 

TOKYO 2020 
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Will the Olympics win the 
gold for IP protection?



H
eld in the midst of a global pandemic. In a 
country where surveys show most people are 
against it. Where foreign visitors will be banned 
from watching and audiences will be kept to very 

small numbers. At a time when millions have lost their 
livelihood. When companies are in belt-tightening 
mode, slashing advertising budgets in the process.

The Tokyo 2020 Summer Olympic Games, 
scheduled from July 23-August 8, 2021, will be lacklustre, 
bereft of the spectacle and thrill that characterized 
previous Games.

However, there could be a silver lining in all 
of these. With low interest in the event and weak 
purchasing power across the globe, can we expect 
fewer incidents of intellectual property infringement? 
Indeed, can the Olympics this year win the gold for IP 
protection?

The IP of the Olympic Games
The IP assets of the Olympic Games are protected 
globally. Among these IP assets are the five interlocking 
rings that serve as the official logo, other symbols and 
emblems of the Olympic and Paralympic Games, words 
and taglines associated with the events. 
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Host cities and candidate cities begin registering 
trademarks and domain names long before the Olympic 
cauldron is lit in their local stadium during the opening 
ceremony. The Summer Olympics scheduled in Paris in 
2024 and Los Angeles in 2028 already have registered 
trademarks. 

Each candidate city submits a file containing 
information pertaining to its planned hosting of the 
Games. This includes designs, logos, emblems and 
slogans which may be protected under trademarks or 
industrial designs; creative literary and artistic works 
eligible for copyright protection; and relevant data 
whose compilation, curation and arrangement may 
also be copyright protected. 

“As part of the application process, all hopeful 
hosts of the Olympics and Paralympic Games have to 
provide extensive governmental assurances that they 
will protect the International Olympic Committee’s 
(IOC) IP, already some of the most legally-protected IPs 
in the world,” said Sudhansu Sahoo, legal associate at 
Khurana & Khurana in New Delhi.
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“The IOC and its national Olympic committees 
have always guarded their IP carefully through 
extensive policing and enforcement activities. There is 
no reason to believe that Tokyo will be any different, 
either more or less,” said Clark Lackert, shareholder at 
Carlton Fields in New York and IP counsel for New York 
City’s bid to host the 2012 Summer Olympics.

Although Japan is not a signatory to the Nairobi 
Treaty on the Protection of the Olympic Symbol, the 
country has several trademark and related statutory 
protections for Tokyo 2020’s IP assets such as civil 
and criminal remedies. These are the Trademark Act, 
Unfair Competition Prevention Act and the Copyright 
Act.  

The Japanese Parliament also enacted legislation 
creating the cabinet-level position of Minister in 
Charge of the 2020 Tokyo Olympics and Paralympics 
in 2015.

Plus, the organizing committee in Tokyo prepared 
a brochure containing guidelines for using the IOC’s 
brand and trademarks.

Counterfeit Olympics merchandise
IP infringement in connection with the Olympics 
may come in the form of counterfeiting. This involves 
using the IP on an assortment of merchandise such as 
apparel, pins, medallions, mugs, tumblers, glassware 
and others, without authorization including licenses. 

“I would agree in principle that as the world has 
to tackle with a public health crisis, the excitement 
about the Olympics has been somehow eclipsed by 
the continuous fight against Covid-19. As a result, 
the buzzwords associated with the upcoming Tokyo 
Olympics are not the usual, upbeat anticipation about 
the spectacular ceremonies, event details and medal 
prospects,” said Guo Cai, a partner at Jin Mao Law Firm 
in Shanghai and a professional volunteer at the 2008 
Beijing Olympics.

“Reduced interest on the Games during the 
pandemic might send less incentives for infringing acts. 
Decreased purchasing power might also be a factor 
that held back counterfeit productions. In addition, 
travel restrictions and virus prevention measures 
might make it more difficult to produce and distribute 
counterfeits,” said Cai.

“It might be possible that because of low purchasing 
power around the world due to the pandemic, there 
could be less IP infringements in terms of counterfeit 
products of Olympics-related merchandise and there 
is a huge possibility of low sales of souvenir items 
and/or less products in the market carrying Olympic 
symbols,” said Sahoo.

Virna Emeline Z. Caringal-Divino, head of the 
trademark group at Ortega, Bacorro, Odulio, Calma & 
Carbonell in Manila, agrees that current developments 
offer less impetus for would-be infringers. However, 
she underscored the fact that the immense popularity 
of the Games cannot be overlooked.

“One cannot underestimate the popularity of 
the Games. There are still millions of sports fans who 
will follow it on television and other media. Hence, I 

believe there will still be infringement by enterprising 
persons and entities who will find a way to generate 
interest in Olympics-related merchandise and attempt 
to lure purchasers online. I imagine, though, that 
the IOC, Japanese Olympic Committee and all allied 
organizations are undertaking strict monitoring 
activities to minimize, if not eliminate, infringement,” 
Caringal-Divino said.

For Nikhil Srivastava, senior associate at Selvam & 
Selvam in Chennai, the fact that pirated merchandise is 
far less expensive and more easily available than official 
branded merchandise, especially in less-developed 
countries, means that weak purchasing power may 
actually lead to more infringement activities. 

The same holds true in terms of access to the 
official Olympics broadcast, he added.

Ambush marketing: Rule 40 of the Olympic Charter
Another form of IP infringement is ambush marketing. 

It is the practice of unofficially associating a brand 
or trademark with the quadrennial event even when the 
brand is not an official Olympics sponsor. One example 
is by greeting an Olympic athlete sponsored by the 
company and showing its trademark in connection 
with any symbol or word representing the Olympics. 
Another is by using official Olympic hashtags.

Cai said that, as with counterfeiting, travel 
restrictions and virus prevention measures may make 
onsite ambush marketing harder to carry out in Tokyo. 

To curb ambush marketing during the Olympic 
Games and preserve the exclusivity provided to official 
sponsors, the IOC implemented by-law Rule 40 of the 
Olympic Charter. 

Under Rule 40, only official sponsors of the 
Olympics may use its IP beginning nine days before the 
opening ceremony until three days after the closing 
ceremony. This means that during this blackout 
period – also called the Rule 40 Period – non-sponsors 
cannot send messages to or congratulate Olympic 
athletes on social media or through advertisements, 
with official hashtags, Olympic symbols and all. 
Only official sponsors, who paid a kingly sum for the 
privilege, can do that. 

Due diligence is already undertaken early on to 
protect official sponsors from ambush marketers. 

“[Host city] applicants have been asked to confirm 
what options they have already secured over advertising 
space within a 500 meter radius of proposed venue 
sites and on public transport, almost a decade ahead 
of time,” Sahoo explained. “If the IOC is dissatisfied 
with any of this, the potential host will simply be left 
on the starting blocks. In addition to governmental 
protections, ticketing terms and conditions are 
required to draft to permit the hosts to eject spectators 
from inside venues should they be suspected of 
participating in ambush marketing initiatives.”

For Tokyo 2020, the Japanese government and 
the Tokyo Organizing Committee have, through the 
Host City Contract and Marketing Plan, committed to 
prevent and battle trap ambush marketing during the 
Games. 
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"All hopeful hosts 
of the Olympics and 

Paralympic Games have 
to provide extensive 

governmental assurances 
that they will protect 

the International 
Olympic 

Committee’s IP, 
already some of 
the most legally-
protected IPs in 

the world."
—SUDHANSU SAHOO, 

legal associate, Khurana & 
Khurana, New Delhi

"Reduced interest on 
the Games during 

the pandemic might 
send less incentives 

for infringing 
acts. In 

addition, travel 
restrictions and 
virus prevention 
measures might 

make it more difficult to 
produce and distribute 

counterfeits."
—GUO CAI, partner, Jin Mao Law 

Firm, Shanghai, and a professional 
volunteer at the 2008 Beijing Olympics

"There is a shared 
responsibility 

between personal 
sponsors and 

athletes for ambush 
marketing. Violations 

may jeopardize the 
athlete’s Games 
eligibility and 

sponsors risk not 
being granted 

permission for 
future Games."

—VIRNA EMELINE Z. 
CARINGAL-DIVINO, 
head of trademarks, Ortega, 
Bacorro, Odulio, Calma & 

Carbonell, Manila

"I think that the attractivity 
or values of these IPs are 

really declining. Not only the 
sponsors of the Tokyo 2020 
Games, but also the non-
sponsors aren’t trying to 

utilize these IPs, so I think 
infringement regarding 

these IPs is less common 
this year."

—TAISUKE MATSUMOTO, attorney-at-law, 
Field-R Law Offices, Tokyo, and an associate 

professor at Waseda University’s Faculty of 
Sport Sciences

"Protecting IP is only half the 
battle. Enforcing it is often 

the more difficult part. 
While rights holders are 
constantly evolving and 

improving their protection 
mechanisms, 

infringers are also 
getting better at 
doing what they 

do." 
—NIKHIL SRIVASTAVA, 

senior associate, Selvam & Selvam, 
Chennai

"The question to be answered 
is how aggressively the JOC, 

Japanese government and 
associated brand owners 

will enforce the existing law 
against ambush marketers 

and counterfeiters. The 
law is there. Action will 
be needed to enforce it."

—CLARK LACKERT, shareholder, Carlton 
Fields, New York, and IP counsel for New York 
City’s bid to host the 2012 Summer Olympics
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But Sahoo has some reservations.
Citing social media and the entire online space 

as fixtures of the modern world, he said: “Even though 
Twitter and Facebook have maintained the status that 
‘If you are not an official sponsor, then don’t try to 
advertise by using any connection to Olympics’ and 
have guidelines for the same, this however has not 
worked as being the best deterrent for brands.”

At the same time, though, Sahoo admitted 
that some brands have pushed back some of their 
advertisements after the Games were cancelled in 2020 
and re-scheduled this year.

“With these protectionist measures of the IOC 
and Tokyo Organizing Committee, absence of physical 
audience, lack of interest shown by the citizens of 
Japan and the overall resentment for the Games owing 
to the pandemic,” said Sahoo, “it can be concluded that 
less IP infringement cases are to be expected this year.”

Taisuke Matsumoto, an attorney-at-law at Field-R 
Law Offices in Tokyo and an associate professor at 
Waseda University’s Faculty of Sport Sciences, agrees 
with Sahoo. 

“I think that the attractivity or values of these 
IPs are really declining,” said Matsumoto. “Although 
the IOC has announced that Covid-19 vaccines will be 
provided to all Olympians who will participate in the 
Tokyo 2020 Games, the Japan Government couldn’t 
secure enough of the vaccines for the Japanese citizens 
until now. Now the Organizing Committee is still 
recruiting volunteer doctors and clinical nurses for the 
Games,” he said. “Not only the sponsors of the Tokyo 
2020 Games, but also the non-sponsors aren’t trying 
to utilize these IPs, so I think infringement regarding 
these IPs is less common this year.”

Relaxing Rule 40 restrictions 
Some countries have relaxed the Rule 40 restrictions for 
their athletes headed for Tokyo, where the Paralympic 
Games will also be staged. The United States is one of 
them. 

Relaxing the restrictions means that during the 
Rule 40 Period, the following will be allowed within 
specific parameters: Olympic athletes’ personal 
sponsors (but not official sponsors) congratulating/
greeting the athlete on the brand’s social media 
page and corporate website and engaging in generic 

advertising; and the athletes publicly thanking their 
sponsors on social media and websites. But, first, the 
personal sponsor should be registered with the U.S. 
Olympic and Paralympic Committee (USOPC) via an 
online portal.

“This commitment renders to be more efficient 
towards curbing ambush marketing as it offers greater 
protection to its registrations than what the IP laws 
provide,” said Sahoo.

“What I understand is that now, there is a shared 
responsibility between personal sponsors and athletes 
for ambush marketing. Violations may jeopardize the 
athlete’s Games eligibility and for the sponsors, they 
risk cancellation of the Rule 40 permission or not being 
granted permission for future Games, not to mention 
liability for damages,” said Caringal-Divino.

 “Whether or not the USOPC relaxed the Rule 
40 restrictions, the fact remains there are stringent 
rules on marketing under Rule 40, whether generic 
marketing or athlete-focused. Olympic and Paralympic 
IP can only be used commercially by official Games or 
Team USA sponsors. Therefore, the IP protection will 
still be very strong this year,” she added.

As for the Japan Olympic Committee ( JOC), 
Matsumoto said: “The JOC guideline for Rule 40 for 
the Tokyo 2020 Games hasn’t relaxed enough and 
has some problems. This guideline allows the non-
sponsor to utilize ‘olympian’ or ‘paralympian’ for their 
advertisement during the Tokyo 2020 period, but there 
are still many restrictions. In this guideline, there are 
no permitted cases shown like the USOPC guidelines, 
so it is uncertain for non-sponsors to utilize ‘olympian’ 
or ‘paralympian’ during the Tokyo 2020 period.”

After IP protection, comes enforcement
Whether there will be less incidents of IP infringement 
is difficult to say, said Srivastava. 

“I will point out that protecting IP is only half 
the battle. Enforcing it is often the more difficult 
part. While rights holders are constantly evolving and 
improving their protection mechanisms, infringers are 
also getting better at doing what they do,” he explained. 
“Piracy, infringement, ambush marketing – all of 
these may still happen even with the most robust IP 
protection systems in place.”

“The question to be answered now, is how 

C O V E R  S T O R Y
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aggressive the JOC, Japanese government and the 
associated brand owners will enforce the existing law 
against ambush marketers and counterfeiters,” said 
Lackert. “The law is there. Action will be needed to 
enforce it.”

It isn’t only in Japan where enforcement should 
be undertaken, of course. The Games, held in modern 
times since 1896, has an enormous audience and fan 
base around the world. And this, certainly makes things 
harder.

“The logistics issues involved in prosecuting 
infringers across various jurisdictions further add 
to the difficulty in enforcing the IP of the Olympics,” 
said Srivastava. “Having said this, I have seen that the 
IOC is quite vigilant in protecting its IP in India, so I 
imagine that they would have a similar approach in 
other jurisdictions as well.”

In the case of China, Cai expects less infringement 
acts to occur due to amendments in the PRC Copyright 
Law in December 2020 and the issuance of the Supreme 
People’s Court Opinions on Toughening Up Sanctions 
on Infringements of IP Rights Pursuant to Law (SPC 
Opinions on IP Rights) in September 2020.

To take effect on June 1, 2021, the PRC Copyright 
Law expands the scope of ‘works’ at legislative level by 
introducing ‘audiovisual works’ which include sports 
broadcasts. Whether live, delayed or on-demand, 
sports broadcasts now fall under the newly-added 
‘audiovisual works’ category of the legislation and are 
now entitled to copyright protection.

Meanwhile, the SPC Opinions on IP Rights aims 
to work particularly against infringements of IP owned 
by “renowned brands and popular programmes, 
etc.” The SPC ordered People’s Courts at all levels to 
immediately review injunction applications and raise 
the compensation for IP infringement.

“Unauthorized streaming of sport events used 
to be rampant because the cost for infringement was 
so low, yet the process for enforcing any degree of 
protection could run so long,” said Cai. “In conclusion, 
the amendment to the PRC Copyright Law and the SPC 
Opinions on IP Rights represented remarkable steps 
forward for protection of IP rights derived from sport 
events, thus expected to deter at least to some extent 
IP infringement in connection with the Olympics since 
the Tokyo Games.”

Or would they? The combination of Covid-19 
developments and technology trends seem to be 
steering us toward different directions, providing us 
with opposing answers to our questions.

But as Lackert said, the question really is how 
aggressive the JOC, government and brand owners will 
be when it comes to enforcement.

“We can only determine the result of these efforts,” 
said Lackert, “as we move forward in September 2021 
for the Paris Olympics in 2024.”

Until then, we can only wait and see if the gold 
for IP protection, and enforcement, would have been 
won. AIP
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O ver the past 12 months, several Asia-Pacific 
jurisdictions have had important law 
amendments with respect to trademark 

enforcement.
In China, the Interpretation of the Supreme 

People’s Court on Several Issues Concerning the 
Application of the Law in Civil Disputes Concerning 
Trademarks (effective January 1, 2021), toughens 
up the fight against trademark infringement. “For 
example, the statute of limitations of trademark 
infringement has been revised from two to three years, 
which extends the retroactive period for infringing 
acts; and, the degree of fault of the infringer is now 
taken into consideration to determine the amount 
of compensation and punitive damages,” says Xia 

Trademark lawyers across Asia and the Pacific speak with 
Johnny Chan about the latest legislative changes in their 

jurisdictions, as well as the best tips on devising appropriate 
enforcement strategies before, during and after trials.

TRADEMARKS
Updates to trademark 

enforcement in Asia-Pacific

F E A T U R E S

Zheng, president at AFD China in Beijing. “Similarly, 
in the Interpretation of the Supreme People’s Court 
Concerning the Implementation of Punitive Damages in 
Civil Disputes Concerning Infringement of Intellectual 
Property Rights (effective March 3, 2021), there are 
specific provisions concerning the criteria of punitive 
damages, i.e. the degree of subjective malignancy, the 
seriousness of circumstances and the computational 
cardinal number of compensation.”

In South Korea, “it will unarguably be the newly 
introduced punitive damages which increase up to 
three times the amount found or assessed for malicious 
or intentional trademark infringement,” says Yung 
Joon Kwon, managing partner at Kwon & Kim Patent & 
Trademark Attorneys in Seoul. “That went into law by 
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Congress on September 24, 2020, and has been in force 
since October 20, 2020.”

The statutory remedy has been increased to 100 
million (US$88,800) for trademark infringement and to 

300 million (US$266,000) for malicious or intentional 
trademark infringement, says Kwon.

The new law stipulates that the following are to be 
considered for evaluating the punitive remedies: 

a) Damage of distinctiveness or reputation of the 
trademark caused by such infringement;

b) Awareness of concern over intent or possible 
loss; 

c) Severity of the damage to the trademark 
holder or exclusive licensee caused by such 
infringement;

d) Economic benefits the infringer has obtained;
e) Duration, frequency, etc. of such infringement;
f) Fines for such infringement;
g) Property of the infringer; and
h) Efforts made by the infringer for remedies.

“The increased level of statutory remedy will 
be the enhanced resort for right holders as they can 
ensure a sort of minimum monetary remedy, even 
when they have difficulty in proving the economic 
benefits infringers have obtained without the discovery 
system,” Kwon says. “Right holders have very limited 
access to the financial materials of infringement 
activities.”

“A US-like discovery has not been introduced 
into Korean IP litigation, which still brings difficulties 

in proving actual damages in courts to right owners. 
And the remedy amount may not be sufficient to 
make up for the actual damages that would be 
granted,” he says. “If it could be proved, such dramatic 
changes in monetary remedies against trademark 
infringers will surely motivate right owners to initiate 
enforcement litigations. As much as it does, suspected 
infringers could still be more careful and aggressive 
in negotiating. In any event, it can be concluded that 
enforcing trademark in Korea becomes more worthy 
now than ever before.”

Vietnam has also had three significant 
developments recently related to the new Decree 
98/2020/ND-CP: namely, on the penalties for 
administrative violations in commercial activities; the 
production of and trading in counterfeit or banned 
goods; and protection of consumer rights which 
came into force on October 15, 2020, says Manh Hung 
Tran, head of the IP practice and managing partner of 
Baker McKenzie Vietnam in Ho Chi Minh City. “These 
changes have been made to increase enforcement 
and criminalize counterfeiting or banned goods, as 
an indirect way to enhance consumer rights. The 
thresholds for financial penalties on illegally imported 
goods were also raised, signifying a tougher stand to 
protect commercial IP.”

On the other hand, Australia did not implement 
any significant legal amendments with respect to 
trademark enforcement over the past 12 months, but 
during this period, IP owners were able to experience 
the impact of the key amendments that came into 
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"In Thailand, damages 
awarded by courts tend 
to be low as they only 

award actual provable 
damages – which are 
the challenging part 

for trademark holders. 
The upside to this is 

that it is usually not 
challenging to recover 

damages awarded."
—SAY SUJINTAYA, head of IP, Baker 

McKenzie, Bangkok

"In China, the 
statute of limitations 

of trademark 
infringement has been 
revised from two to 

three years, and 
the degree of fault 

of the infringer 
is now taken into 

consideration 
to determine 

the amount of 
compensation and 
punitive damages."

—XIA ZHENG, president, 
AFD China, Beijing

"A US-like 
discovery 

has not been 
introduced 

into Korean IP 
litigation, which 

still brings 
difficulties in 

proving actual 
damages in 
courts to right owners. 

And the remedy amount 
may not be sufficient to 
make up for the actual 
damages that would be 

granted." 
—YUNG JOON KWON, 

managing partner, Kwon & Kim Patent  
& Trademark Attorneys, Seoul

"These changes in Vietnam 
have been made to 

increase enforcement and 
criminalize counterfeiting 
or banned goods, as an 
indirect way to enhance 

consumer rights. The 
thresholds for financial 

penalties on illegally 
imported goods were 

also raised, signifying a 
tougher stand to protect 

commercial IP."
—MANH HUNG TRAN, head of IP practice 
and managing partner, Baker McKenzie Vietnam, 

Ho Chi Minh City

"The breadth of this new 
defence and its impact 

beyond genuine (parallel 
imported) goods is having 

major implications for 
brand owners, impeding 
trademark enforcement 
activities and expanding 

unauthorized trade 
channels into 

Australia."
—ELIZABETH WHITE, partner, 

Baker McKenzie, Sydney

"It is quite challenging 
to recover damages from 

infringers despite awarded 
from courts. This is 

generally because many of 
the IP cases are against 

parties that have 
small operations 
and they generally 

move from 
their original 

addresses soon 
after the cases 

are filed."
—RACHNA BAKHRU, 

partner, RNA, Technology 
and IP Attorneys, Gurugram
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force in late 2018, namely: a) reducing the grace period 
for non-use applications from five to three years; 
and b) introduction of a new defence to trademark 
infringement intended to clearly and expressly permit 
the importation and sale of parallel (grey) goods (Trade 
Marks Act 1994, section 122A), says Elizabeth White, a 
partner at Baker McKenzie in Sydney. “The defence 
applies in circumstances where a reasonable person 
making reasonable enquiries would have concluded 
that trademarks have been applied to the goods with 
the consent of the trademark owner, e.g. where a 
certificate of authenticity is provided by the supplier. 
The breadth this defence and its impact beyond genuine 
(parallel imported) goods is having major implications 
for brand owners, impeding trademark enforcement 
activities and expanding unauthorized trade channels 
into Australia.”

Forum shopping
While not all jurisdictions allow lawyers to choose 
litigation venues, those in the places that can might 
want to learn from an Indian lawyer below to increase 
their chances of winning.

Selecting the venue for upcoming litigation is 
dependent on several factors, both legal and practical, 
says Rachna Bakhru, a partner at RNA, Technology and 
IP Attorneys in Gurugram. “From a legal perspective, 
the courts’ jurisdiction is decided on three counts 
– territorial, pecuniary and the subject matter. In 
selecting the venue, one would consider whether the 
court is likely to grant quick interim injunction and 
possibly an ex parte interim injunction. Has the court 
heard cases of similar nature? Are you likely to face 
territorial jurisdiction objection, if you are doing forum 
shopping? If such an objection is raised, do we have 
good precedents to rely upon? If no ex parte injunction 
is granted, what is the pendency of cases and how long 
will it take for a matter to mature for hearing after 
parties have filed their replies.”

With IP being part of the Commercial Courts Act, 
each district has appointed commercial judges to hear 
the cases. “At the same time the High Courts at Delhi, 
Bombay and Kolkata can act as court of first instance or 
take fresh IP cases. Thus, that is another consideration 
when selecting the venue as many IP cases do come up 
before the High Court,” Bakhru says. “To invoke the 
High Courts’ jurisdiction, a plaintiff needs to claim 
monetary loss or damages of Rs20 million (US$285,700) 
or more and pay the court fee of 1 percent, and satisfy 
the territorial infringement aspect as well.”

Chasing invoices
As many who have won trademark lawsuits would 
agree that recovering damages from infringers is often 
a forgotten challenge, lawyers we spoke with shared 
their tactics on attaining the awarded relief.

“It is indeed quite challenging to recover damages 
from infringers despite awarded from courts. This is 
generally because many of the IP cases are against 
parties that have small operations and they generally 
move from their original addresses soon after the 

cases are filed. Also, they do not maintain proper 
accounts and sales records, which make calculation 
of damages difficult,” Bakhru says. “Before the 
Commercial Courts Act came into effect, there were 
no discovery provisions, so finding information about 
movable and immovable assets of defendants would 
be a daunting task.”

If an infringer fails to respect the court order 
and comply, the legal options available are to institute 
proceedings for contempt of court during the pendency 
of proceedings. “Once the final decree is passed, it can 
be executed to recover the cost and damages awarded. 
As part of the execution of decree, the plaintiff can 
apply for the attachment of defendant’s movable and 
immovable property to recover the amount,” she says. 
“However, in practice, the out-of-court settlement 
works better and is quicker. Execution of a decree is 
similar to bringing a fresh lawsuit, so it can be time 
consuming and expensive.”

“We have successfully recovered damages from 
infringers by engaging them into negotiations directly 
and through court appointed mediators,” she adds. “So 
instead of pursuing the matter to full trial which can 
be time consuming and expensive, it is better to have 
settlement arrived soon after the goods are seized and 
an injunction is granted by the court.”

Say Sujintaya, head of IP at Baker McKenzie in 
Bangkok, agrees that civil litigation for trademark 
infringement can be lengthy and costly, not to mention 
that it is uncommon. “More importantly, damages 
awarded by courts tend to be low as they only award 
actual provable damages – which are the challenging 
part for trademark holders. The upside to this is that it 
is usually not challenging to recover damages awarded.” 

Nevertheless, if there are any concerns over the 
defendant paying damages, it is possible to obtain a 
freeze order to ensure that the defendant does not 
transfer his/her assets to avoid paying. “The plaintiff 
may file an ex parte petition requesting a preliminary 
injunction on the same day that the civil complaint 
is filed or at any time before the court renders a 
decision. The injunction serves to temporarily freeze 
the defendant’s assets if it appears that the defendant 
intends to remove, transfer, sell or dispose of such 
assets with the intention of avoiding enforcement of 
the court’s judgment,” Sujintaya says. “While the law 
provides this as a way to guarantee the defendant 
will pay damages, in practice, it is very difficult to 
convince the court to grant this freeze order as the 
burden of proving the defendant’s intentions lies with 
the plaintiff.”

The other incentive for a defendant to promptly 
pay damages, is that a court will usually impose an 
interest payment at a rate of 7.5 percent per year from 
the date the civil complaint is filed until the defendant 
pays in full in its judgment, she says. “Of course, if the 
defendant intentionally refuses to pay the damages, 
that could constitute another offense in relation to 
fraud for which the plaintiff can take a separate legal 
action against.” AIP
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THE 2021 ASIA IP
T R A D E M A R K  S U R V E Y  R A N K I N G S

T R A D E M A R K  P R O S E C U T I O N TIER

Davies Collison Cave 1
FB Rice 1
Phillips Ormonde Fitzpatrick 1
Shelston IP 1
Spruson & Ferguson 1
Ashurst 2
Baker McKenzie 2
Corrs Chambers Westgarth 2
Griffith Hack 2
Herbert Smith Freehills 2

A U S T R A L I A

T R A D E M A R K S TIER

Bepary & Bepary 1
Doulah & Doulah 1
Dr Kamal Hossain & Associates 1
Remfry & Son 1
Advocates IP Law Alliance 1
Attorneys & Associates of IP Laws 2
Islam & Co 2
KA Bari & Co 2
FM Associates 2
H & H Company 2

B A N G L A D E S H

T R A D E M A R K S TIER

Abacus IP 1
BNG Legal 1
Bun & Associates 1
Sok Siphana & Associates 1
Tilleke & Gibbins 1
Bou Nou Ouk & Partners 2
HBS Law 2
KhmerLex Legal Solutions 2
Kimly IP Service 2
Pich & Partners 2

C A M B O D I A

T R A D E M A R K S TIER

Abraham, Davidson & Co 1
Ahmad Isa & Partners 1
CCW Partnership 1
Dr Colin Ong Legal Services 1
Cheok Advocates & Solicitors 2
HEP Law Office 2
Mirandah Asia 2
Y.C. Lee & Lee 2
Yusof Halim & Partners 2

B R U N E I

T R A D E M A R K  C O N T E N T I O U S TIER

Allens 1
Ashurst 1
Corrs Chambers Westgarth 1
Herbert Smith Freehills 1
King & Wood Mallesons 1
Baker McKenzie 2
Clayton Utz 2
Davies Collison Cave 2
Gilbert + Tobin 2
Shelston IP 2
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F E A T U R E S

T R A D E M A R K  C O N T E N T I O U S TIER

CCPIT Patent and Trademark Law Office 1
Fangda Partners 1
King & Wood Mallesons 1
Liu, Shen & Associates 1
Unitalen Attorneys at Law 1
Advance China IP 2
East & Concord Partners 2
Kangxin Partners 2
NTD Intellectual Property Attorneys  2
Wanhuida Intellectual Property 2

T R A D E M A R K  C O N T E N T I O U S TIER

Baker McKenzie 1
Bird & Bird 1
Deacons 1
Mayer Brown 1
Robin Bridge & John Liu 1
ELLALAN 2
Hogan Lovells 2
Rouse 2
SIPS 2
Wilkinson & Grist 2

T R A D E M A R K  P R O S E C U T I O N TIER

Advance China IP 1
CCPIT Patent and Trademark Law Office 1
King & Wood Mallesons 1
NTD Intellectual Property Attorneys 1
Unitalen Attorneys at Law 1
AFD China Intellectual Property 2
Ge Cheng & Co 2
GoldenGate Lawyers 2
Jadong IP 2
Liu, Shen & Associates 2

T R A D E M A R K  P R O S E C U T I O N TIER

Baker McKenzie 1
Deacons 1
Marks & Clerk 1
Spruson & Ferguson 1
Wilkinson & Grist 1
Bird & Bird 2
Hogan Lovells 2
Mayer Brown 2
Robin Bridge & John Liu 2
SIPS 2

T R A D E M A R K  P R O S E C U T I O N TIER

Anand and Anand 1
K&S Partners 1
LexOrbis 1
Rahul Chaudhry & Partners 1
Remfry & Sagar 1
Inttl Advocare 2
Krishna & Saurastri Associates 2
Lall & Sethi 2
RK Dewan & Co 2
Singh & Singh 2

C H I N A

H O N G  K O N G

I N D I A
T R A D E M A R K  C O N T E N T I O U S TIER

Anand and Anand 1
K&S Partners 1
Lall & Sethi 1
Rahul Chaudhry & Partners 1
Remfry & Sagar 1
Inttl Advocare 2
RK Dewan & Co 2
RNA, Technology and IP Attorneys 2
Saikrishna & Associates 2
Singh & Singh 2
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F E A T U R E S

T R A D E M A R K  C O N T E N T I O U S TIER

HHP Law Firm 1
Januar Jahja & Partners 1
K&K Advocates 1
Rouse (in association with Suryomurcito 
& Co)

1

SKC Law 1
AMR Partnership 2
Inter Patent Office 2
Nurmansyah Advocates 2
Pacific Patent Multiglobal 2
Tilleke & Gibbins 2

T R A D E M A R K  C O N T E N T I O U S TIER

Kubota 1
Nakamura & Partners 1
Ohno & Partners 1
TMI Associates 1
Yuasa and Hara 1
Abe, Ikubo & Katayama 2
Anderson Mori & Tomotsune 2
Kyowa Patent and Law Office 2
Mori Hamada & Matsumoto 2
Nishimura & Asahi 2

T R A D E M A R K  P R O S E C U T I O N TIER

Asamura Patent Office 1
Nakamura & Partners 1
Sugimura & Partners 1
TMI Associates 1
Yuasa and Hara 1
Aoyama & Partners 2
Ryuka IP Law Firm 2
Seiwa Patent & Law 2
Shiga International Patent Office 2
Soei Patent & Law Firm 2

T R A D E M A R K  P R O S E C U T I O N TIER

Biro Oktroi Roosseno 1
HHP Law Firm 1
Januar Jahja & Partners 1
Rouse (in association with Suryomurcito 
& Co)

1

SKC Law 1
Acemark 2
AMR Partnership 2
Inter Patent Office 2
K&K Advocates 2
Pacific Patent Multiglobal 2

I N D O N E S I A

J A P A N

T R A D E M A R K S TIER

Kenfox IP & Law Office 1
Lao Interconsult 1
Lao IP Agency 1
Tilleke & Gibbins 1
ZICO Law (Laos) 1
DFDL 2
Lao Law & Consultancy 2
Rajah & Tann 2
Vientiane International Law Co. 2
VNA Legal 2

T R A D E M A R K S TIER

BN Intellectual Property Services 1
C&C Lawyers 1
DSL Lawyers 1
MdME Lawyers 1
RPmacau Intellectual Property Services 1
FCLaw 2
Jorge Neto Valente 2
Manuela António Lawyers and Notaries 2
Nuno Simões & Associados 2
Riquito Advogados 2

L A O S M A C A U
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F E A T U R E S

T R A D E M A R K  C O N T E N T I O U S TIER

Rahmat Lim & Partners 1
Shearn Delamore & Co 1
Skrine 1
Wong & Partners 1
Wong Jin Nee & Teo 1
Law Partnership 2
Lee Hishammuddin Allen & Gledhill 2
Shook Lin & Bok 2
Tay & Partners 2
Zaid Ibrahim & Co 2

T R A D E M A R K  C O N T E N T I O U S TIER

AJ Park 1
Buddle Findlay 1
Dentons Kensington Swan 1
James & Wells 1
Simpson Grierson 1
Bell Gully 2
Chapman Tripp 2
Ellis Terry 2
Hudson Gavin Martin 2
Minter Ellison Rudd Watts 2

T R A D E M A R K  P R O S E C U T I O N TIER

Henry Goh & Co 1
Marks & Clerk 1
Shearn Delamore & Co 1
Skrine 1
Wong & Partners 1
Advanz Fidelis IP 2
Mirandah Asia 2
Raja, Darryl & Loh 2
Wong Jin Nee & Teo 2
Zaid Ibrahim & Co 2

T R A D E M A R K  P R O S E C U T I O N TIER

AJ Park 1
Dentons Kensington Swan 1
Ellis Terry 1
Henry Hughes Intellectual Property 1
James & Wells 1
Buddle Findlay 2
Chapman Tripp 2
Hudson Gavin Martin 2
Minter Ellison Rudd Watts 2
Simpson Grierson 2

M A L A Y S I A

N E W  Z E A L A N D

T R A D E M A R K S TIER

Khine Khine U 1
Rouse 1
Tilleke & Gibbins 1
U Myint Lwin Law Office 1
U Nyunt Tin Associates 1
Kelvin Chia Yangon 2
LawPlus Myanmar 2
MN Associates 2
The Law Chambers 2
ZICO Law Myanmar 2

M Y A N M A R
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T R A D E M A R K  C O N T E N T I O U S TIER

ACCRALaw 1
Cruz Marcelo & Tenefrancia 1
Quisumbing Torres 1
Romulo Mabanta Buenaventura Sayoc & 
De Los Angeles

1

SyCip Salazar Hernandez & Gatmaitan 1
Baranda & Associates 2
Betita Cabilao Casuela Sarmiento 2
Hechanova Group 2
Sapalo Velez Bundang & Bulilan 2
Federis & Associates 2

T R A D E M A R K  C O N T E N T I O U S TIER

Allen & Gledhill 1
Amica Law 1
Baker McKenzie Wong & Leow 1
Bird & Bird ATMD 1
Drew & Napier 1
Dentons Rodyk & Davidson 2
Donaldson & Burkinshaw 2
Lee & Lee 2
Rajah & Tann 2
Ravindran Associates 2

T R A D E M A R K  P R O S E C U T I O N TIER

ACCRALaw 1
Baranda & Associates 1
Hechanova Group 1
Quisumbing Torres 1
SyCip Salazar Hernandez & Gatmaitan 1
Bengzon Negre Untalan 2
Castillo Laman Tan Pantaleon & San Jose 2
Cruz Marcelo & Tenefrancia 2
Poblador Bautista & Reyes 2
Romulo Mabanta Buenaventura Sayoc & 
De Los Angeles

2

T R A D E M A R K  P R O S E C U T I O N TIER

Allen & Gledhill 1
Amica Law 1
Baker McKenzie Wong & Leow 1
Bird & Bird ATMD 1
Drew & Napier 1
Dentons Rodyk & Davidson 2
Donaldson & Burkinshaw 2
Ella Cheong 2
Marks & Clerk 2
Mirandah Asia 2

P H I L I P P I N E S

S I N G A P O R E

T R A D E M A R K S TIER

Ali & Associates 1
Bharucha & Co 1
Sheikh Brothers 1
United Trademark & Patent Services 1
Vellani & Vellani 1
Abu-Ghazaleh Intellectual Property 2
Irfan & Irfan 2
Khursheed Khan 2
Remfry & Son 2
Surridge & Beecheno 2

P A K I S T A N
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F E A T U R E S

S O U T H  K O R E A

T R A D E M A R K S TIER

DL & F De Saram 1
FJ & G de Saram 1
John Wilson Partners 1
Julius & Creasy 1
Sudath Perera Associates 1
Neelakandan & Neelakandan 2
Nithi Murugesu 2
Nithya Partners 2
Shaam & Associates 2
Tiruchelvam Associates 2

S R I  L A N K A

T R A D E M A R K  C O N T E N T I O U S TIER

Baker McKenzie 1
Lee and Li 1
Tai E International Patent & Law Office 1
TIPLO 1
Tsar & Tsai 1
Eiger 2
Formosa Transnational 2
Saint Island International Patent & Law 
Offices

2

Tsai, Lee & Chen 2
Winkler Partners 2

T R A D E M A R K  P R O S E C U T I O N TIER

Lee and Li 1
Saint Island International Patent & Law 
Offices

1

Tai E International Patent & Law Office 1
TIPLO 1
Tsar & Tsai 1
Eiger 2
Giant Group 2
Louis International Patent Office 2
Rich IP & Co 2
Tsai, Lee & Chen 2

T A I W A N

T R A D E M A R K  C O N T E N T I O U S TIER

Cho & Partners 1
Kim & Chang 1
Lee & Ko 1
Lee International IP & Law 1
Yulchon 1
Bae, Kim & Lee 2
Barun IP & Law 2
FirstLaw P.C. 2
Shin & Kim 2
Yoon & Yang 2

T R A D E M A R K  P R O S E C U T I O N TIER

Cho & Partners 1
FirstLaw P.C. 1
Kim & Chang 1
You Me Patent & Law Firm 1
Y.P. Lee, Mock & Partners 1
Bae, Kim & Lee 2
Lee & Ko 2
Lee International IP & Law 2
Shin & Kim 2
Yoon & Yang 2
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F E A T U R E S

T R A D E M A R K  C O N T E N T I O U S TIER

Baker McKenzie 1
Domnern Somgiat & Boonma 1
Rouse 1
Satyapon & Partners 1
Tilleke & Gibbins 1
Ananda Intellectual Property 2
SCL Nishimura & Asahi 2
ILCT 2
LawPlus 2
ZICO Law 2

T R A D E M A R K  C O N T E N T I O U S TIER

Baker McKenzie 1
Pham & Associates 1
Rouse 1
Tilleke & Gibbins 1
Vision & Associates 1
Ageless IP Attorneys & Consultants 2
Aliat Legal 2
D&N International 2
Hogan Lovells 2
Schmitt & Orlov 2

T R A D E M A R K  P R O S E C U T I O N TIER

Ananda Intellectual Property 1
Baker McKenzie 1
Domnern Somgiat & Boonma 1
Satyapon & Partners 1
Tilleke & Gibbins 1
Dej-Udom & Associates 2
ILCT 2
LawPlus 2
Rouse 2
SCL Nishimura & Asahi 2

T R A D E M A R K  P R O S E C U T I O N TIER

Ageless IP Attorneys & Consultants 1
Baker McKenzie 1
Pham & Associates 1
Tilleke & Gibbins 1
Vision & Associates 1
D&N International 2
Hogan Lovells 2
Rouse 2
Schmitt & Orlov 2
T&T Invenmark 2

T H A I L A N D

V I E T N A M
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T he purpose of the intellectual property system 
is to encourage innovation, and to promote 
scientific and technological innovation 

into realistic productivity. Trademarks have the 
characteristics of exclusiveness; without the consent 
of the trademark owner, nobody may use a trademark 
registered by others. As the commercial value of 
trademarks is infinite, they have become an integral part 
of an enterprise’s intangible assets. In the increasingly 
fierce competition in the market today, the role of the 
trademark in the market competition has increasingly 
attracted people’s attention. However, because the 

In today’s fierce competition among brands, the role of the 
trademark has increasingly attracted people’s attention. However, 

because the trademark right is exclusive, some parties want to 
register a trademark not for the actual commercial use; instead, 
they want to take advantage of the trademark’s exclusiveness to 
obtain illegal benefits. Bin Zhang and Lei Fu provide tactics and 

strategies against such abuse of trademark rights.

F E A T U R E S

trademark right is exclusive, some parties want to 
register a trademark not for the actual commercial use; 
instead, they just want to take advantage the nature of 
the trademark’s exclusiveness to obtain illegal benefits.

In accordance with the Trademark Law of the 
PRC, a trademark registrant shall have the right to 
exclusively use a registered trademark. It is natural 
and legal that a registrant determines the trademark 
protection scope and takes actions to protect trademark 
rights based on trademark information recorded on 
the trademark registration certificates. However, there 
have been abuses of trademark rights, which may cause 

STRATEGIES AGAINST ABUSE 
OF TRADEMARK RIGHTS
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suspension of production, breach of contract and other 
property losses as well as non-property losses such as 
loss of business opportunities and damage to goodwill 
of parties in good faith. 

For victims of the abuse of trademark rights, 
actions could be taken to protect their legal rights 
and interests, either to defend or to initiate litigation 
against the abuse of their rights. The legal basis for 
taking actions against abuse of trademark rights is the 
“principle of good faith” as regulated in Article 7 of Civil 
Code. Also in China’s Civil Code, Article 132 requires 
that “the parties shall not abuse civil rights to damage 
the national interest, public interest, or the lawful 
rights and interests of any other person.”

In judicial practice, the Supreme People’s Court 
(SPC) confirmed in Guiding Case No. 82, Wang Suiyong 
v. Shenzhen Gelisi Clothing Co., Ltd. et.al. (the Gelisi 
case), that “abuse of trademark right” could be a 
defense against trademark infringement claims. The 
Supreme People’s Court pointed out that the “principle 
of good faith” is the basic criterion that all participants 
in commercial activities should follow. The act that 
violates the purpose and spirit of the law, aims at 
damaging others’ legitimate rights and interests, 
obtains and exercises rights in bad faith, and disrupts 
fair competition in the market is an abuse of right; the 
related claims should not be protected and supported 
by the law. Based on the recent judgments, especially 
the judgment issued by the Supreme People’s Court, it 
is summarized that the key points of defense against 
abuse of trademark rights include: the defendant’s 
lawful prior rights; the defendant’s legitimacy of use, 
the distinctiveness and reputation of the defendant’s 
prior rights and that the plaintiff’s registration of the 
trademark is not legitimate. 

The defendant’s lawful prior rights. The defendant’s 
prior rights include rights over trade name, prior 
registered trademark, domain name, individual 
names, etc. In the Gelisi case, the plaintiff Suiyong 
Wang claimed trademark infringement based on his 
trademark Gelisi, registered in June 2011 covering 
goods in Class 18. The defendant in the case, Shenzhen 
Gelisi Clothing Co., Ltd., and its affiliates, started using 
Gelisi as a trade name in 1996 and obtained the exclusive 
right to use the Gelisi registered trademark on clothing 
and other goods in Class 25 in 1999. Through years of 
use and extensive promotion, Gelisi as a trade name 
and registered trademark has gained a high reputation 
in the market, and the defendant has legitimate prior 
right onto the commercial logo Gelisi.

In another judgment issued by Supreme People’s 
Court, Shao Wenjun v. Ningbo Guangtian Saikesi 
Hydraulic Technology Co., Ltd. (the Saikesi case), the 
plaintiff Wenjun Shao initiated litigation based on his 
trademark “Saikesi in Chinese and Saikesi” registered 
in March 2009, while the defendant and its affiliate 
company started using Saikesi in Chinese as trade name 
in 1997 and saikesi.com as a domain name in 2000. The 
Supreme People’s Court confirmed the continuous use 

and reputation of the trade name and domain name 
and supported the defendant’s prior rights. 

In Qiaodan Sports Company Limited v. Beijing 
Shijizhuoyue Information Technology Co., Ltd. (the 
Qiaodan case) for trademark infringement on Qiaodan 
(“Jordan” in Chinese), the Beijing Intellectual Property 
People’s court supported the prior right over an 
individual’s name. The court confirmed that, since 
1992, the Chinese media started using “Qiaodan” as 
the name in Chinese for the American professional 
basketball player Michael Jordan. “Qiaodan” already 
has a high reputation in China and is familiar to the 
relevant public, and it has a fixed and close connection 
with Michael Jordan. Therefore, Michael Jordan has the 
prior right over the Chinese name “Qiaodan.”

The accused act is based on legitimate right, the way 
of use and the nature of the act are legitimate and 
will not mislead consumers. In the Gelisi case, the 
defendant’s trade name and trademark already has 
a high reputation, and the defendant is selling the 
accused infringing goods at its own counter; thus, it is 
not likely to mislead the consumers about the origin of 
the goods. 

In the Saikesi case, the SPC confirmed that through 
the defendant’s production, sale and promotion of 
products bearing the marks “Saikesi in Chinese” and 
“SAIKESI”, these marks are considered as closely related 
with the defendant. As the plaintiff did not submit any 
evidence proving its use of the trademark, there is no 
evidence proving that the defendant has bad faith or 
the intention to take the advantage of the reputation 
of the plaintiff’s trademark. The defendant is using 
the main part of its trade name and the corresponding 
Chinese pinyin, which already have certain reputation; 
thus, it will not cause consumers’ confusion. 

In the Qiaodan case, the mark Qiaodan is used 
with the mark Nike in the product title on the website 
operated by the defendant. The court considered 
that as the mark Nike already has a high reputation, 
consumers could know the origin of the goods while 
seeing the mark Nike and will not associate the goods 
with the plaintiff. Moreover, the mark Qiaodan is 
used for introduction of the series products endorsed 
by Michael Jordan. Such use is reasonable, without 
intention to take the advantage of the plaintiff’s 
trademark and would not be a barrier for consumers to 
identify the origin of the goods. 

The plaintiff’s registration of the trademark is not 
legitimate. In the Gelisi case, the defendant’s trade name 
and prior registered trademark Gelisi is a coined word 
and does not have any fixed meaning. The plaintiff’s 
registration of the mark could hardly be regarded 
as a coincidence. As a business operator located at a 
region near the defendant and in a similar industry, 
the plaintiff should have known the defendant’s prior 
registered trade name and trademark. The plaintiff’s 
application for registration of Gelisi on bags and wallets 
could hardly be regarded as legitimate. The plaintiff’s 
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infringement lawsuit is based on a trademark obtained 
in bad faith and is against the plaintiff’s fair use in good 
faith, therefore the plaintiff’s act constituted an abuse 
of right. 

In the Saikesi case, the plaintiff once worked in 
the local administration for industry and commerce. 
The SPC has the opinion that when the plaintiff quit the 
job, he should have known the defendant’s trademark 
registration status and the use status of the trade 
name. The plaintiff took the advantage of his position 
and maliciously registered trademarks, which harmed 
other’s prior rights and brought illegitimate benefits 
for himself. The act is considered as a violation of the 
principle of good faith; the plaintiff’s claims should not 
be supported.

In another typical case, Guangzhou Compass 
Exhibition Service Co., Ltd. and Guangzhou Zhongwei 
Enterprise Management Consulting Service Co., Ltd. 
v. Uniqlo Trading Co., Ltd. et al (the Uniqlo case), the 
SPC found out that after obtaining the trademark 
right illegitimately, the plaintiff intended to sell the 
trademark to the defendant at a high price. When 
the attempt failed, the plaintiff initiated a series of 
infringement litigations against the defendant and the 
stores operated by the defendant in different places 
all around China. The SPC confirmed the litigations 
had been filed maliciously and are obviously against 
the principle of good faith. The plaintiff intended to 
use judicial resources to seek illegitimate benefits 
and its trademark right should not be protected. The 
defendant’s defense that the plaintiff initiated the 
litigation in bad faith is supported. 

To fight against the abuse of trademark rights, 
victims of trademark abuse could also file litigation 
under the claim of unfair competition, request for 
confirmation of non-infringement or claim for 
damages caused by maliciously initiated intellectual 
property litigation. 

In Bayer Consumer Care Holdings LLC, Bayer 
Consumer Care AG v. Li Qing et al. for unfair 
competition case, the defendant copied the main 
parts of the plaintiff’s copyrighted works and filed 
trademark applications. After obtaining the trademark 
registrations, the defendant did not put the trademarks 
in actual use but filed complaints with online platforms 
against the plaintiff’s legal use. The court confirms that 
the defendant’s trademark registrations were in bad 
faith and the complaints were filed in bad faith. The 
court applies the good faith principal as regulated in 
Article 2 of Anti-Unfair Competition Law, and rules that 
the defendant’s act constituted unfair competition, the 
defendant shall bear a compensation of Rmb700,000 
(US$109,000). This case is reported as the first case in 
which the legal right owner fought against bad faith 
trademark registrants and obtained compensation 
under the Anti-Unfair Competition Law.

In Paula’s Choice, LLC et.al v. Chongqing 
Kaimenhong Trading Co., Ltds. for confirmation of 
a non-infringement case, the court found that the 
defendant maliciously registered a trademark that 

the plaintiff had previously used and which had a 
certain influence, and abused the trademark rights 
by filing complaints with online platforms, causing 
the plaintiff’s economic losses and loss of reputation. 
The court confirmed that plaintiff does not infringe 
the defendant’s trademark right and requested the 
defendant to bear civil liabilities such as compensation 
for losses and elimination of the impact for abuse of 
trademark right. 

In Jiangsu Zhongxun Digital Electronic Co., Ltd. 
v. Shandong Bite Intelligent Technology Co., Ltd. for 
damages caused by maliciously initiated intellectual 
property litigation, Zhongxun’s legitimate use of the 
mark TELEMATRIX was influenced by Bite’s abuse of 
trademark right, thus Zhongxun filed this litigation 
to protect its legal rights. In this litigation, the court 
pointed out that Bite’s bad faith in registration of 
the trademark can also be regarded as the basis for 
determining Bite’s bad faith when filing a lawsuit against 
Zhongxun. The reason is that when the trademark 
owner knows the acquisition of IP rights is not justified 
but initiates a lawsuit to damage other’s legitimate 
rights and interests or obtain illegal benefits, the 
litigation is obviously initiated in bad faith. The court 
supported Zhongxun’s claims and requested Bite to 
compensate Rmb1 million (US$156,000) for Zhongxun’s 
economic loss and reasonable expenses. AIP
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Crowdsourcing ideas is nothing new. Even before 
the advent of the internet, companies have 
solicited contributions from groups of people 

to come up with ideas for new toys, new product 
names or even logos. The iconic Sydney Opera House, 
for instance, was the winning design chosen from an 
international competition in the mid-1950s. 

These days, crowdsourcing ideas makes an 
excellent method for healthcare professionals, 
academicians, researchers and corporations to 
collaborate in an effort to accelerate the speed and 
enhance the quality of the research and development 
of Covid-19 vaccines.

“The seriousness of Covid-19 gives rise to the need 
for quick responses and solutions,” says Samta Mehra, 
a partner at Remfry & Sagar in Gurugram. “And since 
March 2020, we have seen scientists and researchers 

Crowdsourcing ideas is nothing new, but it may be becoming 
more common, Excel V. Dyquiangco reports. What steps do 
you need to take to protect yourself before taking the plunge 

and asking for a deluge of crowdsourced ideas?

F E A T U R E S

collaborating to develop implementable solutions 
that the global community needs. There is perhaps 
no greater example of such synergistic collaborations 
than the Covid-19 vaccines which have been created 
and tested for safety and efficacy in less than a year’s 
time. They are now in the process of being rolled out 
rapidly in different countries which, once again, are 
relying on models of storage and distribution that are 
the result of collaborative thinking.”

She adds: “Also, crowdsourced data has played a 
major role in monitoring and battling Covid-19. The 
Johns Hopkins University coronavirus dashboard, 
with data collected from a variety of sources including 
governments, news and social media, is a case in 
point. Such data has been widely used in the scientific 
community for modeling community infection 
patterns and shows great potential in many fields, and 

IP tips when 
crowdsourcing ideas
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particularly so in public health.”
According to Elle Tan, a principal at Rahmat 

Lim & Partners in Kuala Lumpur, the end goal of 
crowdsourcing ideas “is usually to implement and 
execute any attractive feasible solutions which are 
submitted through a crowdsourcing project for a 
problem that a corporation seeks to solve. The ideas will 
often lead to the creation and conception of intellectual 
property rights, which then give rise to intellectual 
property issues such as ownership and infringement 
risks associated therewith.” 

In crowdsourcing ideas, what IP considerations 
should be followed?

Contract terms and licensing
Serena White, a senior associate at Shelston IP in 
Sydney, says that crowdsourcing might raise ownership 
issues because ownership of the resultant intellectual 
property will generally not be governed by the usual 
laws which relate to contracts of employment (except, 
perhaps, if a company runs an internal crowdsourcing 
exercise in which only its own employees participate). 

“Express and clear contractual terms (such as in 
terms and conditions which contributors are required 
to actively acknowledge) dealing with IP ownership 
and licensing/use are therefore critical, just as they 
would be when engaging any third-party contractor/
consultant,” she says. “Payment for a winning response 
can be arranged as consideration for an assignment of 
all of the associated IP rights (a formal legal transfer of 
the relevant IP rights). 

She adds that novelty and inventive steps are 
requirements for securing patent protection in 
Australia and virtually all other jurisdictions.

“So, until a patent application is filed, avoid 
publishing too many details of an invention (such 
as on a website),” she says. “If too much information 
is disclosed, this could later cause an invention to 
be ineligible for patent protection. This is incredibly 
important, especially because some key jurisdictions 
have no grace period (Australia does have provisions 
protecting against self-disclosure within a specified 
period before a patent application’s filing date). It’s also 
worth remembering that any information disclosed in a 
crowdsourcing context is available to your competitors. 
For this reason, I recommend considering the potential 
risk vs reward.”

This is echoed by Anton Blijlevens, a principal at 
AJ Park in Auckland, who says it is important to make 
sure the IP ownership terms and conditions are clear 
and understood – both for the sourcer and the source. 

“It’s so important that this is made clear so that 
those with ideas know what they are relinquishing 
and/or gaining in the process of submitting an idea 
to a business or organization asking for ideas,” he 
says. “Make sure it is clear what the upside is for 
those submitting ideas, what they stand to gain if they 
disclose an idea to a business or organization that is 
crowdsourcing for ideas. By entering a competition 
designed to crowdsource ideas, will the idea-owner 

lose complete ownership in the idea? The terms and 
conditions around ownership must be set out clearly.”

Originality and law
In addition, the crowdsourced idea must be original. 
Businesses seeking input from a wide pool should 
ensure that any IP embodied in a winning submission 
is owned by its author and not by a third party. 

“It may be in order to carry out necessary checks 
to rule out third-party ownership which can be 
buttressed by obtaining written assurances from the 
author,” says Mehra. “Another is through governing 
laws. A multi-jurisdictional crowdsourcing project 
calls for clarity on which country’s law is to apply in 
the management of the parties’ relationship and the 
resolution of any disputes that might arise.”

In crowdsourcing ideas, participants should 
ensure that they are well aware that their ideas, data, 
information, among others, will be used. 

“The party initiating the project should specify 
the project’s objectives and outline the crowdsourcing 
procedure from the receipt of the participants’ 
submission to the crystallization of the final product 
to ensure that the participants are cognizant as to how 
their contributions will fit into the project,” says Tan. 

She adds, “Ensure that the participants do not 
incorporate third party intellectual property, which 
would require the necessary clearances, in their 
submission. All participants should be asked to provide 
assurances as to the originality of their input submitted 
in the course of the crowdsourcing project in the form 
of representations, indemnities, the assurance to 
provide assistance in the face of third-party challenges, 
among others.”

Crowdsourcing questions
Yingying Zhu, a partner at Mingdun Law Firm in 
Beijing, offers these tips and pointers. 

• Check the ownership of any IP associated with 
a crowdsourced idea and require idea providers 
to produce proof on ownership of intellectual 
property rights for their submissions.

• Sign a contract with the participants to require 
idea providers to warrant that crowdsourced 
ideas contain only original work of authorship and 
do not otherwise incorporate any third party’s IP.

• Make licensing arrangements to ensure the idea 
seeking businesses have the right to freely use any 
IP associated with a crowdsourced idea for their 
business objectives.

• Ensure that the rights for any new IP generated 
from and built upon a successful idea should be 
vested with the idea seeking businesses.

• Always get an IP lawyer involved in the whole 
process of ideas crowdsourcing before engaging 
in a crowd sourcing initiative because sometimes 
it may be best to file a patent application first and 
then submit the idea.  
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"It is critical to ascertain whether the businesses can enjoy ownership 
over the IP built upon the crowdsourced idea or concept. It is always 

important to understand, plan ahead and deal with intellectual 
property issues that are associated with the crowdsourced ideas."

—YINGYING ZHU, partner, Mingdun Law Firm, Beijing

F E A T U R E S

Questions to ask when crowdsourcing ideas: 
What is the process that handles the information that 
is submitted in the crowd sourcing initiative? Are the 
ideas entered online and for the rest of the world to 
see, which means that an ability for the idea to then be 
patented are much more limited?

"Crowdsourced data has played 
a major role in monitoring and 

battling Covid-19. The Johns 
Hopkins University coronavirus 
dashboard, with data collected 

from a variety of sources 
including governments, 
news and social media, 
is a case in point. Such 

data has been widely 
used in the scientific 

community for 
modeling community 

infection patterns."
—SAMTA MEHRA, partner, 

Remfry & Sagar, Gurugram

"The end goal of 
crowdsourcing ideas is 

usually to implement 
any attractive feasible 

solutions. The ideas 
will often lead to the 

creation and conception 
of intellectual property 

rights, which then 
give rise to intellectual 

property issues such as ownership 
and infringement risks associated 

therewith."
—ELLE TAN, principal, Rahmat Lim & Partners, Kuala 

Lumpur

"Express and clear 
contractual terms 

dealing with IP 
ownership and 

licensing/use are 
critical, just as they 

would be when 
engaging any third-

party contractor 
or consultant. 
Payment for a 

winning response 
can be arranged as 
consideration for an 

assignment of all 
of the associated IP 

rights."
—SERENA WHITE, senior 
associate, Shelston IP, Sydney

"Make sure it is clear 
what the upside is for 

those submitting ideas, 
what they stand to gain if 
they disclose an idea to a 
business or organization 

that is crowdsourcing 
for ideas. The terms and 

conditions around 
ownership must be set 

out clearly.”
—ANTON BLIJLEVENS, principal, 

AJ Park, Auckland

“It is critical to ascertain whether the idea or 
concept can be used without exposing the ideas seeking 
businesses to IP infringement risks and whether the 
businesses can enjoy ownership over the IP built upon 
the crowdsourced idea or concept,” says Zhu. “It is 
always important to understand, plan ahead and deal 
with intellectual property issues that are associated 
with the crowdsourced ideas.” AIP
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A regular blocking injunction requires internet 
service providers (ISPs) to block websites and 
other online locations with copyright infringing 

content so that internet users will not be able to access 
them. It also prevents such sites from appearing in 
search results and includes John Doe Orders.

A regular blocking injunction may be a quick 
and effective action. Yet, the internet’s inner workings 
reveal its limited capacity to prevent access to infringed 
copyright. 

Infringers are wont to resort to site-hopping, 
moving content from the original site to another website 

In a world that has gone digital, regular blocking injunctions 
require an ISP to block websites and other online locations 

with infringing content so that they will not be accessible by 
internet users. Espie Angelica A. de Leon speaks with lawyers 

who maintain that dynamic injunctions are the next step in 
protecting IP rights. 

F E A T U R E S

address or location. Such practice allows continued 
access to the copyrighted content, thus defeating the 
very purpose of the regular blocking injunction.

Not only do these infringers use this site-hopping 
tactic, they also do so very quickly, often in just a matter 
of seconds.

“These hydra-headed websites work under a 
cloak of anonymity and rarely comply with takedown 
requests,” said Shifa Nagar, a senior associate at Singh 
& Singh in New Delhi. “Tracing their operations and 
verifying each and every content would virtually 
frustrate the legal rights of the copyright owners. 

Regular 
blocking 

injunction 
or dynamic 
injunction?
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Moreover, piracy is a multi-billion-dollar industry 
which causes huge monetary losses to legitimate 
content.”

Enter a possible solution: a new type of injunction 
called the dynamic injunction. It addresses the dilemma 
involving these alternative IP addresses or URLs – or 
mirror locations – that provide sustained access to 
copyrighted content. 

“It can be issued in instances where the court 
foresees that the same website content may become 
available with a different IP address or URL after issuing 
the injunction,” said Tony Yeo, managing director for IP 
and director for dispute resolution at Drew & Napier in 
Singapore.

“A dynamic injunction is intended to give rights 
owners the power to react and block, like whack-a-
mole,” said Daniel Lim, director in charge for litigation 
at Joyce A. Tan & Partners in Singapore. “If a rights 
owner later finds that an injunction didn’t go far 
enough, previously he would have had to go back to 
court to amend it. A dynamic injunction has a built-
in mechanism to expand the reach so that the rights 
owner doesn’t always need to go back to court. The 
rights owner can give a notice and the injunction is 
expanded. It will naturally have provisos so that the 
court has a supervisory role and the rights owner acts 
responsibly.”

Does this mean a dynamic injunction is a better 
tool for enforcing online rights as opposed to a regular 
blocking injunction? Not so fast. Like the regular 
blocking injunction, the dynamic injunction also has 
its share of disadvantages. 

Below are the pros and cons of both types of 
injunctions, as gathered from IP lawyers around the 
region:

Pros and Cons

REGULAR BLOCKING INJUNCTION
PROS CONS

Provides copyright 
owners with a way 
of preventing further 
infringement at its 
source

A relatively 
straightforward process 
and multiple sites can 
be blocked in a single 
application

There is oversight 
by the courts to 
ensure there is 
appropriate evidence 
of infringement and 
that the relevant action 
is necessary and 
appropriate

Cost-effective since it 
is a direct respite and a 
one-time incurrence on 
cost as far as legal fees 
and technical impact 
are concerned

Fewer risks

Useful for small scale 
Infringement

Offers temporary relief 
since infringers can 
change the web address 
for the infringing content 
thereby avoiding the 
terms of the injunction. 

The copyright owner 
would have to go back 
to the court to seek 
further orders relating 
to specific domain 
names, URLs and IP 
addresses, each time an 
infringer sets up a new 
website. This causes 
delays and results in 
wasted costs.
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"Whether the dynamic 
injunction will ultimately 

be more effective 
than a regular 

blocking injunction 
is dependent on 

online service 
providers being 

prepared to engage 
with copyright owners in 
relation to the addition of 

new web addresses." 

—NINA FITZGERALD, partner, Ashurst, 
Sydney

"These hydra-headed 
websites work under 
a cloak of anonymity 

and rarely comply 
with takedown 

requests. Tracing 
their operations 
and verifying 

each and 
every content 

would virtually 
frustrate the 
legal rights 
of the copyright 

owners."
—SHIFA NAGAR, senior associate, 

Singh & Singh, New Delhi

A dynamic injunction can 
be issued in instances 

where the court foresees 
that the same website 
content may become 

available with a 
different IP address or 
URL after issuing the 

injunction.
—TONY YEO, managing director for IP and 

director for dispute resolution, Drew & 
Napier, Singapore

"A dynamic 
injunction is 

intended to give 
rights owners 
the power to 

react and block, 
like whack-

a-mole. A dynamic injunction has a 
built-in mechanism to expand the 

reach so that the rights owner doesn’t 
always need to go back to court."

—DANIEL LIM, director in charge for litigation, Joyce A. Tan & 
Partners, Singapore

"As far as regular 
blocking injunctions 

having a low-risk 
factor, this would be an 
argument for those who 
are firm believers of the 
freedom of the internet. 

This is a direct 
injunction received 
as indicated above, 

therefore it is not 
likely to affect 

anything other 
than the concerned 

infringer and the infringing 
website."

—SAVITHA K. JAGADEESAN, senior 
resident partner, Kochhar & Co., Chennai

"A CSP or online search 
engine generally has 
no interest in arguing 

against the blocking of 
domain names, URLs 

and IP addresses."
—MICHAEL SEIFRIED, 

partner and trademark group 
leader, FB Rice, Melbourne
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“As far as [regular blocking injunctions having] a 
low-risk factor, this would be an argument for those 
who are firm believers of the freedom of the internet. 
This is a direct injunction received as indicated above, 
therefore it is not likely to affect anything other than 
the concerned infringer and the infringing website,” 
says Savitha K. Jagadeesan, senior resident partner at 
Kochhar & Co. in Chennai. 

“However, there is a risk that online service 
providers might refuse to agree or fail to respond to 
requests for additional online locations to be blocked,” 
said Fitzgerald. “In these circumstances, the dynamic 
injunction may effectively operate in the same manner 
as a regular blocking injunction.”

“[Dynamic injunctions] give unprecedented power 
to the plaintiff, which can lead to arbitrariness and 
victimization of innocent defendants. This problem has 
in fact been seen even while granting regular blocking 
injunctions when in several cases, legitimate websites/
URLs have been blocked and targeted such as internet 
archives, file sharing websites, sites with movie 
reviews and discussions and websites legally selling 
CDs and DVDs, etc,” said Nagar. “Currently, dynamic 
injunctions have been used sparingly but the issue of 
proper check and verification method ensuring that 
rights of innocent websites are not jeopardized needs 
to be addressed by the courts.”

However, according to Fitzgerald, this is thought 
to be a low-risk concern considering the process 
requires the online service provider and copyright 
owner to have an agreement.

Considering these issues, Fitzgerald and 
Jagadeesan agree that a dynamic injunction is the 
better option for online infringement cases.

“However, whether the dynamic injunction will 
ultimately be more effective than a regular blocking 
injunction is dependent on online service providers 
being prepared to engage with copyright owners in 
relation to the addition of new web addresses,” said 
Fitzgerald. 

“A balance needs to be struck to ensure that such 
injunctions do not come in the way of free dissemination 
of non-infringing information,” Jagadeesan added. 
“The idea of an ombudsman is one way to tackle this 
challenge but brings with it other concerns relating 
to non-judicial authorities potentially exercising 
adjudicatory powers.”

Nagar added that mechanisms should also be in 
place to prevent misuse of pro-plaintiff orders which 
may lead to arbitrariness and high-handedness on the 
part of the copyright owner. Or else, this may lead to 
failure of justice.

Meanwhile, Seifried thinks a combination of 
regular and dynamic injunctions will do the job.

“To be able to block any website for copyright 
infringement requires a court order, and to do so 
would require actual – or threatened – infringement. 
The benefit in obtaining both kinds of injunctions is 
that the copyright owner does not have to expend a vast 
amount of time and money going through the court 
process each time a new website is established by a 
repeatedly infringing party,” Seifried said.

Citing Disney Enterprises, Inc. and others v. M1 
Limited and others [2018] SGHC 206, Yeo said that regular 
blocking injunctions and dynamic injunctions can 
indeed work in tandem. In the case, the Singapore High 
Court granted both injunctions. The main site blocking 
injunction targeted 53 websites providing access to the 

F E A T U R E S

DYNAMIC INJUNCTION
PROS CONS

Covers a wider 
latitude as it blocks 
even mirror websites, 
thus increasing the 
effectiveness of 
the injunction and 
frustrating the ISPs 
from putting up mirror 
websites

If an infringing site 
changes its address 
or access pathway, 
the injunction can 
be adapted by an 
agreement between 
the copyright owner 
and the online service 
provider without 
returning to court

Reduces reliance on 
the court system and 
the associated cost and 
time delay which are 
required for bringing an 
application to extend 
the injunction

Solves the problem of 
having to continuously 
enforce IP rights online

Useful against 
large-scale copyright 
infringers

Requires the carriage 
service provider 
(CSP) and/or online 
search engine to be in 
agreement with the 
copyright owner that a 
new domain name, URL 
and IP address should 
also be blocked

Legitimate websites 
may be blocked due to 
lack of judicial oversight

The requirement of the CSP and search engine to 
be in agreement should not be a deterrent to copyright 
owners, says Michael Seifried, a partner and trademark 
group leader at FB Rice in Melbourne. “This is unlikely 
to be of any real concern as a CSP or online search 
engine generally has no interest in arguing against the 
blocking of domain names, URLs and IP addresses.” 

For Nina Fitzgerald, a partner at Ashurst in 
Sydney, this provision is necessary as a check and 
balance on copyright owners to ensure that they were 
not unilaterally able to determine web addresses to be 
blocked.  
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applicants’ movies. The dynamic injunction required 
ISPs to block new domain names, URLs and/or IP 
addresses giving access to the infringing websites.

However, Seifried added that some oversight 
should be provided by the court since it has the 
jurisdiction to adjudicate matters of infringement.

In Lim’s view, the scope of injunctions depends 
on the history that can be shown to the court.

“If there is no danger that an infringer will repeat 
the bad conduct, sometimes an injunction is avoided 
because it is not necessary. There are different kinds 
of online infringement. It may not be appropriate if 
a counterfeit trademarked product was sold in an 
online marketplace. For peer-to-peer file transfers 
at flagrantly infringing online locations, the historical 
pattern of circumvention is clear, so there is a case that 
a dynamic injunction is appropriate,” Lim explained.

Dynamic injunction: Some countries are hesitant
“One key issue with both types of blocking injunctions 
is that they only target websites and do not prevent the 
availability of infringing content on other platforms. 
The English High Court has gone even further, 
ordering a ‘live’ blocking order against streaming 
servers that transmit infringing content,” said Yeo, 
citing the case of The Football Association Premier 
League Limited v. British Telecommunications Plc and 
others [2017] EWHC 480.

Also lamentable is the fact that courts in many 
countries still refuse to issue dynamic injunctions. 
Those that have granted dynamic injunction in various 
forms include courts in the United Kingdom, Ireland, 
Denmark, Mexico, Spain, Sweden, Italy, Netherlands, 
Australia, India and Singapore. 

In India, the Delhi High Court is leading the way 
in terms of granting dynamic injunctions, such as it did 
in the UTV & Ors. v. 1337x.to & Ors. case in 2019. But 
not all Indian courts are following in Delhi’s footsteps. 
The Bombay High Court had earlier taken a different 
position in Eros International Media & Anr. v. Bharat 
Sanchar Nigam & Ors., Suit No.751/2016. 

Jagadeesan explained: “The court here said that 
no order to block an entire website would be granted 
unless it could be demonstrated that the entire website 
contained ‘illicit material’ and this was to be attested 
and established on an affidavit. The court also sought 

for a three-step verification process which included the 
verification and assessment by the plaintiff along with 
their letter in writing and a second level of verification 
by the external agency setting out the infringement and 
this all to be placed on an affidavit and by oath in order 
to grant the dynamic injunction. The Bombay High 
Court also suggested that preferably an ombudsman 
could handle the grievances and complaints of such 
infringement.”

What about the courts of other countries, 
including the United States? What’s keeping them from 
handing out dynamic injunctions?

“It is likely that courts in many countries have 
been reluctant to make such orders because, to a large 
extent, it places the decision of a matter of infringement 
in the hands of parties with vested interests, the 
copyright owner’s interest in its IP,” Seifried said.

“Countries such as the U.S. feel this would be 
against public interest,” said Jagadeesan, “as it could 
lead to over blocking and therefore the interruption to 
freedom of speech, a constitutional right in the U.S.”

“A dynamic injunction’s greatest concern is it has 
the propensity to work anterior where freedom of the 
internet, a very defining feature of cyberspace, would 
be jeopardized, making this a concern for not only the 
U.S. but any democratic country,” she added.

“Another specific aspect is that in countries like 
the US, the safe harbour defence is taken by the site 
users, where they state that the infringing material was 
placed on it by a third party, the website was unaware 
of the infringing material and the website takes steps 
to stop the infringement as soon as it becomes aware,” 
said Nagar.

She added that in many countries, ISPs are active 
and alert to online piracy concerns while professional 
online content distribution is stronger than ever. 
Meanwhile, publishers and copyright holders are 
using their resources to make sure there is easy access 
to digital copies of quality music and other forms 
of entertainment for a nominal amount. This lures 
Internet users away from infringed works and instead 
turns their attention to legitimate content.

Another possible reason, according to Yeo, is that 
a dynamic blocking injunction may result in over-
blocking. “This unnecessarily deprives or restricts 
internet users of the possibility of accessing the 
information available online. It may also be difficult 
to supervise the enforcement of such injunctions to 
ensure that they do not prevent free dissemination of 
non-infringing information,” Yeo said.

Opinions vary. But the fact remains: In a world 
that has gone digital, regular blocking injunctions and 
dynamic injunctions serve as legal weapons against 
infringers who have taken their illegal activities to 
the online space. In addition to a regular blocking 
injunction, a dynamic injunction does add another 
strong layer of protection to IP rights. Seen through the 
lens of a world rocked by a pandemic and thus more 
digital than ever, the idea certainly gives comfort to 
rights owners. AIP
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W hen China passed the National Security Law 
in Hong Kong on June 30, 2020, talks began 
to circulate whether Hong Kong’s legal 

system still has it; “it” being Hong Kong’s reliance on 
the rule of law, reasonable laws, fairness and judicial 
independence. After all, its legal infrastructure has 
long been one of Hong Kong’s prime assets.

Conversations debating the issue have been 
brewing in the United Kingdom, Hong Kong’s 
former colonial master, in particular. Hong Kong’s 
law is significantly descended from UK law, and the 
common law practiced in Hong Kong allows courts to 
examine precedents established in other common law 
jurisdictions, offering a sharp departure from the civil 
law system in mainland China. 

It has been a year since China passed the National Security 
Law in Hong Kong, and experts have debated whether Hong 

Kong is still a place where the rule of law applies. Espie 
Angelica A. de Leon reports on a recent webinar examining 

the health of Hong Kong’s legal infrastructure.

F E A T U R E S

Of particular interest in UK legal circles are the 
British judges sitting on Hong Kong’s highest court. UK 
foreign secretary Dominic Raab raised the question 
in his November 2020 report on developments in the 
former colony.

“This has been, and continues to be, the most 
concerning period in Hong Kong’s post-handover 
history,” he wrote in his foreword to his department’s 
report on the Special Administrative Region. “I have 
begun consultations with Lord Reed, President of the 
UK Supreme Court, concerning when to review whether 
it continues to be appropriate for British judges to sit 
as non-permanent judges on the Hong Kong Court of 
Final Appeal (CFA).” 

Publishing company The Legal 500 and Hong Kong-

IS THERE A HOLE IN 
THE RULE OF LAW 

IN HONG KONG?
A debate on the National Security Law
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based law firm Haldanes let us in on the conversation 
with a Zoom-based panel discussion titled “The Future 
of Law and Business in Hong Kong” held on May 5, 2021.

On the panel were legal stalwarts from both 
Hong Kong and the UK: former Hong Kong chief 
justice Geoffrey Ma; former UK lord chancellor Charles 
Falconer, who is now a partner at Gibson, Dunn & 
Crutcher in London; Haldanes senior partner Jonathan 
Midgley; Queen’s Counsel Jonathan Caplan; and Feng 
Lin, associate dean at the City University of Hong 
Kong’s School of Law. South China Morning Post special 
projects editor Cliff Buddle served as moderator.

So, is there a hole in the rule of law in Hong Kong?
Falconer said there is, and that the hole is 

“massive.”

Article 55 of the National Security Law
“The National Security Law indicates that essential 
basis of the rule of law in Hong Kong has gone, most 
exemplified by Article 55, which gives the executive, in 
effect, an alternative route to the law,” said Falconer.

Article 55 mandates that China’s central 
government has the right to exercise jurisdiction 
over special, complex cases in the Hong Kong Special 
Administrative Region, such as a case which poses a 
threat to national security. The provision has stoked 
fear among some sectors in Hong Kong, who believe 
that authorities in Beijing might take advantage and 
begin a slew of mass prosecutions.  

“The rule of law is undermined if the state has the 
power to bypass the law,” Falconer added, “and Article 
55 is the strongest and most forceful embodiment of a 
wish on the part of the Chinese government to do that.”

In 2017, after the jailing of three Hong Kong 
democracy activists for their part in demonstrations 
in 2014, Falconer led a group of senior international 
lawyers in saying that Hong Kong’s independent 
judiciary was at risk of becoming a “charade.”

“The independence of the judiciary, a pillar of 
Hong Kong, risks becoming a charade, at the beck and 
call of the Chinese Communist Party,” the group of 
lawyers wrote in an open letter. “Hong Kong’s rule of 
law and basic freedoms, at the heart of the principle 
of ‘one country, two systems,’ now face grave threats.”

When Buddle asked Falconer if he still sees it 
as such, Falconer said: “The charade is this perfectly 
functioning system with high-quality judges, well able 
to resolve, for example, non-political criminal cases or 
difficult commercial cases, but running alongside it is 
the option for the Chinese government to pick up on 
those they don’t like and deal with them outside the 
established legal system. That is why the rule of law is 
now a charade.”

Lin disagreed with Falconer, saying he thinks 
Article 55 will be used only as a last resort.

“I don’t think Article 55 will ever be used. It’s a 
last resort. Only if the Hong Kong national security 
reaches a disastrous status, then that article would 
be used. So I think if we put too much emphasis on 
the article which may never be used, that will be a bit 
ironic to me,” Lin said.

Mainland authorities have, indeed, stated that 
Article 55 will be used only for rare cases.

Caplan’s belief is that Article 55 will eventually 
recede and become redundant. 

“When you’re talking about national security, 
most states actually depart from the rule of law and 
natural processes,” said Caplan.

For Ma, being properly informed is key to forming 
an opinion and taking part in the debate.

“I’m looking at it and asking people to be properly 
informed before they make judgement calls on whether 
the rule of law exists in Hong Kong or not,” said Ma.

The National Security Law sets out a number of 
national security offenses, and Article 55 is part of it. 
However, the law also contains references to the basic 
law which pertain to fair trials, access to justice and 
others, as well as human rights and freedoms, Ma said.

“What I ask people, before you make up your mind 
whether the rule of law exists or not, is to take into 
account these factors and how it works out in practice. 
The proof of the pudding lies as always in two things: 
one, the transparency of the whole legal system. In 
Hong Kong, actually, almost every case is open to the 
public except those which involve sensitive material. 
The second is also linked to transparency, which is, 
when a court makes a decision, is the reasoning open 
for people to look at? All these are matters which have 
to be taken into account,” he explained.

Did he ever come under pressure from Beijing 
when he was chief justice? Never, Ma said.

“No one from the government, from the mainland 
authorities or the authorities in Beijing has ever applied 
pressure on me in terms of asking that the judiciary 
deal with a case this way or the other. Of course there 
are many commentaries from the media. We were 
criticized. Criticism is fine. The judiciary accepts, 
indeed welcomes, criticism, if it’s constructive, like 
anyone else,” said Ma. “But, criticism, in order to be 
valid and constructive, should be well-informed.”
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"I have begun 
consultations 

concerning when 
to review whether 
it continues to be 

appropriate for British 
judges to sit as non-

permanent judges on 
the Hong Kong Court 

of Final Appeal."
—DOMINIC RAAB, 
UK foreign secretary, in his 

governmental report on 
developments in Hong Kong

"The National 
Security Law 
indicates that 

essential basis 
of the rule of law 

in Hong Kong 
has gone, most 
exemplified by 

Article 55, which 
gives the executive, in 
effect, an alternative 

route to the law." 
—CHARLES FALCONER, partner, 

Gibson, Dunn & Crutcher, London, and former 
UK lord chancellor

"I don’t think Article 55 
will ever be used. It’s a last 

resort. Only if the Hong 
Kong national security 

reaches a disastrous status, 
then that article would be 

used. "
—FENG LIN, associate dean, City University of 

Hong Kong School of Law, Hong Kong

"No one from the 
government, from the 
mainland authorities 
or the authorities in 

Beijing has ever 
applied pressure 

on me in terms 
of asking that the 
judiciary deal 
with a case 
this way or 
the other."

—GEOFFREY MA, 
former Hong Kong chief 

justice

"Under the basic law, non-
permanent judges from other 

common law jurisdictions 
can come and sit and give 

their contributions and their 
experience. I would regard 
it as an abrogation of our 

responsibility to the people in 
Hong Kong not to send judges."

—JONATHAN CAPLAN, Queen’s counsel, 5 Paper 
Buildings, London

"Western rhetoric is 
absolutely against the 

People’s Republic of 
China. Hong Kong is a 

low-hanging fruit that is 
being used. People will 

come back to Hong Kong. 
It will survive, and it will 

prosper."
—JONATHAN MIDGLEY, senior 

partner, Haldanes, Hong Kong
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British and other foreign judges, quo vadis?
Some quarters have suggested that foreign judges 
in Hong Kong leave the bench in the face of the 
controversial National Security Law. The judges’ 
departure would be a form of protest, they say. 

Falconer’s focus was on whether the president 
and deputy president of the UK Supreme Court, in 
particular, should sit on the Court of Final Appeal. 

In March 2021, UK Supreme Court president 
Robert Reed said he will consider resigning if he 
determines that Hong Kong’s judicial independence is 
compromised.

“I do not think that they should [sit on the FCA] 
anymore,” said Falconer. “I do not think that the 
pinnacle of the UK legal system should [give] due 
credibility to a system where there is a massive hole in 
the rule of law in Hong Kong. I will not support our two 
top judges participating in what’s going on, when there 
is this huge aggrandizement of non-rule of law power 
that the Chinese government has taken.”

Caplan disagrees, saying that the UK judges have a 
commitment to fulfill.

“What matters here are the people of Hong Kong. 
We have given a commitment to maintain the common 
law in Hong Kong. And under the basic law, non-
permanent judges from other common law jurisdictions 
can come and sit and give their contributions and 
their experience on matters ranging from arbitration, 

criminal cases, and that’s the kind of work they’ve been 
doing since 1997,” said Caplan. “I would regard it as an 
abrogation of our responsibility to the people in Hong 
Kong not to send judges.”

Above the noise caused by the debate and amidst 
the uncertainty and distress felt by concerned sectors, 
Midgley, a resident of Hong Kong since 1978, maintains 
a positive mindset. Changes in Hong Kong have been a 
constant, he says, and he has witnessed them all since 
1978.

“I’m optimistic for the future. As far as I can see, 
the court systems work. I enjoy as much living here now 
as I did in 1978. Yes, it changes. Everything changes, and 
it’s fine. People flooded out of Hong Kong just prior 
to 1997 and they’ve all flooded back, got the jobs back 
again and again,” he said.

“Western rhetoric is absolutely against the 
People’s Republic of China. Hong Kong is a low-
hanging fruit that is being used. People will come back 
to Hong Kong. It will survive,” Midgley said, “and it will 
prosper.”

Ma affirmed that people will always have a say 
about the rule of law in Hong Kong. Once again, he 
stressed the need for an informed opinion.

“People’s perceptions will change. People’s 
perceptions must be dependent on empirical facts,” Ma 
said, “and not just on gut feeling.” AIP
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W ith the number of live streams and videos on 
different social media platforms increasing 
dramatically, many celebrities and artists 

have built a larger engagement with fans, given the 
massive increase in the number of people tuning into 
live streams. For instance, when India launched on 
Instagram through its Instagram Live feature, a virtual 
music festival bringing together 14 popular Indian 
artists, such as Armaan Malik, Lisa Mishra, Naezy, 
Arjun Kanungo and others, encouraging users to sit in 

F E A T U R E S

their living room and experience live music, the social 
platform reported a massive 60 percent rise in its live 
views. 

But with such live streams and videos comes 
social responsibility. As Benjamin Cheong, a partner 
at Rajah & Tann in Singapore, points out, every 
country has internet content laws and regulations 
and the requirements and prohibitions of the laws 
and regulations in each country are different. While 
Singapore has the Internet Code of Practice which 

As we have spent an increasing amount of time at home 
over the past year, we’ve spent an increasing amount of time 
online, including in making YouTube videos and live streams 
on apps like Instagram. But, notes Excel V. Dyquiangco, with 
such live streams comes responsibility, and it’s important to 

make sure you’re not running afoul of copyright or other laws 
– in every country you’re streaming to.

IP considerations when 
live streaming
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states that “prohibited material” includes materials 
that “depicts nudity” and “glorifies, incites or endorses 
ethnic, racial or religious hatred, strife or intolerance”, 
Indonesia has the Indonesian Copyright Law which 
requires a specific permit from the copyright owner 
or copyright holder, because under Article 9 of the 
Indonesian Copyright law, the owners or the holders 
of the copyright are exclusively entitled to an economic 
right of the creation.

“Given the very nature of live streaming, the 
person who is doing streaming may inadvertently put 
out content that is prohibited by law (for example, 
making a statement that may be seen to be endorsing 
hatred against a certain race in Singapore),” says 
Cheong. “Such statements are quickly broadcasted and 
viewed by many users and the person would not be 
able to retract these statements. The risk of breaching 
these laws and regulations can be very real. Also, given 
that the live stream can be viewed by people in various 
jurisdictions, there is a risk that the person doing the 
streaming may be in breach of the laws of another 
country.”

He adds: “For live streaming for e-commerce, it is 
also important to be aware of advertising and consumer 
protection laws that may apply. For example, care 
should be avoided to make any false advertisements or 
misrepresentations when conducting live streaming.”

For his part, Justisiari Perdana Kusumah, 
managing partner at K&K Advocates in Jakarta, says, 
“In an app, like TikTok or Instagram, the act of using 
or transforming or rearranging or making publicly 
available to enjoy such as copyright works will be 
subject to the copyright law. Therefore, it is compulsory 
for whoever conducts the streaming or live streaming 
by using this application to obtain a preliminary permit 
from the copyright owner or copyright holder.”

When live streaming
Cheong says that when living streaming, content 
creators or artists should be aware of the internet 
content law and regulations of the country and also 
be familiar with the user terms and conditions of the 
platform on which they are doing the live streaming. 

“These will let you know what a person can or 
cannot do when using their platform, including live 
streaming on their platforms,” he says. “It is important 
to be sure that the content that you create is either 
owned by you, licensed to you or that it is free for use. 
This is important if you incorporate content made 
by others in your live stream, such as photos, songs, 
videos and text.”

He adds that although there is quite a lot of 
misconception among internet users about the use of 
third-party content in their own live stream or content 
– some of these include “if it’s available on the internet, 
I am free to copy and re-use it”, “I am not charging for 
my live stream and therefore it is fine for me to re-use 
it as I do not make a profit out of it,” or “I am allowed 
to re-use the content of others as long as I attribute it 
to the owner of the content” – these assumptions may 

not hold true in all situations and care should be taken 
before using third-party content.

“Always check the source of the content and 
see if it is available for free,” he says. “If in doubt, get 
permission from the original content owners or do not 
use it at all. I have seen many individuals who receive 
legal letters demanding for large amounts of damages 
for using content in an unauthorized manner.”

Kusumah adds that while it is very important for 
the content publisher to obtain a preliminary consent 
as a show of good faith, the content publisher should 
not wait until being contacted by the owner or holders 
of the copyrighted works. 

“Because we never know whether they will 
contact you in order to establish a business proposal, 
or they  contact you as part of their litigious attempt 
in enforcing their rights, and therefore the use of such 
copyrighted works without a proper license  or proper 
permit might expose the content publisher or the 
parties who conducted the streaming or live streaming 
into a very serious legal consequences as stipulated 
under the Indonesian copyright law,” he says. 

So once the content creator is using, multiplying 
the number of creations, adapting, rearranging, 
transforming, announcing the creation, or 
communicating the creations in any means, then he is 
liable for infringement, without proper consent from 
the copyright owner. 

“That is the parameter that a content publisher or 
live streamer has to fully understand,” Kusumah says. 
“Once the content publisher finds out that they are liable 
for such infringement, I would suggest that the parties 
or the content publisher contact the relevant owner or 
holder of the copyrighted works to show a good faith 
and that they would be responsible for such action. If 
you, for whatever reason, delay such communication 
with the relevant owner or holder of the copyrighted 
works, it might expose you to a very serious sanction 
or fine or even imprisonment as stipulated under the 
Indonesian copyright law.”

Screen recording and other issues
With the advancement of technology, there are now 
different ways in which an individual can screen-record 
videos, photos or anything else on their phones and 
laptops. What this screen-recording does, essentially, 
is record whatever is on the screen. At times, the 
application doing such screen-recording also records 
the sounds played on the phone and stores the final 
product on the phone for the user to have access to at 
any point of time.

So, when an artist or multiple artists perform 
on Instagram or YouTube Live, with the help of such 
screen-recording apps, an individual can, without 
permission, record such performance entirely and 
save the recording to be uploaded on social media 
platforms. This clearly violates the copyright vested 
with the artist over their performance. 

“We can understand this easier by comparing it 
when a person attending a concert records the entire 
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or parts of the concert to be uploaded on YouTube or 
Instagram without the permission of the artist or the 
production company which might own the songs the 
artist performed during the concert,” says Raghav 
Malik, a partner at Lall & Sethi in New Delhi. “Such an 
act would amount to copyright infringement. Similarly, 
in live videos, when you screen-record the artist’s 
performance, save such video on your device and 
upload it to Instagram or YouTube, these acts could 
amount to infringement under the Indian Copyright 
Act, 1957. Such upload of content, which is the 
intellectual property of the artist, the composers and 
the record label, and being displayed to an audience 
cannot be considered the creation of the uploader and 
copying another individual’s work. This, prima facie, 
may be considered a violation of the principles of 
copyright which requires originality/non-copying for 
the owner to claim a right over the work.”

He adds that it doesn’t matter whether such 
screen-recording of a live performance was done for 
non-monetary or non-commercial purposes; in such 
situations, unless the permission of the performing 
artists or the owner of the copyright is given, the act of 
screen-recording such performances will amount to a 
copyright infringement.

“It is important to note that all these copyright 
infringement implications pose a big threat to the 
content creator and, thus, puts the live streaming in a 
major risk as all the above inferences amount to blatant 
violation of the basic principles of copyright,” he says. 
“There are other issues as well – for instance, the 
issue of consent; accidentally releasing their location; 
revealing intimate information; and not knowing who 
is watching.”

In addition, Instagram’s Terms of Use and 
Community Guidelines connote that a user is capable 
of only posting content on Instagram that is non-
violative of the copyright or other intellectual property 
rights belonging to others. 

“Perhaps the best mode for ensuring this is by only 
posting content that is the uploader’s own creation,” 
says Malik. “Yet there remains a possibility of infringing 
the copyright belonging to someone else while posting 
video or performing a live stream on Instagram, even 
if: the uploader has purchased or downloaded such 
content (ex: a song from Spotify/Soundcloud); the 
uploader has recorded such content onto their own 
device; the uploader has provided accreditation to the 
copyright owner; the uploader has included a disclaimer 
citing that no copyright infringement was intended; the 
uploader is unintentional obtaining profit from such 
video/streaming; the uploader has altered or modified 
the video or live streaming background or added his/
her original element to such a video or live stream; he 
music in the video or background of the live stream 
has been obtained from the internet; the uploader saw 
others uploading the same video or performing the 
stream in a similar manner; the uploader thought the 
action is protected under fair use.”

He adds that, therefore, before posting a video or 

streaming live on Instagram, one needs to ascertain:
• If he is the creator of such music in the background;
• If he is allowed to use the entire music included in 

the video or live stream;
• Whether the use of the music comes within the 

ambit of exception to copyright infringement; and 
• Whether such background music has copyright 

protection.

“Generally, it is a good idea to obtain written 
permission from the author of such music prior to 
including the same on any video or live stream on 
Instagram,” says Malik. “The uploader might have the 
ability to use someone else’s music on the platform 
if he has obtained permission prior to the inclusion, 
such as by acquiring a license. The user may also be 
able to use someone else’s music if the same is in 
the public domain, and comes under fair use, or is 
excepted from copyright.”

Many legal issues
Govind Chaturvedi, a trademark attorney at LS Davar 
& Co. in New Delhi, says that whether the live streamer 
is a professional entertainer or just connecting with 
friends and family, broadcasting and sharing content 
online raises many legal issues, including intellectual 
property, publicity rights, commercial speech, and 
contractual terms of service.

“Accordingly, digital content creators should be 
cautious with what they publish,” he said. “One must be 
aware of the fact that when they sign up for an online 
service or platform, they most likely contractually agree 
to their Terms of Service, through which they agree to 
license a host of their legal rights, including copyright, 
trademark and publicity rights; to the company and 
affiliate with respect to any content they upload, so that 
it can be shared and viewed by the platform operators 
and others users on the platform.” 

He adds: “Moreover, while publishing content on 
such a platform, one is expected to have all necessary 
legal rights to any content or live stream, including 
permissions from third parties, and they are made to 
agree to reimburse the platform for any legal expenses 
incurred from the breaches of those representations, 
including unintentional ones. Apart from this, one must 
avoid the express feature of a third-party trademark in 
the live stream, and should not indulge in misleading 
their audience through misrepresentation or deceptive 
advertisements.”

With the commercial and promotional 
opportunities for live streaming the events growing with 
the popularity of streaming providers, the uncertainty 
surrounding the raw nature of the content threatens 
the potential for event planners to incorporate and 
monetize live stream content in post-event media, 
sponsorship packages, or other video opportunities. 

“For events, such as concerts, the legal aspects of 
streaming one should consider before they start include 
the consideration of public and private spaces and 
whether there is the reasonable expectation of privacy, 

F E A T U R E S
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"While publishing content 
on such a platform, one 
is expected to have all 

necessary legal rights to 
any content or live stream, 

including permissions 
from third parties, and 

they are made to agree to 
reimburse the platform 
for any legal expenses 

incurred from the 
breaches of those 
representations, 

including 
unintentional ones."

—GOVIND CHATURVEDI, 
trademark attorney, LS Davar & Co., 

New Delhi

"Given that the 
live stream can 
be viewed by 

people in various 
jurisdictions, there 

is a risk that the 
person doing the 

streaming may be 
in breach of the 

laws of another 
country."

—BENJAMIN CHEONG, 
partner, Rajah & Tann, 

Singapore

"In an app like TikTok 
or Instagram, the act of 

using or transforming or 
rearranging or making 

publicly available will be 
subject to the copyright 
law. It is compulsory for 

whoever conducts 
the streaming 

to obtain a 
preliminary 
permit from 
the copyright 

owner."
—JUSTISIARI 

PERDANA 
KUSUMAH, managing 
partner, K&K Advocates, 

Jakarta 

"In live videos, when 
you screen-record 

the artist’s 
performance, save 
such video on your 
device and upload it to 
Instagram or YouTube, 

these acts could amount 
to infringement under 
the Indian Copyright 

Act, 1957."
—RAGHAV MALIK, partner, Lall & 

Sethi, New Delhi

every individual’s right to publicity, and intellectual 
property, or copyrighted material being captured in 
the stream,” says Chaturvedi. “The easiest way to go 
about such streams is to plan ahead in order to make 
sure that the possibility of infringing and attracting 
legal consequences is eradicated right in the beginning. 
To best guard oneself against trademark or copyright 
infringement, a person must check the area that will be 
visible in their stream for any screens, posters, logos, or 

artwork and schedule their broadcast keeping in mind 
the performances, loud music, or sessions that may be 
covering sensitive material. Another thing to be taken 
into consideration is that areas with a high number of 
people are avoided so that the attendees who are being 
streamed are aware of the same. Not having control 
over the content that’s being instantly transmitted to 
the trusting followers and potential leads is definitely 
something to consider too.”AIP
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M any companies are unaware that a single new 
production technique or formulation results 
in a trade secret that can be protected. They 

either do not know they have valuable trade secrets, 
or they don’t inform staff that have access or handle 
trade secrets about the value and importance of 
confidentiality.

F E A T U R E S

“This is the main reason mistakes are made,” says 
Anton Blijlevens, principal at AJ Park in Auckland. “An 
appropriate level of control and security does not exist 
and mistakes get made, information is unwittingly 
disclosed or made public such as online.”

He adds: “When mistakes are made, competitors 
have an opportunity to capitalize on the availability 

Many companies are unaware that a single new production 
technique or formulation results in a trade secret that 
can be protected. Excel V. Dyquiangco looks into some 
of the common mistakes made by manufacturers when it 
comes to protecting their trade secrets.

The value 
of trade 
secrets
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of the trade information. I call it ‘trade information’ 
as it is no longer ‘trade secret information’ at this 
stage. Whether competitors realize the information is 
available is another thing, but vigilant competitors will 
smell it, take it and use it.”

One of the main problems for vulnerable 
companies is that they will have no idea that information 
has been seen and is being used by a competitor, 
Blijlevens says. “Unlike tangible assets that get stolen 
by physical removal, trade secrets are not physically 
removed. Their theft occurs by a competitor merely 
looking at the information. How do you know who has 
looked? My car can’t be stolen by a passer-by merely 
looking at my car, but they can see and then copy my 
prototype spoiler design by just looking at it.”

Samuel Yuen, managing director at Yuen Law in 
Singapore, adds that sometimes companies decide 
whether the information is even worth the protection 
as a trade secret. 

“While trade secrets are in theory protected in 
perpetuity, they are valuable only so long as they are 
confidential,” he says. “Products that can be easily 
reverse-engineered may be more suited for patent 
protection (where the product details are disclosed 
publicly but protection is guaranteed for 20 years). 
Companies seeking to raise revenue through licensing 
of the product, for example, may also want to consider 
patent protection instead so that they are the sole 
supplier and licensor of the product for that protected 
period.”

So how valuable are these trade secrets?

Workers and training
Su Myat Htun, senior associate at Yuen Law in 
Singapore, says that one problem companies face in 
trade secrets is focusing on external parties only.

“Clients often come to us to draft non-disclosure 
agreements when dealing with third parties,” she says. 

“While such agreements are no doubt important, the 
parties handling the trade secret are most often your 
own employees. It is just as important, if not more, 
to ensure your own employees are subject to strict 
standards of confidentiality. Once a leak occurs, the 
mistake is irreversible.”

On the flip side, it is also about failing to manage 
departing employees.

“Employees who have had access to trade secrets 
should be given special attention when they leave 
employment,” she says. “The exact measures that can 
be taken will differ depending on the context. Examples 
include exit interview and inventory checks, subjecting 
the employee to garden leave or non-competition 
obligations for a certain period (during which the 
trade secret may become obsolete, if applicable), or 
monitoring email and computer use for unauthorized 
downloads.” 

This is echoed by Blijlevens, who says that not 
using non-disclosure agreements (NDAs) with others 
outside the business can be dangerous, especially when 
disclosing new ideas or information to people outside 
the business. 

“NDAs are also important to use when you’re 
receiving confidential information from others, 
because they clearly outline your obligations and 
theirs,” he says. “Without a written agreement, you may 
find yourself in a tricky ‘we said, they said’ situation 
with obligations that go way beyond those of a typical 
NDA. Use of an NDA can also help demonstrate that 
disclosures made were not public disclosures and 
should hence be excluded as prior art citable against a 
patent application yet to be filed.”

However, it’s also important to understand why 
some companies refuse to sign NDAs. 

“I have helped a number of clients that were 
wanting to license their IP to large global operations 
such as Philips, the U.S. Navy, Huawei, Stanley Black 
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"Companies 
should always 

have a trade 
secret protection 

framework 
which supports 

its business 
policies and 

practices. The 
trade secret 

protection 
framework, which 
includes immediate 
back-up plans upon 
exposure of trade secrets, should be fluid 
and updated from time to time to cater to 

potential threats."
—BEE YI LIM, partner, Tay & Partners, Kuala Lumpur

F E A T U R E S

"When mistakes are 
made, competitors have an 
opportunity to capitalize on 
the availability of the trade 
information. I call it ‘trade 

information’ as it is no longer 
‘trade secret information’ 

at this stage. Whether 
competitors realize the 

information is available 
is another thing, but 
vigilant competitors 
will smell it, take it 

and use it."
—ANTON BLIJLEVENS, principal, AJ 

Park, Auckland

"While trade secrets 
are in theory protected 
in perpetuity, they are 

valuable only so 
long as they are 

confidential. 
Companies 
seeking to 

raise revenue 
through 

licensing of 
the product, for 
example, may 

want to consider patent 
protection instead so that 
they are the sole supplier 

and licensor of the 
product for the protected 

period."
—SAMUEL YUEN, managing director, Yuen 

Law, Singapore

"Clients often 
come to us to draft 
non-disclosure 

agreements when 
dealing with third 

parties. While 
such agreements 

are no doubt 
important, the 

parties handling 
the trade secret 
are most often 

your own 
employees." 

—SU MYAT HTUN, 
senior associate, Yuen Law, 

Singapore

& Decker and more,” he says. “[Operations like those] 
generally do not sign NDAs with outside companies 
wanting to licence or sell IP to them. This approach 
protects them against legal claims of breach of 
confidentiality in case someone internally somewhere 
in the world happens to be developing the same idea. 
Often such global businesses are willing to receive 
external technology ideas, but most have insisted that 
my clients first file a patent application as a way for my 
clients to protect their IP position.”

Policies and enforcing framework
“Companies should always have a trade secret 
protection framework which supports its business 
policies and practices,” says Bee Yi Lim, a partner at 
Tay & Partners in Kuala Lumpur. “The trade secret 
protection framework, which includes immediate 
back-up plans upon exposure of trade secrets, should 
be fluid and updated from time to time to cater 
to potential threats. Companies can also invest in 
employee and service suppliers and vendor training 
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so that they have trade secret awareness, particularly 
regarding their confidentiality duty, do not mishandle 
trade secrets and can assist to take steps to minimize 
risks of disclosure or misuse. The losses resulting from 
trade secret theft could be irreparable and can affect 
a company for a significant period of time. Hence, it 
should not be underestimated.”

Yuen agrees. He says it is best to consider carefully 
the intention to exploit products and services as soon 
as they start. 

“This will inform your decisions on how best to 
protect your intellectual property, be it protecting 

it as a trade secret, apply for patent protection or 
something else entirely,” he says. “If you want to protect 
information’s confidentiality, allocate resources to 
drafting the appropriate non-disclosure agreements 
for people who will be handling the information. 
Your employment agreements and handbooks should 
also set out stringent confidentiality terms and 
policies. Beyond just paper terms, it is important that 
companies actually allocate time to ensure that they 
have actual processes in place that employees can 
follow to help maintain the confidentiality of their 
trade secrets.”AIP

Five trade secret mistakes companies can avoid
Bee Yi Lim, a partner at Tay & Partners in Kuala Lumpur, outlines five mistakes in trade secrets that 
companies should avoid, and how to resolve these. 

• Taking in another company’s trade secret 
through the recruitment of new employees 
especially when hiring from a competitor. Trade 
secrets may be misappropriated via this manner, 
so it is important to have in place the relevant 
safeguards including exit interviews to underline 
the importance of confidentiality.

• Hindering accessibility to trade secrets which 
employees need through unnecessary layers of 
bureaucratic red tape. If the employees perceive 
the trade secret protection policies as being there 
to assist them rather than to hinder them, they 
are more likely to adhere to the policies. The 
policies that are implemented should ideally be 
ones that are necessary and can be followed.

• Equating all trade secrets as the same. Trade 
secrets have varying degrees of value and 
importance depending on the changes to the 
business. A company’s trade secrets should be 
ranked and managed accordingly so that higher 
protection is accorded to high importance trade 
secrets and those that are no longer of economic 
value may be de-classified.

• Failing to enforce its trade secret protection 
framework. Active enforcement and management 
can help to mitigate risks. Action should be taken if 
there are breaches of the framework to underline 
the importance of adhering to the policies.

• Thrifting on physical and electronic security. 
A weak physical and electronic security system 
makes it easier for trade secret theft. Companies 
can update their security system and identify weak 
areas to try to minimize trade secret thefts.—EXCEL 

V. DYQUIANGCO AIP
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T hailand has climbed one spot to 28th on the 
Institute for Management Development’s 2021 
world competitiveness rankings, three spots 

behind ASEAN neighbor Malaysia and nine spots ahead 
of Indonesia in the global rankings.

Switzerland-based IMD attributed Thailand’s 
gains to improvements in labour market indicators, 
a low government deficit and recently enacted 
pro-business legislation; the organization also 
noted Thailand’s gains in scientific infrastructure, 
including an increase in scientific academic research 
publications, confidence express by Thai business 
managers on the collaboration between academia 
and the private sector and increased protection of 
intellectual property rights. 

Thailand’s improved showing on the global stage 
will likely lead lead to an increased interest in – and 
scrutiny of – the country’s intellectual property 
regime and practice. With this in mind, we turned to 
IP professionals in the region in order to understand 
better what clients need today. Asia IP asked a large 
number of professionals – mostly in-house counsel 
and corporate legal managers – what they were looking 
for from their legal service providers. From their 
answers, we have compiled our list of 50 Thailand IP 
Experts, those lawyers who understand just what their 
clients need and are able to provide them with the best 
practical advice.

Today’s clients are looking for more than just 
a degree from a top-notch university and a couple 
of decades of practice. In order to be an outstanding 
provider of intellectual property advice, a lawyer must 

also be capable of understanding how intellectual 
property impacts the rest of his client’s business, and 
be able to provide practical, real-world, business-savvy 
advice. She must be able to provide sound advice on the 
current law, but also needs to be able to understand 
coming trends which are likely to impact her client’s 
business.

Unlike days past when she might have played just 
a bit role, today’s IP Expert is every bit a full-fledged 
team member.

Thailand’s intellectual property market features 
several major players, and lawyers from those firms 
dominate our list: Tilleke & Gibbins led all firms, having 
eight lawyers named to our list, while Baker McKenzie 
landed six lawyers on the list. Domnern Somgiat & 
Boonma and Satyapon & Partners each scored five, 
while Rouse put four on the list.

But while big firms may have the lion’s share of the 
international IP market, Bangkok is also a place where a 
hard-working small or mid-size firm can also see great 
success. In fact, 16 different firms placed between one 
and three lawyers on the list, showing both the depth 
and the breadth of the skill of the country’s IP Experts.

Most of the lawyers named to our list have multiple 
practice specialties. Many of them are litigators, while 
others concentrate on prosecution work or provide 
strategic advice. 

All of them have something in common: they are 
experts in their fields and, in one way or another, they 
provide extra value for their clients. They are Asia IP’s 
Thailand IP Experts. AIP
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Extended biographies of lawyers highlighted above appear on Pages 56-60

THAILAND IP EXPERTS TOP 50
NAME FIRM PATENTS TRADEMARKS COPYRIGHT ENFORCEMENT LICENSING & 

FRANCHISING
MEDIA & 

ENTERTAINMENT
IT & 

TELECOMS
PHARMA 

& BIOTECH
IP 

LITIGATION

Alan Adcock Tilleke & Gibbins a a a a a
Nuttaphol Arammuang ZICO Law a a a a a
Prasantaya Bantadtan LawPlus a a a a a a a
Pavinee Bunyamissara SCL Nishimura & Asahi a
Prabjote Busdee Domnern Somgiat & Boonma a
Kritchawat Chainapasak Satyapon & Partners a a a a a
Manoon Changchumni Rouse a a a a
Kallayarat Chinsrivongkul Chavalit & Associates a a
Siraprapha Claassen Tilleke & Gibbins a
Somboon Earterasarun Tilleke & Gibbins a a
Franck Fougere Ananda Intellectual Property a a a a
Daniel Greif Schmitt & Orlov a a a
Praewpan Hinchiranan Baker McKenzie

Nont Horayangura Baker McKenzie a a a
Masafumi Iguchi S&I International a
Nandana Indananda Tilleke & Gibbins a a a a
Chalermphong Jitkuntivong Domnern Somgiat & Boonma a a
Sukontip Jitmongkolthong Tilleke & Gibbins a a a a
Ratinuch Kawnachaimongkol ILCT a
Pattaravadee 
Kongcharoenniwat AWP & Alliance a

Apiwatt Kongsoowan Domnern Somgiat & Boonma a
Yingluck Krairiksh S&I International a
Poondej Krairit Dej-Udom & Associates a a
Saowaluck (Apple) Lamlert WE Intellectual Property a a a a a a
Verasak Maiwatana Satyapon & Partners a a a
Fabrice Mattei Rouse a a a a a
Kritsana Mingtongkhum Satyapon & Partners a a a
Wiramrudee Mokkhavesa Tilleke & Gibbins a a a
Chakrapat Mongkolsit Domnern Somgiat & Boonma a
Radeemada Mungkarndee Baker McKenzie a a
Phatthrawat Nakaranuruck SCL Nishimura & Asahi a a a
Rutorn Nopakun Domnern Somgiat & Boonma a a a a
Somphob Rodboon ILAWASIA a a a a a a
Satyapon Sachdecha Satyapon & Partners a a a a a a a
Weerayuth Sajjaphanroj ES Counsel a a
Kowit Somwaiya LawPlus a a a a a a a
Nuttakorn Sorakun Ananda Intellectual Property a a
Chalinee Sriprasart Vidon & Partners a a
Nan Srisanit Anek Group a
Say Sujintaya Baker McKenzie a a a a a
Kriangsak Sukhitanont Satyapon & Partners a a a
Panisa Suwanmatajarn The Legal a a a a
Dhiraphol Suwanprateep Baker McKenzie a a a a
Tanakrit Tangburanakij Baker McKenzie a a a a
Suebsiri Taweepon Tilleke & Gibbins a a a a a
Peeraya Thammasujarit Rouse a a a a
Nuttachai Unaratana Rouse a
Chavalit Uttasart SCL Nishimura & Asahi a a a a
Darani Vachanavuttivong Tilleke & Gibbins a a a a a
Titirat Wattanachewanopakorn ZICO Law a a a a
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Thailand’s IP Experts is based solely on independent 

editorial research conducted by Asia IP. As part of this project, 

we turned to thousands of in-house counsel in Thailand, Asia 

and around the world, as well as Thailand-focused partners at 

international law firms, and asked them to nominate private-

practice lawyers including foreign legal consultants, advisers 

and counsel. 

The final list reflects the nominations received combined 

with the input of editorial team at Asia IP, which has more 

than 40 years of collective experience in researching and 

understanding Thailand’s legal market.

All private practice intellectual property lawyers in 

Thailand were eligible for inclusion in the nominations process; 

there were no fees or any other requirements for inclusion in 

the process.

The names of our 50 IP Experts are published here. Each 

IP Expert was given the opportunity to include their biography 

and contact details in print and on our website, for which a fee 

was charged. AIP
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Kritchawat has been helping build Satyapon & Partners 
from Day One. With more than 25 years working directly 
with Dr. Satyapon, he has seen it all when it comes to 
intellectual property in Thailand. While Kritchawat is very 
capable on the trademark side, he is more technically 
focused and now enjoys advising a wide range of clients 
from every field of scientific and human endeavour on 
protecting their patent and design rights as our head of 
Patent & Design.

Leading a team that handles complex patents from every 
scientific field is no mean feat; Satyapon & Partners’ 
clients include some of the largest companies in the 
world in pharmaceuticals, biotechnology, medical devices, 
electrical, chemical, material and mechanical engineering, 
aerospace, automotive and many more industries.

Reach out to Kritchawat for: Patent Drafting, Patent 
Prosecution, Patent Searches, PCT National Entry.

PATENTS
TRADEMARKS 

ENFORCEMENT
PHARMA & BIOTECH

IP LITIGATION

CHAINAPASAK, KRITCHAWAT 
PARTNER

Satyapon & Partners Ltd.
140 One Pacific Place, 9th Floor, Suite 909, 
Sukhumvit Road, Klongtoey District, 
Bangkok 10110, Thailand
T: +66 2 254 8858
F: +66 2 254 2550
E: kritchawat@satyapon.com
W: www.satyapon.com

Prasantaya Bantadtan is a partner of LawPlus Ltd. and 
a director of LawPlus Myanmar Ltd. She obtained an 
LL.M. in international economic law from the University 
of Warwick, an LL.M. in international business legal 
studies from the University of Exeter, and an LL.B. from 
Thammasat University, Thailand. She is a registered 
patent attorney and a notarial services attorney.  

Prasantaya specializes in laws on intellectual 
property, information technology, telecommunications, 
restructuring, insolvency, corporate, M&A and real estate. 
She has advised local and international clients on patent 
and trademark registration, business reorganization, debt 
recovery, funds repatriation, joint ventures, mergers, 
acquisitions and disposal of distressed debts. Asialaw 

Leading Lawyers recognized her as a notable practitioner 
for intellectual property in 2020, and as a leading lawyer 
for corporate/M&A and intellectual property in 2018 and 
2019.  The Asia Business Journal 2018 and 2019 listed her 
as one of the Top 100 Lawyers in its Thailand A-List. The 
Legal 500 Asia Pacific (2020) has recommended her for 
intellectual property.  

Prasantaya is a member of the Lawyers Council of 
Thailand, the Thai Bar Association, the Intellectual Property 
Association of Thailand (Director 2019-2021), the ASEAN 
Intellectual Property Association (Councilor), the Asian 
Patent Attorneys Association (Trademark Committee 
2013-2015 and 2019-2021), the INTA, the IBA and LES.

BANTADTAN, PRASANTAYA 
PARTNER

LawPlus Ltd.
Unit 1401, 14th Floor, Abdulrahim Place, 
990 Rama IV Road, Silom, Bangrak, 
Bangkok 10500 Thailand
T: +66 2 636 0662
F: +66 2 636 0663
E: prasantaya.bantadtan@lawplusltd.com  
W: www.lawplusltd.com

PATENTS
TRADEMARKS

COPYRIGHT
ENFORCEMENT

LICENSING & FRANCHISING    
IT & TELECOMS

IP LITIGATION
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Saowaluck’s stint in intellectual property law spans two 
decades. After co-heading the IP practice group of a high-
profile, well-respected Thai law firm, Saowaluck went 
on to oversee the Thailand operations of a multinational 
IP firm, managing several key client accounts in both 
positions. Her profound understanding of the Thai legal 
system and practice is only equalled by her steadfastness 
where clients’ business needs are concerned. A registered 

Thai patent attorney and a registered Thai notary public 
fluent in both English and Thai, Saowaluck has over 20 
years of experience in handling and managing a broad 
range of IP matters – from trademark prosecution to 
patent enforcement, and from IP licensing to copyright 
litigation – for clients in all shapes and sizes. It is with 
good reasons that the international press calls her a 
“versatile IP maven”.

PATENTS
TRADEMARKS

COPYRIGHT
ENFORCEMENT

LICENSING & FRANCHISING    
IP LITIGATION

LAMLERT,  SAOWALUCK (APPLE)  
MANAGING PARTNER

WE Intellectual Property Co., Ltd. (“WE IP”)
87/1 Capital Tower, All Seasons Place, Unit 
1505, 15th Floor, Wireless Road, Lumpini, 
Pathumwan, Bangkok 10330, Thailand
T: +66 2 115 1336 
E: Saowaluck.L@weintellectual.com 
W: www.weintellectual.com

Mr. Maiwatana, the former Director of the Thai Patent 
Office, joined Satyapon & Partners’ patent team to oversee 
our patent prosecution and litigation matters in October 
2016. He has dedicated a lifetime to patents. With over 
35 years of experience in the Thailand Patent Office, 
Department of Intellectual Property, Mr. Maiwatana brings 
a wealth of patent examination knowledge to the firm. His 
invaluable expertise provides significant value to clients. 

In fact, he has been critical in overcoming objections other 
firms had given up on, which were referred to Satyapon 
& Partners, who delivered where others said it could not 
be done.

Reach out to Verasak for: IP Strategy, Complex Patent 
Prosecution, Patent Litigation.

MAIWATANA, VERASAK 
PATENT SPECIALIST

Satyapon & Partners Ltd.
140 One Pacific Place, 9th Floor, 
Suite 909, Sukhumvit Road, 
Klongtoey District, 
Bangkok 10110, Thailand
T: +66 2 254 8858
F: +66 2 254 2550
E: verasak@satyapon.com
W: www.satyapon.com

PATENTS
 ENFORCEMENT

IP LITIGATION
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Somphob is a founder of ILAWASIA Co., Ltd., a legal firm 
which was founded in Thailand in 2011. Currently, the 
firm has affiliated companies which are continuously 
operating the legal services in Greater Mekong Sub-
region countries for many years, such as Myanmar and 
Cambodia. The firm has been led by Somphob, and known 
as Intellectual Property Consulting Firm. At the moment, 
he strikes another goal by establishing a legal company 
in Lao PDR, where he intends to provide legal services 
to groups of clients, especially intellectual property right 
(IPR) protection.

From his years of experience, Somphob has exceptional 
knowledge and experience related to all areas of 
intellectual property, not limited to the matters of 
Trademark, Tradename, Trade Secrets, Copyright, Patents, 
Designs, Geographical Indications, Customs Recordation, 
IPR Prosecution and Litigation, but including other IPR 
protection as well.

PATENTS
TRADEMARKS

COPYRIGHT
ENFORCEMENT

LICENSING & FRANCHISING        
IP LITIGATION

RODBOON, SOMPHOB 
MANAGING PARTNER

ILAWASIA CO., LTD.
319 Chamchuri Square building, Floor 
17, unit 1702, Phyathai, Pathumwan, 
Bangkok 10330, Thailand
T: +66 2 048 2534
F: +66 2 015 2536 
E: IP@ilawasia.com
W: www.ilawasia.com

Kritsana’s reputation in the IP industry has been growing 
exponentially; he was recently elected by his peers to a 
third term on the ASEAN IPA Thailand Committee, and 
elected to serve as a member of the APAA Trademark 
committee. After many years of volunteer service to 
the Intellectual Property Association of Thailand (IPAT), 
he has now been appointed General Secretary of the 
organization.

He is a favorite among clients, who respect his work 
ethic and solid advice. Many of Satyapon & Partners’ 
recent new major local clients are a direct result of his 
hard work. He has become adept at overcoming refusals 

issued against Madrid applications designating Thailand, 
and the firm is experiencing a huge influx of new matters 
as a direct result of his reputation for sound advice and 
strategy to overcome the rejections. He heads the firm’s 
extremely busy trademark department, overseeing an 
enormous volume of prosecution, office actions, and 
responses while concurrently heading the litigation team 
at Satyapon & Partners. Just last year, he was the team 
lead for the largest patent seizure in Thai history on behalf 
of a Japanese Fortune 500 client.

Reach out to Kritsana for: IP Litigation, IP Enforcement, 
Trademark Prosecution.

MINGTONGKHUM, KRITSANA 
PARTNER

Satyapon & Partners Ltd.
140 One Pacific Place, 9th Floor, Suite 909, 
Sukhumvit Road, Klongtoey District, 
Bangkok 10110, Thailand
T: +66 2 254 8858
F: +66 2 254 2550
E: kritsana@satyapon.com
W: www.satyapon.com

TRADEMARKS
ENFORCEMENT

IP LITIGATION



M A Y  2 0 2 1 Asia IP 59Asia IP 59

Kowit Somwaiya is the founder and managing partner 
of LawPlus Ltd. and LawPlus Myanmar Ltd. He obtained 
a BA (Education) from Ubon Ratchathani Rajbhat 
University, an LL.B. from Thammasat University, an LL.M. 
from University of Illinois at Urbana-Champaign and a 
Certificate of Instruction for Lawyers from Harvard Law 
School.  He is a registered patent attorney and a licensed 
lawyer of Thailand.

Kowit has been in the IP law practice since 1982. His IP 
expertise consists of advising and representing MNCs on 
IP prosecution, utilization and enforcements in Thailand 
and abroad. Currently, Kowit is serving as a member of 
the INTA Digital Transformation Advisory Board (2020-

2021). Previously he was a member of the INTA Board 
of Directors (2018-2020), the INTA Global Advisory 
Council-Asia & Pacific (2018-2019), the Vice President of 
the Intellectual Property Association of Thailand (IPAT) 
(2017-2019); the Co-Chair of the APAA Emerging IPR 
Committee (2013-2015), and a member of the APAA Anti-
Counterfeiting Committee (2016-2020). 

Kowit also has expertise and intensive experiences in 
laws on banking, corporate, foreign direct investment, 
merger and acquisition, telecommunications, digital 
technology, dispute resolution and litigation.
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SOMWAIYA, KOWIT 
MANAGING PARTNER

LawPlus Ltd.
Unit 1401, 14th Floor, Abdulrahim 
Place, 990 Rama IV Road, Silom, 
Bangrak, Bangkok 10500 Thailand
T: +66 2 636 0662
F: +66 2 636 0663
E: kowit.somwaiya@lawplusltd.com
W: www.lawplusltd.com

Dr. Sachdecha, a graduate of George Washington Law 
School, has been practicing exclusively in the field of 
intellectual property law for over 30 years, founding 
Satyapon & Partners in 1995.

He served as the president of the Intellectual Property 
Association of Thailand for five consecutive terms from 
2009-2019. He has been serving as the vice president 
of the AIPPI Thailand Group for over 20 years. He sat on 
the IP Law Development Committee for the Thai Ministry 
of Commerce, helping draft the current Trademark Act. 
Appointed by the Cabinet of Thailand as an Intellectual 
Property Expert to the Trademark Board of Thailand, 
during his eight-year tenure he was in charge of appeals 
and cancellations, which gives him unique insight into the 

functions of the Board.

Satyapon is a pioneer in anti-counterfeiting and brand 
enforcement in Thailand. In 2019, the firm recorded 
the largest patent infringement seizure in the history 
of Thailand against a major local manufacturer, and 
has seen major dividends from their Customs Officers 
training seminars in the form of a big increase in Customs 
seizures for their clients.

In his long and storied career, Satyapon has done it all.

Reach out to Satyapon for: IP Strategy, IP Enforcement, IP 
Prosecution, IP Litigation

SACHDECHA, SATYAPON 
MANAGING PARTNER

Satyapon & Partners Ltd.
140 One Pacific Place, 9th Floor, 
Suite 909, Sukhumvit Road, 
Klongtoey District, 
Bangkok 10110, Thailand
T: +66 2 254 8858
F: +66 2 254 2550
E: satyapon@satyapon.com
W: www.satyapon.com
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As the Managing Partner at The Legal Co., Ltd., Panisa 
Suwanmatajarn has established herself as an experienced 
and versatile attorney in the legal community. She has 
extensive experiences in various fields of law including 
corporate and commercial, intellectual property and 
information technology fields. Along with her extensive 
and well-rounded experiences, both here in Thailand and 
abroad, especially in the ASEAN community.

With an in-depth knowledge of intellectual property which 
stems from being a legal officer of the Department of 
Intellectual Property, Panisa handled significant projects 
in developing the current intellectual property systems 
in Thailand. Being a private practitioner for years, Panisa 
has been involved with inbound and outbound trademark 

prosecutions, intellectual property infringement, 
contracts related to intellectual property such as licensing 
agreements, franchise agreements, distributorship and 
outsourcing agreements. Her experience in information 
technology cover a vast area, including advising multi-
national clientele on the issues in relation to the computer 
crime act and related regulations, e-transactions and 
personal information and privacy laws.
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 A S E A N  
A sea change in Singapore’s 
data privacy law
Singapore’s Personal Data 
Protection (Amendment) Bill 
2020 was passed on November 
2, 2020, following extensive 
public consultations between 
2017 and 2020, and came into 
effect on February 1, 2021. The 
amendments to the PDPA bring 
about much-needed updates to 
align Singapore’s data privacy 
regime with international 
standards and best practices. 
The key amendments in the 
PDPA are: 

1) Expanded scope for deemed 
consent; 

2) New legitimate interests 
and business improvement 
exceptions to requirement 
to obtain consent;

3) Mandatory notification 
regime for data breaches; 

4) Personal liability for 
offences under the PDPA; 
and

C O R R E S P O N D E N T S

5) New data portability 
obligation for organizations.

Expanded scope for deemed 
consent
Prior to February 1, 2021, the 
PDPA provided that consent to 
the collection, use or disclosure 
of personal data may be deemed 
rather than express where the 
individual voluntarily provides 
personal data to an organization 
for a particular purpose and the 
collection, use or disclosure is 
done pursuant to that purpose. 
The amended PDPA expands the 
scope of deemed consent in two 
other instances: 

1) Deemed consent by 
contractual necessity: 
Where an individual P 
discloses personal data to 
an organization X with a 
view to entering a contract 
or pursuant to an existing 
contact, P is deemed to 
consent to the disclosure of 
his or her personal data by 
X to another organization 
Y where such disclosure is 
necessary for the conclusion 
of the contract or the 

performance of the existing 
contract; and

2) Deemed consent by 
notification: Where an 
organization has i) assessed 
that the use, collection, and 
disclosure of personal would 
not have an adverse effect 
on the individual; ii) taken 
reasonable steps to notify an 
individual that it intends to 
collect, use or disclose his 
or her personal data; and 
iii) the individual does not 
object to such collection, 
use or disclosure within 
the prescribed time.  The 
Personal Data Protection 
Committee (the PDPC) 
has issued an Assessment 
Checklist for Deemed 
Consent by Notification to 
guide organizations seeking 
to rely on such deemed 
consent.

New exceptions for legitimate 
interests and business 
improvements
The pre-amendment PDPA 
contained a slew of exceptions 
setting out instances in which 
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specifying that an organization 
may use personal data without 
consent for: i) improving, 
enhancing or developing new 
goods or services, or methods 
or processes for business 
processes; ii) learning about 
and understanding behavior 
and preferences of individuals 
in relation to its goods and 
services; and iii) identifying 
suitable goods or services or 
personalizing and customizing 
such goods or services for 
individuals.

The exception also allows 
the sharing of personal data 
between related corporations 
(such as entities within a group 
of companies) for the above-
listed business improvement 
purposes, providing that such 
related corporations are bound 
by binding obligations to 
safeguard the personal data. 
The business improvement 
exception may only be relied on 
if i) such business improvement 
purposes cannot reasonably be 
achieved without the sharing 
or use of personal data in an 
individually identifiable form 
and ii) such sharing or use is 
reasonable.

Mandatory notification regime 
for data breaches
Under the Amended PDPA, 
organizations are bound to 
notify affected individuals 
and the PDPC whenever 
there is a data breach (i.e., 
unauthorized access, collection, 
use, disclosure, copying or 
modification of personal data) 
that is i) likely to result in 
significant harm to an affected 
individual; or ii) is likely to be 
of significant scale affecting 
more than 500 individuals. 
(See Advisory Guidelines on Key 
Concepts in the Personal Data 
Protection Act (revised 1 February 
2020) at [20.20] for details.) 
An organization faced with a 
data breach is required to assess 
whether such data breach is 
notifiable. If so, the organization 
is to notify the PDPC and 
each affected individual. The 

notification to the PDPC must 
take place no later than three 
days after the said assessment, 
while the affected individuals 
must be notified in a manner 
that is reasonable in the 
circumstances.

Personal liability for 
offences under the PDPA
The amended PDPA introduces 
personal liability for the 
egregious mishandling of 
personal data, on top of 
penalties on organizations. 
An individual may be liable for 
an offence under the PDPA if he 
or she: 

1) Knowingly or recklessly 
discloses or causes to 
be disclosed personal 
data possessed by an 
organization (or public 
agency) without authority to 
do so;

2) Knowingly or recklessly uses 
personal data possessed 
by an organization (or 
public agency) for gain for 
himself or another person 
or to cause harm or loss 
to another person without 
authority to do so; or

3) Knowingly or recklessly 
re-identifies anonymized 
information possessed by 
an organization (or public 
agency) without authority to 
do so. 

In each case, the infringer 
may be liable to a fine not 
exceeding S$5,000 (US$3,780) or 
to imprisonment of up to two 
years or to both.

New data portability obligation
The Personal Data Protection 
(Amendment) Bill 2020 
introduces a new data portability 
obligation, under which 
organizations belonging to a 
prescribed class are required 
upon request by an individual 
to transmit personal data in 
electronic form relating to that 
individual in its possession to 
another organization. However, 
this part of the bill will only 
be enacted on a future date 
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consent is not required for the 
collection, use and disclosure 
of personal data. However, 
a jarring difference between 
Singapore’s PDPA and other 
established privacy laws such 
as the General Data Protection 
Regulation (GDPR) is the absence 
of a general legitimate interest 
exception. 

The amended PDPA bridges 
this gap by implementing the 
legitimate interests and business 
improvement exceptions.

The legitimate interests exception
Under the legitimate interests 
exception, an organization may 
collect, use or disclose personal 
without consent where: 

1) It is in the legitimate 
interests of the organization 
or another person; and

2) The legitimate interest 
of the organization or 
other person outweigh 
any adverse effect on the 
individual.

Prior to relying on the 
legitimate interests exception, 
the organization must conduct 
an assessment of whether the 
above requirements are satisfied 
and provide the individual 
with access to information 
relating to the collection, use 
or disclosure of his or her 
personal information. The PDPC 
has released an Assessment 
Checklist for Legitimate 
Interests Exception to guide 
organizations in conducting 
such assessments. 

While the legitimate 
interests exception may appear 
broad-ranging, it is clear that 
this exception may not be relied 
upon to justify all handling of 
personal data. In this regard, 
the PDPC has clarified that 
organizations cannot rely on the 
legitimate interests exception to 
send direct marketing messages.

The business improvement 
exception
In addition to the legitimate 
interests exception, the 
amended PDPA goes further in 
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to be announced. We expect 
more details regarding data 
portability to be issued by the 
PDPC (including the type of 
personal data and categories of 
organizations covered by the data 
portability obligations) before 
the coming into force of the 
amendments in the PDPA bill.

Conclusions
The recent and proposed 
amendments to the PDPA 
represent major and prudent 
steps towards streamlining 
data privacy compliance in 
Singapore. In particular, the 
legitimate interests and business 
improvement exceptions will 
likely be critical to businesses 
which are increasingly reliant 
on data analytics as tools of 
growth. AIP
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 I N D I A 
Surrogate advertising: 
ASCI issues fresh guidelines 
for brand extension 
advertisements
Indian law prohibits, or largely 
restricts, the promotion and 
advertisement of certain 
commodities (restricted goods) 
such as alcoholic beverages, 
cigarettes and other tobacco 
products. While advertisement of 
alcoholic beverages is prohibited, 
inter alia, on cable TV networks 
by The Cable Television Networks 
(Regulation) Act, 1995 and in 
newspapers through the Norms of 

Journalistic Conduct issued by the 
Press Council of India, promotion 
of cigarettes and tobacco products 
is prohibited under the above-
mentioned laws/guidelines, as 
well as through The Cigarettes 
and Other Tobacco Products 
(Prohibition of Advertisement 
and Regulation of Trade and 
Commerce Production, Supply and 
Distribution) Act, 2003 (COTP), 
with much broader and stringent 
provisions. Other legislation 
regulates promotion of infant 
milk food, medicinal drugs, public 
gambling, lotteries, etc.

Notably, some of these 
regulatory guidelines and laws are 
media-specific. For instance, while 
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promotion of alcoholic beverages 
on newspapers and cable TV 
networks is prohibited, there is 
no express statutory prohibition 
on its promotion through social 
media platforms, thus leading 
to widespread publicity of such 
products through Instagram, 
Twitter, Facebook and the like.

There is, however, the 
Advertising Standards Council 
of India (ASCI), a self-regulatory 
body established in 1985 which, 
regulates advertisements across 
platforms. Though not statutory 
in nature, ASCI has been 
recognized by law to the extent 
that the Advertising Code as per 
Section 6 of the Cable Television 
Networks (Regulation) Act, 1995 
adopts the ASCI’s Code for Self-
Regulation (ASCI Code). Apart from 
regulating advertisements, the 
ASCI also operates the Consumer 
Complaints Council (CCC), which 
is responsible for adjudicating 
complaints against advertisements 
received from consumers, and 
providing recommendations which 
members of the industry usually 
abide by despite the ASCI’s lack 
of statutory powers to ensure 
compliance.

Brand extensions and 
surrogate advertisements
Over the past many years, 
businesses have been working 
their way around restrictions on 
advertisement of restricted goods. 
Advertisements of soda water, 
music CDs, etc., under brands 
known for alcoholic beverages 
are common across television, 
print media, sponsored events, 
radio broadcasts, etc. These 
promotional activities are often 
termed surrogate advertisements, 
especially when the brand 
extension, i.e. the unrestricted 
good, does not have sufficient 
market presence, and the members 
of the public are likely to see the 
advertisement and relate it to 
the restricted good. In case of 
surrogate advertisements, courts 
usually do not come to the aid of 
the advertisers, holding that one 
may not do indirectly that which is 
prohibited to be done directly. 

Therefore, the Delhi High 
Court in TV Today Network Ltd. 
v. Union of India [Order dated 
February 15, 2021 in W.P.(C) 
1971/2021] recently refused to 
stay a direction of the Ministry 
of Information & Broadcasting 
to Hindi-language news channel 
Aaj Tak for displaying an 
advertisement for All Seasons Club 
Soda found to be a surrogate for 
whisky under the same brand. 
Similarly, in its judgment dated 
March 14, 2019, a division bench 
of the Allahabad High Court in 
Struggle Against Pain v. State of 
UP & Ors. [PIL No. 12510 of 2006] 
directed the State of Uttar Pradesh, 
its Excise Commissioner and police 
authorities, to, inter alia, ensure 
that surrogate advertisements 
of liquor and tobacco products 
are not displayed in any form in 
the state. Therefore, the factors 
and tests to distinguish between 
a genuine brand extension and a 
surrogate is crucial to ensure that 
an advertiser does not fall foul of 
the law. 
In this respect, Rule 7(2)(viii) of 
The Cable Television Network 
Rules, 1994 distinguishes a genuine 

brand extension from a surrogate 
advertisement by laying down 
several conditions, including:

i) Only the unrestricted good 
should be displayed;

ii) The prohibited products 
should not be referred to 
either directly or indirectly;

iii) Phrases or nuances which 
promote the prohibited good 
should not be used;

iv) The layout, colours or 
presentation associated with 
prohibited goods should not be 
used; and

v) Situations typical to prohibited 
goods must not be used in the 
advertisement.

Furthermore, any such 
advertisement of a brand extension 
would also need to receive 
certification from the Central 
Board of Film Certification prior to 
telecast/transmission. 
However, the above conditions are 
only applicable to advertisements 
of liquor or tobacco products 
through cable TV, and not for 
other restricted goods, or other 
platforms/media.
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ASCI and surrogate 
advertisements
Chapter III of the ASCI Code 
allows use of a brand or company 
name associated with a restricted 
good to be used for advertising 
unrestricted goods in case it is 
a genuine brand extension, and 
generally lays down the following 
factors to be considered in 
determining whether a brand 
extension is genuine:

i) Whether the unrestricted good 
is produced and distributed in 
reasonable quantities to justify 
the scale of advertising, media 
used and markets targeted, 
and,

ii) Whether the advertisement 
direct or indirect clues/cues 
which would lead a consumer 
to associate the advertisement 
with the restricted good?

However, the above criteria 
were subjective, insofar as 
what is a ‘reasonable’ quantity 
of unrestricted good required 
to be produced/distributed to 
justify advertisements remained 
uncertain.

While certain ASCI 
guidelines to distinguish surrogate 
advertisements from genuine 
brand extensions did exist, they 
were not comprehensive. To meet 
this challenge and bring forward a 
uniform, objective criterion which 
clearly distinguishes the new 
entrants in the market from old, 
the ASCI, on March 18, 2021, issued 
fresh brand extension guidelines 
applicable from April 1, 2021. As per 
this, the brand extension product/
service must be registered with the 
appropriate government authority 
for GST, FSSAI, etc. (as applicable) 
and meet the following conditions:

A) If the brand has been present 
in the market for over two 
years (calculated from date of 
first invoice):
i) National sales turnover over 

Rs50 million (US$685,000) 
or sales turnover over Rs10 
million (US$137,000) in any 
state where distribution has 
been established; and

ii) A certificate to validate 
the above issued by an 

independent organization 
(such as Nielsen IQ or a 
category-specific industry 
association) or by an 
independent and reputed 
chartered accountancy firm.

B) If the brand was launched in 
the market within the last two 
years (calculated from date of 
first invoice):
i) Net sales of Rs2 million 

(US$27,400) per month since 
launch (sales to subsidiary 
or sister concern not 
included); or

ii) Demonstrated fixed asset 
investments (excluding 
any expense related to 
advertisement) exclusively 
associated with the brand 
extension of not less than 
Rs100 million (US$1.37 
million); or

iii) In case manufacturing/
procurement of the brand 
extension is outsourced, 
evidence including board 
resolutions or contracts 
with manufacturers/service 
providers for over a period 
of one year that clearly 
demonstrate possibility of 
achieving turnover as per 
B(i); or

iv)  Turnover greater than 10 
percent of turnover of the 
same brand (including sub-
brands) in the restricted 
category.

The guidelines further stipulate 
that evidence to show meeting of 
these above-mentioned conditions 
must include a certificate to 
that effect from a reputed 
and independent chartered 
accountancy firm.

Notably, the ASCI guidelines 
are mandatory, and therefore, 
any brand extension which does 
not meet the above criteria will 
be considered a surrogate as per 
the ASCI code. As a necessary 
corollary, the above conditions 
also stand incorporated into the 
Advertising Code as per The Cable 
Television Networks (Regulation) 
Act, 1995, and are therefore, 
mandatory for a brand extension 
advertisement to be shown on 

cable TV networks as well.
Therefore, the ASCI has laid 

down an objective and mandatory 
criteria to distinguish genuine 
brand extensions from surrogate 
advertisements. This is an attempt 
to bring clarity on the minimum 
requirements for a business to be 
able to advertise a brand extension 
of a restricted good without 
falling foul of regulations. Having 
said this, one must await future 
decisions of the CCC to determine 
whether meeting the minimum 
threshold as per the guidelines 
would be sufficient, or if the 
ASCI will also judge the scale of 
advertisements on the touchstones 
of production and distribution of 
the brand extension as per Chapter 
III of the ASCI Code. AIP
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 I N D I A 
Changing trends 
in claims category
It is understood from the statutory 
reading of Section 2(1)(j) of the 
Indian Patents Act, 1970 that 
different statutory classes of the 
invention set forth under this 
section are drafted to set forth 
the statutory classes of invention 
in the alternative only in any 
allowable claim. Thus, a claim can 
be made either for a product or for 
a process. 

The patentee must make 
a decision at an early stage of 
drafting to claim the invention 
as a product or a process; it is 
mandatory to claim a product or 
a process under separate claims. 
In the Indian context, Section 2(1)

(j) defines an invention as a new 
product or process. This means 
the combination of two separate 
statutory classes, viz., product or 
process of an invention in a single 
claim, is not permitted. 

By definition, a “product” 
claim can be a concrete thing or 
machine consisting of parts, or of 
certain devices and combination of 
devices. A “process” or “method” 
claim, on the other hand, covers 
an act or series of acts. Speaking 
specifically of computer-related 
inventions, Section 2(1)(j) would 
equate a system with a physical 
thing, just like a device, a machine 
or an apparatus. Similarly, a 
method, or process, is treated 
as a series of steps or actions to 
achieve some end. Typically, a 
computer-related method might 
be performed by a person or it 
might be performed by a machine/
system itself. 

A computer-related system, 
inherently, is a complex “machine”. 
Therefore, when a system is 
activated, it generally carries out a 
series of steps. Where the claimed 
invention is a system, it might have 
one or more system claims that 
describe the parts of the system 
and how they interrelate. For 
example, a system might describe 
a part of the system (a transmitter) 
by stating that it performs an 
action (transmitting a specific 
signal) under some condition, as 
a way of defining the structure 
of the machine. In fact, a system 
claim reads on a system even if 
the system is not plugged in and 
in a box. 

A method claim trying to 
cover that same system would 
claim a series of steps. Step 1 
might be transmitting a particular 
signal. Mind you using the 
“-ing” in “transmitting” is done 
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for a purpose. That indicates an 
action, not a thing. A transmitter 
configured to transmit a particular 
signal is a thing whereas 
transmitting is an action. 

A patent right cover making, 
using, selling, offering for sale and 
importing. For simpler inventions, a 
method claim might be a method of 
making a physical item or a method 
of using a physical thing. A single 
computer-related patent might 
have claims to a physical structure, 
claims to a method of using the 
system (by a person) and claims to 
the method of steps performed by 
the system itself. A system claim 
covers the physical system whether 
or not it is use, thus making, 
using, selling, offering for sale and 
importing a physical system would 
be treated as infringement. In 
contrast, a method claim covering 
the same system is only infringed 
when the system is activated and 
it actually carries out the claimed 
steps.

Functional claims 
The rules relating to claim 
elements written in purely 
functional terms are quite clear. 
The examiner is most likely to 
allow functional claims such as 
a “means for communicating” 
without any claimed physicality 
in other jurisdictions. However, 
in the Indian context, examiners 
normally raise objections and seek 
support of structural elements 
in the claims as well. In other 
jurisdictions, it may be sufficient if 
the description in the specification 
clearly demonstrates the structural 
or steps supporting the means plus 
function claims. In other words, 
to invoke the infringement of 
such claims, the only statutory 
requirement is to clearly disclosure 
the structure or means for 
performing the claimed function in 
the patent specification. 

Hybrid claims
But consider a situation of 
ascertaining infringement in a 
claim where an apparatus claim 
recites user-performed actions 
and another situation where an 
apparatus claim recites actions of 

the apparatus without tying those 
actions to the structural features of 
the apparatus. Both of these types 
of claims are considered as “hybrid 
claims,” as it is not clear whether 
infringement requires making 
the claimed apparatus and/or 
operating the claimed apparatus. 

This is perhaps another 
creative way of drafting claims 
in computer-related inventions. 
Here, the drafter of a claim writes 
a hybrid claim which covers 
apparatus and method in one 
claim. For example, a patent 
claim for an “arrangement for 
auscultation training”. Auscultation 
here means the act of listening 
to sounds within the body as a 
method of diagnosis. A stethoscope 
is an example of an auscultation 
device. In such type of claiming 
strategy, the claim drafter mixes 
two statutory classes of invention 
by reciting both an apparatus 
and method steps of using the 
apparatus.

The U.S. position on hybrid claims  
U.S. courts may treat hybrid claims 
as indefinite because it is unclear 
whether infringement requires 
making the claimed apparatus 
and/or operating the claimed 
apparatus. When such a claim is 
challenged as being indefinite, 
defence of such allegation requires 
a more nuanced approach. In 
Amgen, Inc. v. Chugai Pharm. Co., 
(927 F.2d 1200, 1217 (Fed.Cir.1991)), 
considering indefiniteness of a 
hybrid claim, the court ruled that 
“a claim is considered indefinite 
if it does not reasonably apprise 
those skilled in the art of its 
scope.” 

Categorically, in IPXL 
Holdings, L.L.C. v. Amazon.com, 
Inc., (430 F.3d 1377, 1384 (Fed. Cir. 
2005)), the court observed that: 
“As a result of the combination of 
two separate statutory classes of 
invention, a manufacturer or seller 
of the claimed apparatus would 
not know ... whether it might 
also be liable for contributory 
infringement because a buyer 
or user of the apparatus later 
performs the claimed method of 
using the apparatus.”

Allowability of Hybrid 
claims in India 
Section 2(1)(j) defines an invention 
as a new product or a process. 
This means the combination of 
two separate statutory classes’ viz. 
product or process of an invention 
may not be permitted except by 
way exception as in functional 
claims. Even though hybrid claims 
may find acceptance by examiner 
if the structure limitations are 
imputed in the claims or otherwise 
in India, yet the position of its 
acceptance in all IPO jurisdiction 
is not very clear. Fair enough, the 
examiner may allow such claims in 
principle without looking into the 
question of indefiniteness if there 
is a support for such claim in the 
patent specification.

A word of caution
The disputes on validity of hybrid 
claims in the United States in 
US 7,645,141 (Lecat’s Ventriloscope 
v. Mt Tool (351 F. Supp. 3d 1100 
(N.D. Ill. 2018)) and US 8,049,729 
(UltimatePointer v. Nintendo (Fed. 
Cir. Mar. 1, 2016) provides an 
important reminder of the need 
to take care when drafting claims 
to avoid reciting user actions in 
a system or apparatus claim. The 
US’141 case is also a reminder to 
those challenging or evaluating 
the validity of a claim that it may 
be possible to show indefiniteness 
based on impermissible method/
device hybrid claiming. Rulings in 
the UltimatePointer case (US’729), 
on the other hand, clearly point out 
that hybrid claims can ultimately 
survive an indefiniteness 
challenge. There seems to be 
no difficulty in ascertaining the 
scope of functional claims and 
determining the infringement. 
But, in hybrid claims it is rather 
difficult to ascertain when the 
infringement will occur. 

Such claims are likely to face 
a defendant’s invalidity attack 
on three distinct grounds of 
indefiniteness: 1) the claims are 
impermissible hybrid or “mixed-
mode” claims that recite both an 
apparatus and the method steps 
of using the apparatus in a single 
claim; 2) the claimed element such 
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as “the device for transmitting” 
lacks an antecedent basis; and 3) 
the “human operator” limitation 
in Claim 1 is indefinite. Therefore, 
the creative drafters or the 
prosecutors of the application 
looking to change the category of 
claim from product to hybrid claim 
must seek an expert opinion before 
such claim is presented before 
the Indian Patent Office. Mind 
you, patents are not addressed 
to lawyers, or even to the public 
generally, but rather to those 
skilled in the relevant art and at 
contested issue of definiteness, 
therefore, it must be evaluated 
from the perspective of someone 
skilled in the relevant art. 

Before any attempt is 
made to present hybrid claims 
to the patent office, one must 
understand and know how 
to differentiate between an 
apparatus claim and a method 
claim. Creative patent claiming 
may involve consideration of 
different statutory classes 

to define the invention – for 
example, the use of method 
claims when traditional thought 
indicates using a compound per 
se claim or an apparatus claim. In 
addition, chemical claims provide 
for a multitude of possibilities, 
particularly when the chemical 
composition is a pharmaceutical 
and the biological mechanism 
can be employed. Similarly, a 
computer-related invention has 
the potential to claim system 
and method/process in single 
claim. The claims covering an 
apparatus developed to carry out 
a method may be construed in 
a limited manner. But one must 
understand that the power of a 
method claim is far more than a 
product or apparatus or system 
claim. In case one obtains a 
method claim which will cover 
the employment of a method 
independent of the apparatus, the 
potential right to exclude others 
is perhaps greater.AIP
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