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The hallowed halls of sport used to be, rather quaintly, known by 
the city or neighbourhood in which they were located, such as 

Wembley Stadium in London, or Luzhniki Stadium in Moscow, or 
Araneta Coliseum in Manila, the site of the 1975 “Thrilla in Manila” 
fight between Muhammad Ali and Joe Frazier. All of these facilities, 
and scores of others, were simply named for where they are in London, 
Moscow and Manila.

Other such facilities were named for the teams that played there: 
Yankee Stadium in New York, Dodger Stadium in Los Angeles or 
Tottenham Hotspur Stadium in London.

Now, you’re just as likely to watch football at Mercedes-Benz Arena 
in Stuttgart, a basketball game at the Bank of Dongguan Basketball 
Center in Dongguan, a baseball game at Mazda Zoom-Zoom Stadium in 
Hiroshima, or an American football game at FedEx Field in Washington.

Naming rights are a big deal, providing millions of dollars a 
year to stadium owners and teams. In late 2021, the Staples Center, a 
multipurpose arena in downtown Los Angeles known by its Staples 
moniker since opening in 1999 and home to the Los Angeles Lakers, 
Clippers and Kings, announced a deal under which Crypto.com would 
pay an astonishing US$700 million over 20 years for the building to be 
known as Crypto.com Arena.

For US$35 million a year, it would be difficult for stadium operators 
to turn that deal down, although some facilities have managed to avoid 
the lure of naming rights; of the first six stadia and arenas above, all 
but Araneta Coliseum, now known as Smart Araneta Coliseum after 
signing a naming rights deal with mobile network operator Smart 
Communications.

Excel Dyquiangco, a guy who’s been to Araneta Coliseum on 
occasion, wanted to know more about the legal aspects of naming rights 
deals in Asia, and his cover story this month brings us those details.

***
Trademarks are our main focus this issue. To accompany our 

rankings of trademark practices through Asia and the Pacific, four 
different law firms have helped bring this feature to life: CCPIT Patent 
and Trademark Law Office in Beijing, Rich IP & Co. in Taipei, LexOrbis 
in New Delhi and RNA, Technology and IP Attorneys in Gurugram. We 
would like to thank them for their contributions to this issue, and for 
their support of Asia IP. 

We hope you’ll enjoy this issue, and that you’ll contact us with your 
comments.

Naming 
rights
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C O V E R  S T O R Y

Affixing a brand name to a theatre, coliseum or 
stadium is becoming more common, and is already 

very much prevalent in many parts of Asia. Lawyers in 
the region tell Excel V. Dyquiangco the legal aspects 
of just what goes into securing such naming rights.

AFFIXING A BRAND TO A VENUE 
How complicated 

can it get? 
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A ffixing a brand name to a theatre, coliseum or 
stadium is not uncommon, and is very much 
prevalent in many parts in Asia. A stadium 

in western Tokyo that used to be named after a life 
insurance company, for example, is now named the 
Belluna Dome. The Belluna Dome – now named for a 
mail order company based in Saitama Prefecture – was 
previously named for New York-based MetLife, and 
has also been known as the Seibu Dome, Invoice Seibu 
Dome, Goodwill Dome and, before it had a roof, Seibu 
Lions Stadium

Similarly, the Japanese IT company ZOZO has had 
its name added to the name of the home stadium of the 
Chiba Lotte Marines baseball team, which is now called 
ZOZO Marine Stadium. 

In Hong Kong, PAG’s International Trade Tower 
(ITT) in Kowloon East has been rebranded after its 
anchor tenant as Manulife Place, the third building in 
Hong Kong on which Manulife has put its name, the 
other two being Manulife Financial Centre and Manulife 
Tower.

And in Malaysia, the recently launched Genting 
SkyWorlds, an outdoor theme park located approximately 
6,000 metres above sea level in the Genting Highlands in 
the state of Pahang, was intended to have rides inspired 
by movies under the 21st Century Fox wing, including 
Ice Age and a few other notable ones. After Disney’s 
acquisition of 21st Century Fox, the collaboration fell out 
and the brand name Fox World Malaysia was dropped. 
The construction of the theme park continued, albeit 
without a name or new opening date. Eventually, 
Genting Malaysia took the executive decision to acquire 
back the theme park as a whole, and renamed it Genting 
SkyWorlds, with a licence from 21st Century Fox for use 
of the latter’s intellectual property rights for the rides.

“Brand owners regardless of size or reputation 
want brand recognition, presence and awareness 
against the ever-changing market and demand,” says 
Raghuram Supramanium, a principal associate at 
Shearn Delamore & Co in Kuala Lumpur. “A venue such 
as an arena, stadium, or other facilities that is accessible 
to the public anytime provides a great platform for a 
brand to enhance and strengthen its brand value as well 
as its goodwill and reputation. Sports and entertainment 
are topics that go across various age spectrums, and so 
affixing one’s brand to a venue or premise, more so if 
it’s well known, may help in leaps and bounds to get the 
brand to the front of its most relevant audience.”
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C O V E R  S T O R Y

Kensaku Takase, a partner at Baker McKenzie in 
Tokyo, agrees, saying that other than the increased 
profile that a brand owner can get from being associated 
with a new sports stadium or a winning team, there 
are other potential benefits. “It may improve brand 
awareness in the general consumer market, which 
may be important for companies with a more B2B 
focus,” he says. “International exposure for the brand 
is also possible if a global sporting event is played at 
the stadium. Aside from stadiums, companies may 
wish to be associated with a particular CSR-related 
cause associated with the building, such as museums 
or cultural halls.”

But while rebranding remains a complicated and 
costly marketing choice, what other ramifications are 
there, particularly in the context of trademark and 
brand management?

The complications of affixing a brand name
Supramanium adds, however, that affixing a brand 
name to a venue is a complex and expensive marketing 
decision, so it’s prudent that brand owners make 
careful deliberation before such ventures.

“Take the above Malaysian example, for instance,” 
he says. “Both parties would have made significant 
investments in marketing the brand name in various 
countries of interest, and given that both parties are 
multinational businesses, reputation would have been 
at stake when the collaboration fell out. Changing the 
brand name from the former to the new brand would 
have involved significant cost, all of which could have 
been avoided if the brand management and planning 
was done right from the beginning.”

Brand management and protection may get even 
more complicated when a brand is affixed to an arena, 
stadium, or other facilities that is open to members 
of the public or third parties, particularly when the 
licensor or brand owner does not own the venue and 
has no locus stand against issues beyond the trademark 
licensing arrangement between the parties.

“Certainly, the owner of the venue may have 
obligations under the agreement between him 
and the brand owner to protect the integrity and 
distinctiveness of the brand, but it may not always 
be easy or straightforward to act a watchdog and 
enforce the brand owner’s rights against the many 
different infringers that crop up every other time,” 
says Supramanium. “The arrangement has to be well 
crafted and all-encompassing, as the use of the brand 
at the arena, stadium, or other facilities may in most 
instances go beyond the premise itself, and involve 
third parties.”

He says to take for instance, on the day of events 
where there would be hundreds of sellers or vendors 
on the venue compound, where there could be a huge 

number of instances of infringement. “Third parties, 
on the assumption that they have automatic rights 
to use the venue’s brand name, may incorporate it 
into their materials,” he adds. “Ultimately, the brand 
owner may have to take extra care and precautions in 
protecting and enforcing its brand when getting into 
an arrangement with a venue owner, to ensure its 
brand value is not diluted.”

This is echoed by both Justin Davidson, a partner 
at Norton Rose Fulbright in Hong Kong, and Mohan 
Dewan, a principal at R.K. Dewan & Co. in Mumbai.

Davidson says: “The legal implications and 
concerns are largely the same as affixing a brand name 
to anything operated by a third party and the reflected 
reputation that may have on the brand owner and vice 
versa.” 

“It should be a license agreement where the 
licensor will pay the licensee a royalty or a fixed amount 
to permit the stadium to be renamed with the licensor’s 
trademark,” says Dewan. “This gives publicity to the 
licensor’s trademark.”

Takase adds that although there is no clear 
definition under Japanese law, a naming right is usually 
treated as a contractual right that is defined through 
a naming rights agreement between the facility owner 
and the sponsor. 

“Naming rights agreements often include 
sponsorship conditions, such as conditions allowing 
sponsors to install advertising materials at the 
facilities and on the sponsored team’s equipment 
(e.g., signboards and uniforms),” he says. “This means 
that the terms and conditions for naming rights and 
sponsorship that the parties set out in the naming 
rights agreement are important. Unlike naming 
rights agreements in the U.S., which can last decades, 
Japanese naming rights agreements tend to be shorter. 
The name of the Belluna Dome has changed five times 
in the past 20 years.”

Accepted by residents
What, then, should business owners consider before 
agreeing to attach their name to a brand, or vice versa?

Takase’s colleague, Hayato Higa, an associate 
at Baker McKenzie in Tokyo, says, “When the owner 
of a facility is a local public entity, business owners 
should consider whether the proposed name would be 
accepted by residents living in and around it. There have 
been cases in which businesses ended up not exercising 
their naming rights for certain publicly owned venues 
(such as parks and beaches) due to movements against 
the names by local residents, although this is relatively 
rare. In addition, facility owners may wish to terminate 
a naming rights agreement, depending on the terms of 
the agreement, in the event of a business scandal that 
could damage the facility’s reputation.”
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"Brand owners want brand recognition, presence and 
awareness against the ever-changing market and 

demand. A venue such as an arena provides a great 
platform for a brand to enhance and strengthen its 
brand value as well as its goodwill and reputation." 

'
—RAGHURAM SUPRAMANIUM, principal associate, Shearn Delamore & Co, Kuala Lumpur

"International exposure for the 
brand is possible if a global 

sporting event is played at the 
stadium. Aside from stadiums, 
companies may wish 

to be associated 
with a particular 

CSR-related cause 
associated with 

the building, such 
as museums or 
cultural halls."

—KENSAKU TAKASE, partner, 
Baker McKenzie, Tokyo

"The legal 
implications 

and concerns of 
naming rights 
are largely the 

same as affixing 
a brand name 

to anything 
operated by 
a third party 

and the 
reflected 

reputation 
that may have on the 
brand owner and vice 

versa."
—JUSTIN DAVIDSON, partner, 

Norton Rose Fulbright, Hong Kong

"[Naming 
rights] should 

be a license 
agreement 

where the 
licensor 

will pay the 
licensee a 

royalty or a 
fixed amount 
to permit the 
stadium to be 
renamed with 
the licensor’s 

trademark. This 
gives publicity 
to the licensor’s 

trademark."
—MOHAN DEWAN, principal, R.K. 

Dewan & Co., Mumbai

"There have been cases in 
which businesses ended up 
not exercising their naming 

rights for certain publicly 
owned venues (such 

as parks and 
beaches) due 
to movements 

against the 
names by 

local residents, 
although this is 
relatively rare." 

—HAYATO HIGA, 
associate, Baker 
McKenzie, Tokyo
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T he theory of trademark usage is crucial in 
guaranteeing that the goal of trademark law 
is to encourage market growth interchange 

and decrease the cost of consumer search. With this, 
the theory ensures that trademarks do not infringe 
on others’ intellectual property or become a weapon 
for suppressing or interfering with speech rather than 
promoting the marketplace’s effective operation.

F E A T U R E S

A LOOK AT TRADEMARK DILUTION 
– AND HOW IT IMPACTS BRANDS

The more successful the trademark is, the more likely it may 
become generic, which causes the trademark owner to lose its 

exclusive right in their trademark. Lawyers share their best 
practices for avoiding genericide with Excel V. Dyquiangco.

These objectives are much more critical in the case 
of trademark dilution. Unlike trademark infringement, 
trademark dilution usually does not involve the 
unauthorized use of a trademark in connection with 
goods or services which are similar or confusingly 
similar to the other’s goods or services in connection 
with the famous trademark.

To illustrate it more clearly, if “Brand A” is famous 
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and well-known for luxury cosmetics and there is a 
person selling slippers in a flea market under the name 
of Brand A, it may be considered as trademark dilution. 
Although the consumers are unlikely to believe that 
Brand A slippers are associated with or related to 
Brand A luxury cosmetics, the unauthorized use of the 
name Brand A with the slippers may tarnish Brand A’s 
reputation for its distinctive quality.

Relying on other provisions
In Thailand, the trademark act does not expressly 
specify trademark dilution. In case of trademark 
dilution, the trademark owner may rely on other 
relevant provisions, such as, among others, wrongful 
act (tort) provisions under the civil and commercial 
codes, to claim for compensation. According to current 
practice, the court would normally grant compensation 
to the plaintiff based on actual provable damages.

“While a generic name cannot be protected as 
trademark, a trademark can become a generic name,” 
says Tanakrit Tangburanakij, a partner at Baker 
McKenzie in Bangkok. “This incident is likely to occur 
with a well-known trademark. The more successful the 
trademark is, the more likely it may possibly become 
generic, which causes the trademark owner to lose its 
exclusive right in their trademark. The most notable 
example for this particular case is Xerox. Xerox has tried 
to resolve their trademark from becoming a generic 

"Once people 
start using a term 

as a descriptor, 
it becomes 

difficult to undo 
the damage. 
Genericide 

prevention is the 
only workable 

option as there is 
hardly any cure 

for this.”
—MANISHA SINGH, founder 

and managing partner, LexOrbis, 
New Delhi

"The more successful 
the trademark is, the 

more likely it may 
possibly become 
generic, which 

causes the trademark 
owner to lose its 

exclusive right in their 
trademark. The most 
notable example for 

this particular case is 
Xerox." 

—TANAKRIT TANGBURANAKIJ, 
partner, Baker McKenzie, Bangkok

"To help determine 
whether a trademark 

has reached the level of 
such wide recognition, 

all surrounding 
circumstances have to be 
considered on a case-by-

case basis, i.e., duration of 
use, geographical reach of 
advertising and marketing, 
sales revenues of goods or 
services, customer reviews 
and overseas registrations, 

among others."
—PRAEWPAN HINCHIRANAN, associate, 

Baker McKenzie, Bangkok

name by encouraging consumers and advertising 
to use the word photocopying instead of Xeroxing to 
cease the misuse of the Xerox trademark and remain as 
a trademark, not a generic name.”

However, when a trademark becomes a generic 
name, it may lose its exclusive right in the said 
trademark and may no longer be protected as a 
trademark. 

“Accordingly, anyone may use such name to 
promote their products or services,” he says. “This 
could impact the value and distinctiveness of the 
brands, and businesses could struggle in promoting 
their products or services which may lead to loss of 
sales. Some examples of trademarks that became 
generic names include Escalator, Aspirin and Dry Ice. 
To protect the trademark from becoming generic, 
advertisement play an important role. Advertisement 
or marketing campaigns of the trademark to the 
consumers to differentiate between the trademark and 
generic product name is required.”

For his colleague, Praewpan Hinchiranan, an 
associate at Baker McKenzie in Bangkok, the most 
challenging issue on trademark dilution is how famous 
the mark is. 

“While the Thai Trademark Act does not have 
specific provisions on trademark dilution, the 
trademark acts in some countries provide that a 
trademark will be considered famous if it is widely 
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Six tips to avoid 
trademark dilution
Manisha Singh, founder and managing 
partner at LexOrbis in New Delhi, provides 
the following tips on how to avoid dilution of 
trademarks:

1. Select a unique brand name having 
high distinctive nature – creative 
words, characters and logos – and 
have the name or term registered as a 
trademark.

2. Keep a close eye on the market and 
carry out timely market investigations. 
In the event that your trademarks 
are in danger of becoming generic 
names or being diluted, you should 
proactively take legal action to protect 
your rights in a timely manner. Stop 
all unauthorized use of your registered 
trademark without your permission.

3. Develop the concept of trademark 
branding and employ a full trademark 

development strategy. It is imperative 
to register a series of trademarks, 
and even defensive trademarks, to 
facilitate product diversification and to 
nip any risks in the bud.

4. Since time is of essence, any 
competitors’ or third party’s acts of 
using your registered trademarks with 
goods’ names or descriptive words or 
characters must be stopped by giving 
written notice or circulating newspaper 
or magazine advertisements, so as to 
lessen the risk of trademark dilution as 
soon as possible.

5. Strike the right balance between 
trademark use and trademark 
registration as well as between brand 
protection and brand promotion.

6. Use social media to promote your 
trademarks, as in today’s day and age, 
social media has the farthest reach 
as compared to any other means of 
promotion.

recognized by the general consuming public as a 
designation of source of the goods and services of 
the trademark’s owner,” she says. “To help determine 
whether a trademark has reached the level of such 
wide recognition, all surrounding circumstances 
have to be considered on a case-by-case basis, i.e., 
duration of use, geographical reach of advertising and 
marketing, sales revenues of goods or services under 
the said trademark and invoices, the extent of actual 
recognition of the trademark, and the registration 
of the trademark, customer reviews and overseas 
registrations, among others.”

No analysis of the doctrine of dilution – yet
In India, the word ‘dilution’ has not been defined in 
the Indian Trade Marks Act, 1999 per se, however, 
Section 29(4) of the act does mention dilution of a 
trademark. This section provides that if a trademark 
has a ‘reputation’ in India, the use of a mark identical 
with or similar to it, even if the goods or services are 
different, constitutes infringement as such use without 
due cause, would take unfair advantage of a reputed 
trademark or harm its distinctive character.

Indian courts have recognized trademark dilution 
since the early 1990s, but without providing any analysis 
of the doctrine of dilution in their judgments.

According to Manisha Singh, founder and 

managing partner at LexOrbis in New Delhi, the risks 
and challenges associated with trademark dilution 
have a lot to do with the way the provisions regarding 
dilution are interpreted by the courts of law while 
deciding a claim of trademark dilution. 

“Depending on the interpretation by the court, 
this could go either way for a brand owner, especially 
one who owns a famous and well-known trademark,” 
she says. “In order to resolve the challenges faced, the 
concept and all related aspects of trademark dilution 
must be openly adopted in Indian trademark law and 
necessary amendments could be introduced to the 
Trademarks Act, 1999.This will also help the courts in 
arriving at uniform findings and decisions in trademark 
dilution disputes.”

Businesses lose the ability to use their trademarks 
for distinguishing their goods from those of others, 
which impacts the eligibility of the brand for statutory 
protection and affects the sustainable economic 
growth of the company, she says. “Some businesses 
whose marks have become generic have made attempts 
to revive them by issuing anti-genericide statements 
or public notices. However, once people start using a 
term as a descriptor, it becomes difficult to undo the 
damage. Genericide prevention is the only workable 
option as there is hardly any cure for this.” 

F E A T U R E S
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M odern-age warfare is not limited to 
conventional forms of attack. Nations 
have recognized that traditional weaponry 

cannot be enough in weakening enemy nations. Thus, 
governments are developing strategies to create 
economic blockades against belligerent states across 
the globe. This sometimes comes in the form of 
intellectual property, which has played a key role in 
economic warfare.

According to Sonal Madan, a partner at Chadha 
and Chadha in Gurugram, during World Wars I and II, 

F E A T U R E S

WHEN TRADEMARKS ARE 
USED AS A WAR STRATEGY

While most of us think of the tools of war as airplanes and tanks 
and computers, Excel V. Dyquiangco reports that nonconventional 

weapons such as trademarks are making their appearances in 
Russia’s war against Ukraine. 

the U.S. government and its allies seized intellectual 
property from companies associated with enemy 
countries, such as Germany. She gives an example 
where Bayer, the German Pharmaceutical company, 
lost its rights to aspirin due to the Treaty of Versailles 
in 1919.  

“Typically, trademarks play a significant role 
in determining brand value,” she says. “Therefore, 
creating a hostile trademark landscape for companies 
belonging to unfriendly nations is an old tactic adopted 
by governments as part of their combat endeavours.”
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"It won’t be wrong to say 
that for many brands or 

businesses, the best way 
to save themselves is to 

turn away from 
the Russian 

marketplace and 
only head back 

in when the grass 
seems to become 

greener there 
again."

—MUDIT KAUSHIK, 
counsel, ZeusIP, Delhi

She adds that disarming belligerent countries of 
their intellectual property investments is an economic 
weapon to weaken them. 

“Facilitating bad faith trademark filings, allowing 
counterfeit products to proliferate the market, and 
enabling local businesses to exploit foreign companies’ 
intellectual property are examples of how trademarks 
may be used to combat,” she says. “A recent example of 
the same is the Russia-Ukraine war. In early March of 
this year, the Russian government stated that Russian 
companies are no longer obliged to compensate 
owners of patents, utility models, and industrial 
designs from ‘unfriendly’ countries. This decision of 
the Russian government effectively legalizes the piracy 
of intellectual property of western companies.”

The list of unfriendly countries includes 
Australia, Japan, South Korea, New Zealand, Singapore, 
Taiwan, the United States, the United Kingdom and all 
European Union member countries. The Federated 
States of Micronesia, an island nation spread across 2.6 
million square kilometres in the western Pacific – the 
14th-largest exclusive economic zone in the world – 
was also named to the list.

However, while the effective legalization of 
trademarks is a problem, on a positive note, trademarks 
can also play an essential role in economic diplomacy 
between nations. “Thus, countries can also use their 
brands to negotiate on aspects of trade and business 
with unfriendly nations,” she says. “A recent example 
of using IP in bringing nations to the negotiation table 
has been primarily exemplified in the U.S.-China trade 
war.”

But if trademarks are used as an attack, how does 
this impact brand, businesses, and even individuals?

The impact on businesses and brands and what they 
can do to bounce back
The use of trademarks in warfare affects brands and 
businesses in the most profound ways. Not only does 
it take away a huge portion of the business of the IP 
owner from that particular country, but it also leaves 
them vulnerable to IP infringement. This can be highly 
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demotivating for inventors and innovators as they 
witness their IP being monetized without their consent, 
with effects that last through generations.

For Mudit Kaushik, counsel at ZeusIP in Delhi, if 
push comes to shove, brand owners may be forced to 
face their IP thieves as their competitors in the future 
or even go bankrupt, affecting jobs and creating havoc. 

“After being treated unfairly, these businesses 
will eventually reach out to the government to support 
them and demand justice, giving birth to even more 
conflict down the road,” he says. “Even if they decide 
to end their exchange in a certain country, it does not 
guarantee that the infringement won’t follow them in 
any other foreign country as well and therefore, they 
may come under the risk of a lawsuit and lose their 
identities.”

So, what to do when this happens? Considering 
the major trademark infringements happening in 
reference to the Russia-Ukrainian war, there would be 
massive turmoil among the brands if they should file 
application(s) to safeguard their IP. Kaushik says that 
considering how Russian entities could very easily get 
trademark registrations of other companies’ logos or 
names so as to demand a lump sum in exchange shows 
a clear pathway that brands need to be very particular 
while dealing with such strategies.

“To begin with, professional advice can go a long 
way. Being aided by IP experts gives an insight into 
how to work around their trademark portfolio. Keeping 
hopes high for normal trading methods to resume in 
Russia, western brand owners should weigh all the 
possible implications in regard to existing or new 
trademark rights. It is also important to keep note of 
any illegal or infringing activity that takes place across 
this sector as it may prove worthy of evidence against 
illegal offenses in the future when things might shift 
back to normal,” he said.

“It won’t be wrong to say that for many brands or 
businesses, the best way to save themselves is to turn 
away from the Russian marketplace and only head 
back in when the grass seems to become greener there 
again,” he says. 

"Creating a hostile trademark 
landscape for companies belonging 
to unfriendly nations is an old tactic 

adopted by governments 
as part of their combat 

endeavours. But countries 
can also use their 

brands to negotiate 
on aspects of trade 

and business with 
unfriendly nations." 

—SONAL MADAN, partner, 
Chadha and Chadha, Gurugram
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WHAT WE SHOULD KNOW 
FROM THE FIRST NFT 

INFRINGEMENT CASE IN CHINA
In April 2022, the Hangzhou Internet Court handed down a first-of-

its-kind judgment in a dispute over the alleged infringement of a non-
fungible token published on a trading platform. Gang Hu explores 

what the ruling means for stopping the piracy of NFTs in China.
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F or the owners of brands and copyrights, the 
metaverse, which has suddenly become hot in the 
past two years, shows a new and untapped huge 

market. In particular, the emergence of NFTs – non-
fungible tokens – has really opened the imagination 
space for digital assets and have built a new and unique 
way of carrying value.

From the perspective of economics, only a 
transaction can make the final allocation of resources 
to users who can maximize their value. In China, NFTs 
are called “digital collections” rather than “tokens” 
because the Chinese government is very firmly opposed 
to cryptocurrency. Therefore, an NFT is not a banknote 
with the same value, nor is it an equivalent of mutual 
replacement, but a unique product. More specifically, it 
is a unique digital commodity stored on the blockchain 
which can be bought and sold online.

In China, Article 127 of the Civil Code stipulates 
that “where the law has provisions on the protection 
of data and network virtual property, its provisions 
shall prevail.” But so far, there are no specific legal 
provisions on how to deal with virtual property, and it 
is becoming more and more urgent to formulate legal 
rules, and even judicial rules, of virtual property.

On April 20, 2022, China’s Hangzhou Internet 
Court handed down a first-of-its-kind judgment in a 
dispute over the alleged infringement of a non-fungible 
token published on a trading platform. 

The court ordered the defendant to immediately 
delete the infringing NFT works published on its 
platform and to compensate the plaintiff for economic 
losses and reasonable expenses totaling Rmb4,000 
(US$600). The case is the first NFT infringement case 
in China and has important significance for future IP 
compliance and protection in the NFT space.

The plaintiff in this case, Shenzhen QiCeDieChu 
Culture Creativity Co., found that an internet user had 
released a picture work as an NFT entitled Fat tiger is 
vaccinating on the defendant’s NFT platform, Bigverse. 
The NFT image was consistent with illustrated works 
released by a Chinese artist on his microblog and 
even had the author’s microblog watermark in the 
lower right-hand corner. However, QiCeDieChu was 
authorized by the author to enjoy exclusive copyright 
in the series of works worldwide. Therefore, it argued 
that use of the artwork as an NFT infringed its exclusive 
rights.

QiCeDieChu believed that the defendant, as 
the operator of a professional NFT platform, should 
fulfill a higher obligation of IP protection and should 
conduct a preliminary review on the ownership of 
NFT digital works published on its platform. However, 
the defendant had failed to fulfill the audit obligation 
and had charged transaction fees, which constituted 
infringement of the right of information network 
communication. Therefore, QiCeDieChu sued the 
defendant and asked the court to stop the infringement 
and compensate the loss of Rmb100,000 (US$14,900).

The defendant argued the following in response:

1) Bigverse was a third-party platform and the works 
involved were uploaded by the platform users 
themselves. Therefore, Bigverse should bear no 
responsibility.

2) The platform has only the obligation of post review 
and had already put the disputed works into an 
address ‘black hole’ and fulfilled the obligation 
of notification and deletion. Therefore, it was not 
necessary to ask it to stop the infringement.

3) The defendant did not disclose the specific 
blockchain and node location of the NFT 
corresponding to the work involved, nor the 
obligations of the smart contract content 
applicable to the NFT of the work involved, as this 
is not expressly stipulated by the law.

The Hangzhou Internet Court held that the 
responsibility of a network platform providing NFT 
digital works trading services (such as the platform 
involved in this case) should be evaluated with the 
particularities of the NFT digital works in mind – 
including the trading mode, technical characteristics, 
platform controls, profit-making mode, and other 
aspects of the NFT digital works.

As it was a trading service for NFT works, the 
Bigverse platform was found to have failed to fulfill its 
duty of examination and attention, and the defendant 
had subjective fault – its behavior constituting the 
aiding of infringement. The Hangzhou Internet Court 
therefore ordered the defendant to delete the infringing 
NFT works and compensate QiCeDieChu Rmb4,000.

From a legal practice perspective, the following 
three aspects of the case deserve special attention:

1) The Hangzhou Internet Court held that, from 
the aspects of transaction mode, technical 
characteristics, platform control ability and profit 
mode, NFT trading platform is a new type of 
network service provider. NFT trading platform 
can obtain direct economic benefits from the 
gas fee and transaction fee of NFT digital works, 
and the platform shall have the control ability to 
review and remove NFT digital works. Therefore, 
the digital collection trading platform should not 
only bear the obligation of ‘notice deletion’ after 
the effect but should also bear a higher duty of care 
in advance.

2) The court held that the dissemination of works 
through an information network is part of 
‘information flow’, which does not constitute a 
direct dissemination of the work and lead to the 
transfer of ownership or possession of the works. 
Thus, it is not controlled by the ‘distribution 
right’, and there is no premise or basis for the 
application of rights exhaustion. Therefore, the 
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court confirmed that the principle of ‘exhaustion 
of rights’ is not applicable to the transaction of 
NFT digital works.

3) The court made clear the innovative approach 
required for the cessation of infringement of 
NFT digital works. Considering that the trading 
of NFTs combines the technical characteristics 
of blockchain and smart contracts, once the 
transaction transfer is completed, the NFT cannot 
be deleted on all blockchains. Therefore, it is 
necessary to disconnect the infringing NFT digital 
works on the blockchain and for the infringing 
works to enter an address ‘black hole’ to stop the 
infringement. This measure also has a certain 
significance for the protection of rights in the NFT 
space.
Strictly speaking, judicial precedent is not 

the source of law in China. However, the courts’ 
approach to new types of cases, such as the one before 
the Hangzhou Internet Court, will still become an 
important reference for future judicial practice. The 
recent decision also has significance for Chinese and 
foreign companies looking to actively safeguard their 
rights in NFT space in China.

Moreover, it should also be noted that cases like 
the above-mentioned infringement of unauthorized 
NFT works are just the tip of the iceberg surrounding 
a series of problems of NFT piracy. Taking copyright 
protection as an example, whether the same work 
can be uploaded to several blockchains and protected 
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or constrained by multiple different NFTs without 
exclusive rights, and whether the author’s own rights 
should be restricted or constrained to a certain extent 
even if there is no risk of exhaustion of rights after 
selling NFTs, these are all issues that need to be further 
considered and finally answered in the application of 
Chinese current laws. 
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I n a recent order passed by the High Court of Delhi in 
the matter of Puma SE v. Hi-Tec Point Technologies 
and Ors. [CS (Comm) 137/ 2021], the Hon’ble Single 

Judge, Pratibha M. Singh, while granting an injunction 
in favour of the plaintiffs Puma, also directed Google 
to remove the infringing mark ‘PUMA GUARD’ from its 
Play Store app, and has asked LinkedIn to remove the 
defendant’s profile from its website, as well. 

Facts of the case
•	 The plaintiff, Puma, was seeking protection of 

its mark ‘PUMA’, which was coined and adopted 
internationally in 1948.

•	 The plaintiff’s brand ‘PUMA’ is one of the world’s 
leading sports brands, designing, developing, 
selling and marketing footwear, apparel and 
accessories.

F E A T U R E S

COURT’S ENDEAVOURS WILL MAKE 
INJUNCTION ORDERS EFFECTIVE 

IN TRADEMARK DISPUTES
A recent order passed by the High Court of Delhi could urge 

courts to come up with different directions or orders so as to give 
full effect to the injunction orders they have granted. Manisha 
Singh and Malyashree Sridharan explain how the decision in 

  could change the future of 
injunction orders in India.
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•	 The mark ‘PUMA’ has been used in India since the 
1980s and is registered under several classes.

•	 Defendant No. 1, Hi-Tech Point Technologies, 
started a global positioning system (GPS) service 
through electronic application by the name 
‘PUMA GUARD’.

•	 Defendant No. 2, Black Box GPS Technology, also 
launched a device with GPS tracking and anti-
theft capabilities under the mark ‘PUMA’.

•	 Defendant No. 1 filed an application for registration 
of the mark ‘PUMA THE VEHICLE GUARD’ in 
Class 9 on February 23, 2013, on a ‘proposed to be 
used’ basis.

•	 On coming across this application, 
correspondence was entered into between the 
parties. However, the defendants refused to 
comply with the requisitions of the plaintiff.

•	 Plaintiff also came across two domain names, 
www.pumaguard.in and www.pumaguard.com, 
where Defendant No. 2 was promoting and selling 
its GPS and anti-theft vehicle devices under the 
impugned mark. 

Court’s observation
The court had, through its earlier order dated March 24, 
2021, granted an ad interim injunction in favour of the 
plaintiffs. Vide the same order, a local commissioner 
was also appointed to visit the premises of Defendant 
No. 2 and prepare an inventory of the products with the 
impugned mark.  

The present suit was being contested by Defendants 
No. 1 and 2, who had applied for the impugned mark 
and were using it online, while Defendants No. 3-6 
were the Registrar of domain names as well as the 
web hosts of the websites with the impugned marks. 
The rest of the defendants (Defendants No. 7-11) were 
Twitter, Facebook, Google, Apple and LinkedIn, as the 
impugned products were being promoted, advertised 
and solicited for sale on the said social media handles, 
and the applications were available for downloads on 
the Google play store and Apple app store.

Despite orders being passed by the court, the 
defendant’s app continued to be available on the Google 
play store, and the defendant’s profile also continued 
to be operational on LinkedIn, while it was removed by 
the rest of the defendants from all other online portals 
and websites. 

The court then noted that during the pendency of 
the suit, the plaintiff and Defendants No. 1 and 2 had 
arrived at a settlement and that an application under 
Order XXIII, Rule 3, of India’s Code of Civil Procedure 
was filed jointly by the parties. The defendants 
acknowledged the plaintiff’s rights in the mark ‘PUMA’ 
and stated that they had discontinued using the mark 
for their GPS tracking devices or any other similar 
products which might amount to infringement and 
passing off, according to the terms of the settlement.
In view of the same, the court stated that “The court 
has perused the terms of settlement. The same are lawful. 
There is no impediment in recording the settlement. The 

terms of settlement shall be binding on the parties and 
all other acting for and on their behalf. Accordingly, the 
suit is decreed against Defendant Nos.1 and 2 in terms 
of paragraphs 3(I) to 3(XII) and 4 as set out above. In 
addition, the suit is decreed in terms of paragraph 47 (a) 
to (c) of the Plaint. None of the other reliefs are pressed.”

Further, the Delhi High Court directed Google 
to remove the application PUMA GUARD from its Play 
Store while decreeing the said suit in favour of the 
plaintiffs in light of the settlement entered between 
the parties. Also, in order to give full effect to the 
injunction granted, the court additionally ordered 
that the LinkedIn profiles of Defendants No. 1 and 2 be 
removed.

The court added that: “In future, if there are any 
other URLs where the defendants’ products are being 
advertised, either on the internet or on any other social 
media platforms, the plaintiff is permitted to write to 
the defendants arrayed as [Defendants No. 7 to 11] in 
the present suit along with the copy of the order with a 
request for take down of the said URLs. If the said URLs 
are not taken down, the plaintiff is permitted to avail of its 
remedies in accordance with law.”

The domain names www.pumaguard.in and www.
pumaguard.com were also ordered to be transferred to 
the plaintiff by the court.

Conclusion and Comments
In the above case, the plaintiff has made out a prima 
facie case. The balance of inconvenience also lied in 
the plaintiff’s favour and irreparable cause would also 
be caused to the plaintiff if the defendants were not 
restrained, thus the prima facie case as made out in 
favour of the plaintiffs. It was noted that the use of the 
impugned mark by the defendant was bound to cause 
incalculable loss of reputation and sales to the plaintiff. 
Thus, initially an ad interim injunction was granted 
in favour of the plaintiffs; later, however, the parties 
entered into a settlement. The suit was thus decreed 
in favour of the plaintiff pursuant to the settlement 
reached. Also, while decreeing the suit when the court 
found that two of the defendants still contained the 
infringing application/profile of the defendant, the 
court directed them to remove such infringing content 
at once.

However, a rather important noting of this 
judgment is that the court went on to add that in future, 
the plaintiff would have the right to get in touch with 
Defendants No. 7 to 11 if it comes across any other 
URLs, on the internet or other social media platforms, 
wherein the defendants’ products are being advertised 
or shown, along with a copy of the order asking them 
to take down the said URLs. The court has, through this 
order gone beyond the usual paradigm by giving the 
plaintiff an opportunity to approach the defendants 
(being Defendants No. 7 to 11 in the present suit) in 
future as well, in case of any breach or misuse of its 
mark online. Thus, in case the infringing products are 
being advertised online or through any social media 
handles, despite the injunction order, the plaintiff can 



M A Y  2 0 2 2Asia IP36 Asia IP36

write to the defendants requesting them to 
take down such URLs at once, in order to give 
the injunction order granted in favour of the 
plaintiffs full effect. 

This is a rather significant direction of 
the court, as it will, in a way, create a sense of 
responsibility for all such online marketplaces 
and social media websites as well as web hosts 
and domain name registrars and providers 
and make them more vigilant while dealing 
with URLs who repeatedly put forth infringing 
products or applications or use domain names 
containing such infringing trademarks, while 
infringing well-known marks. This will also 
save the time and efforts of large companies 
having well-known brands such as Puma, and 
help them to keep repeat offenders at bay, as 
it gives the brand owners the opportunity to 
actually benefit from the injunction orders 
obtained.

Going forward, courts could take this as 
a cue and come up with different directions or 
orders so as to give full effect to the injunction 
orders granted by them, so that such injunction 
orders would indeed provide some kind of 
benefit and relief to the petitioner or brand 
owner, who suffered at the hands of the 
defendants due to their blatant misuse of its 
brand or trademarks. 
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The Taiwan Intellectual Property Office (TIPO) 
completed two significant projects before the 
end of 2021:

1) A project to improve the patent search application 
environment in Taiwan; and.

2) A project to improve patent portfolios and 
capabilities for industry analyses.

This article will summarize the background and 
outcomes of the above projects.

Taiwan Patent Search Center
TIPO established the Patent Search Center (PSC) on 
March 15, 2012; the Director General of TIPO acts as the 
president of PSC. At the beginning, PSC recruited quite 
a few experienced patent examiners as its experts 
to proceed with prior art searches for the TIPO. The 
missions of PSC can be separated into the following 
stages:

F E A T U R E S

IMPROVING TAIWAN’S PATENT 
SEARCH APPLICATION ENVIRONMENT

AND LOCAL PATENT PORTFOLIOS
The Taiwan Intellectual Property Office has completed two 
significant projects which will improve the patent search 

environment there, as well as improve local patent portfolios 
and abilities. Russell Horng explains.
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(1) First Stage (from 2012 to 2014):
Missions: (A) Conducting prior art searches to 

support TIPO’s patent exam-
inations; and

(B) Establishing PSC’s internal patent 
management system (first phase).

(2) Second Stage (from 2015 to 2016):
Missions: (A) Conducting prior art searches to 

support TIPO’s patent exam-
inations;

(B) Establishing PSC’s internal pat-
ent management system (second 
phase); and

(C) Providing patent search services 
for outside clients (trial operation 
stage).

(3) Third Stage (from 2017 until now):
Missions: (A) Conducting prior art searches to 

support TIPO’s patent exam-
inations;

(B) Improving PSC’s patent knowl-
edge management platform (final 
phase);

(C) Providing patent search services 
for outside clients (formal opera-
tion stage);

(D) Acting as one of the professional 
organizations in Taiwan designat-
ed by the Judicial Yuan to conduct 
patent infringement evaluations; 
and

(E) Providing industry patent analy-
ses for the society.

PSC had accomplished the following mission targets in 
the period from 2018 to 2021 (see Table 1):

Years Mission Tasks

2018 1. Number of patent search reports for TIPO: 9,350

2. Number of searches using TIPO’s databases: 10,084,885

3. Number of industry patent analyses: 2

2019 1. Number of patent search reports for TIPO: 10,058

2. Number of searches using TIPO’s databases: 10,844,682

3. Number of industry patent analyses: 2

2020 1. Number of patent search reports for TIPO: 9,569

2. Number of searches using TIPO’s databases: 10,373,247

3. Number of industry patent analyses: 2

2021 1. Number of patent search reports for TIPO: 9,790

2. Number of searches using TIPO’s databases: 12,812,556

3. Number of industry patent analyses: 2

Table 1.

TIPO’s Global Patent Search System
Establishment of the Global Patent Search System
TIPO has continuously cooperated with international 

organizations in recent years so as to introduce foreign 
patent and non-patent databases, such as EPOQUE.
Net, STN (mainly for prior art references in chemical 
field) and Derwent Innovation (DI). TIPO also closely 
cooperated with primary foreign patent offices, such 
as the World Intellectual Property Organization 
(WIPO), the United States Patent and Trademark Office 
(USPTO), the European Patent Office (EPO), the China 
National Intellectual Property Administration (CNIPA), 
the Japan Patent Office ( JPO), the Korean Intellectual 
Property Office (KIPO), and the patent offices of 
Southeast Asian countries – in total, 105 patent offices 
– and thus successfully established a Global Patent 
Search System (GPSS).

The contents and scale of GPSS
TIPO successfully made good connections with primary 
foreign patent offices so that TIPO’s patent resources 
would be synchronized with those of international 
patent search systems.

The total number of patent references and patent 
pre-grant publications included in GPSS has already 
increased from 100,421,457 in 2020 to 140,982,505 by the 
end of 2021, a growth rate of 40.39 percent. GPSS also 
increased by 26,208,202 pages of image files and text 
files in 2021.

GPSS provides several benefits to local users and 
foreign clients through the services of local patent 
firms and research institutes to save or minimize their 
expenses to establish private patent databases and 
remove obstacles to cross-border patent searches.

In 2021, GPSS was visited and used by local users 
from enterprises, patent law firms, universities and 
research institutes 2,130,315 times.

The average response time for each step or click 
using the GPSS was 1.92 seconds in 2020 and 1.85 
seconds in 2021. The satisfaction survey made by TIPO 
regarding the efficiency of using GPSS has reached 
81.3 percent. According to a satisfaction questionnaire 
survey in 2021, the proportion of users in local industries 
reached 53.90 percent, and the overall satisfaction rate 
reached 86 percent.

The features and other functions of GPSS
To reinforce the functions and usability of GPSS, TIPO 
proceed with electronic operations including imaging 
and digitization operations for patent documents.  
The digitization operation uses the latest optical 
character recognition (OCR) technology to capture 
the text parts in the scanned image files and convert 
their structured text data into XML data format so as 
to facilitate the access of GPSS and the identification 
of certain paragraphs of uncovered patent documents 
and specific pages through the internet.

Users may also download complete version of any 
patents and application publications filed with TIPO 
and foreign patent offices through GPSS without a 
service fee.

To comply with the net-zero carbon emissions 
policy of the Ministry of Economic Affairs (MOEA) 

F E A T U R E S
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of Taiwan, GPSS provides “Green Technology 
Categories” following WIPO’s invention classifications 
of green categories, including alternative energy, 
transportation, energy saving, waste management, 
agriculture and forestry, and administration, regulation 
and design. “Green Technology Categories” provides 
a one-click function for searching related green 
technologies and also includes a number of reports 
and articles dealing with green technology-related 
research and trends to facilitate users’ research and 
accelerate the development of inventions regarding 
green technologies.

TIPO now endeavours to increase other useful 
functions for GPSS. For example, GPSS will be able to 
disclose all references cited during examination stage(s) 
of the patents/application publications to be searched, 
the relation chart of all references, and the whole texts 
and particulars of the references cited. GPSS may also 
disclose “patent family” for all uncovered patents/
application publications.

TIPO utilizes modern technologies to facilitate patent 
examinations

Online examinations
TIPO started to proceed with online patent examinations 
for the “first stage” of examination of invention patent 
applications and utility model applications in recent 
years. The online examination rate for invention patent 
applications and utility model applications in the first 
stage reached 100 percent before the end of 2021.

TIPO also made trial implementations of online 
examinations for design applications in 2021, and the 
online examination rate increased to 85 percent before 
the end of December 2021 (see Figure 1). TIPO has 
proceeded with full (100 percent) online examination 
for design applications from January 2022.

AI-assisted examination
In the near future, online examination will be 
implemented throughout the whole patent examination 
procedure so that administrative time and costs as 
well as the burden on examiners and administrative 
work can be significantly reduced. The digitized 
information of electronic files and the information of 
the examination process may serve as a good basis 
for future developments of cross-border electronic 
exchange or AI-assisted examination so as to improve 
examination quality and efficiency.

It is certainly expected that online examinations 
for patent applications will reduce the time for 
prosecution and the applicants’ inventions/creations 
may have better competitiveness in markets through 
the improved patent databases and the online 
examinations.

TIPO has sped up patent examination efficiency in 
recent years
In recent years, TIPO has invested a lot of funds to 
provide patent examiners with more internal and 
external patent and non-patent search resources. At the 
same time, PSC assists TIPO in carrying out the search 
of prior art references to proceed with substantive 
examinations so as to accelerate the procedure of 
patent examinations. Acceleration of examinations, 
particularly the substantive examinations for invention 
patent applications, is normally beneficial to applicants 
to promote industrial innovations and enhance 
industrial competitiveness.

As can be seen from Figure 2 and Table 2, 
TIPO’s average completion period (ACP) of the first 
examination stage of invention patent applications 
is comparable to that of the JPO and KIPO in the past 
three years. It is noted, however, that the definition 
of ACP of substantive examination is not consistent 
in different countries. For instance, according to the 
USPTO, the ACP is calculated from the actual filing 
date to the mailing date of Final Office Action or Notice 
of Allowance. For the EPO and CNIPA, the ACP is 
calculated from the date of entering into substantive 
examination to date of Rejection Decision or Notice 
of Allowance. For TIPO, JPO and KIPO, the ACP is 
calculated from the date of requesting a substantive 
examination to the date of Rejection Decision or Notice 
of Allowance.

Average Completion Period (ACP) of Examinations
2011 2012 2013 2014 2015 2016 2017 2018 2019 2020 2021

USPTO 33.8 31.7 28.6 27.0 26.3 25.6 24.2 21.7 21.8 23.3 -
EPO 36.7 36.2 23.0 22.8 26.9 26.5 24.9 31.8 26.1 23.7 -
JPO 34.0 29.6 23.4 15.2 15.0 14.6 14.1 14.1 14.3 14.8 -
KIPO 22.8 21.6 19.1 16.7 16.1 16.2 15.9 15.8 15.6 15.8 -
CNIPA 22.9 22.6 22.2 21.8 21.9 22.0 22.0 22.5 22.2 20.0 -
TIPO 45.9 46.1 41.3 33.4 26.0 19.8 15.5 14.0 13.6 13.9 13.95
Unit: Month
Table 2,
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The author of this article has actual experience 
in assisting domestic and foreign applicants to 
seek patent protections in Taiwan, China and many 
other jurisdictions for more than 35 years so that 
the author may have position and capability to made 
some comparisons about the efficiency and quality of 
examinations made by primary patent offices in the 
world, particularly the patent offices and intellectual 
property offices listed in the above Table 2.

According to the author’s observations in the past 
10 years, TIPO has not only significantly shortened 
its ACP of examination from 26 months in 2015 to 
13.95 months in 2021, but has also well-improved the 
qualities of formal and substantive examinations of 
invention patent applications.

Industrial co-examination mechanism
TIPO recently made a trial implementation of an 
industrial co-examination mechanism. The purpose of 
such mechanism is to invite competent and appropriate 
experts from research institutes, universities, 
engineering associations and/or high-tech enterprises, 
in particular technical fields to provide proper technical 
opinions for the examiners’ reference in case the TIPO 
does not have suitable examiners with such technical 
backgrounds or capability or needs second opinions.
In 2021, TIPO invited experts from 157 high-tech 
enterprises and public engineering associations 
to provide technical opinions directed to specific 
technical issues to facilitate substantive examinations 
for 159,652 patent applications.

TIPO and PSC held competitions for patent search 
and patent portfolio skills
In order to stimulate diversified industry analysis and 
patent portfolio skills, TIPO and PSC held competitions 
for patent searches, analyses and patent portfolio 
in 2021. National Taiwan University, National Chung 
Hsing University, National Cheng Kung University, the 
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IP Management & Promotion Administration Center 
at Taiwan (IMPACT), and the Taiwan Patent Attorneys 
Association acted as co-organizers for competitions. 
The individuals who attended the competitions 
came from 53 teams, such as well-known domestic 
enterprises, universities and academic research 
institutions.

All competition teams were requested to carry 
out all patent searches and analyses by using GPSS.

The purposes of such competitions are to provide 
opportunities and channels for domestic enterprises, 
universities and academic research institutions to 
discuss and exchange opinions and experiences in 
patent analyses, build better patent portfolios, and 
create more opportunities of close cooperation 
between industries and universities.

PSC completed industry patent analysis reports
PSC carried out two industry patent analysis reports 
for each year from 2018 to 2021. PSC’s reports are 
shown in the following Table 3:

Year Topics of PSC’s Industry Patent Analysis Reports

2018 Patent analysis and 
portfolio for smart machine 
tools with improved cutting 
accuracy.

Patent analysis and portfolio for 
visual industrial manipulators 
(robotic arms).

2019 Patent analysis for smart 
medical treatment.

Patent analysis for smart diagnosis 
and treatment.

2020 Patent analysis and port-
folio for advanced printed 
circuit boards.

Patent analysis and portfolio for 5G 
small base stations.

2021 Patent analysis and port-
folio for body structure of 
battery electric vehicles.

Patent analysis and portfolio for new 
horizons for telemedicine patents & 
5G application scenarios and service 
modes.

Table 3.
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The industry patent analysis reports have already 
been published to the general public by PSC in 2020, 
according to the policy of TIPO.

According to the records, of the entities or 
individuals who requested the industry patent analysis 
reports from 2019, 57 percent came from patent and 
trademark firms, 12 percent came from manufacturing 
enterprises and 9 percent came from research 
institutes.

Of the entities or individuals who requested the 
industry patent analysis reports from 2020, 25 percent 
came from manufacturing enterprises, 17 percent came 
from patent and trademark firms and 17 percent came 
from research institutes.

Of the entities or individuals who requested the 
industry patent analysis reports from 2021, 32 percent 
came from manufacturing enterprises, 23 percent 
came from research institutes and 17 percent came 
from patent and trademark firms.

The records reveal that more and more 
manufacturing enterprises believe that the PSC’s 
industry patent analysis reports are valuable to them 
to implement appropriate patent analysis and portfolio 
so as to promote business in the markets. 

ABOUT THE AUTHOR

Russell Horng is the founder of RichIP Group, an 
examiner of Taiwan Judicial Yuan for reviewing 
the qualification of IP judges of Taiwan IP Court, 
the chairman in undertaking a governmental 
project of Improving the Quality of Patent Filing 
and Examination, lecturer of patent training courses 
for judges and patent examiners, editor for 
Taiwan area of Manual for the Handling of 
Applications for Patents, Designs and 
Trademarks throughout the World, and 
acted as an examiner of TIPO’s projects 
introduced in this article.

Rich IP Group
8F, No. 87, Songjiang Road
Taipei City, Taiwan
T: +886 2 2713 1060
F: +886 2 2713 1059
E: office@richipteam.com
W: richipteam.com

Russell Horng



M A Y  2 0 2 2Asia IP42 Asia IP42

T o attract investment from companies and IP 
holders to manufacture and distribute their 
products in India and to assure brand owners 

that their rights are safeguarded, the Indian government 
has taken several steps to streamline enforcement 
procedures. The setting up of commercial courts to 
deal with IP disputes and, recently, establishing the IP 
Division at the Delhi High Court, are positive steps to 
expedite resolution and cut down on litigation costs.

Addressing brand infringement issues
As the appetite for branded goods among the burgeoning 
Indian middle-class increases, the availability of 
infringing, counterfeit and lookalike products is also 
on the rise. Brand owners are grappling with various 
brand protection issues – some straightforward, some 
complex. For ease, they have been categorized as 
follows:

F E A T U R E S

TIPS FOR BRAND OWNERS TO 
NAVIGATE INDIA’S IP LANDSCAPE
As the appetite for branded goods among the burgeoning Indian 

middle-class increases, the availability of infringing, counterfeit and 
lookalike products is also on the rise. Ranjan Narula and Rachna 

Bakhru explain what the country is doing to attract investment from 
IP holders, while assuring them their brands are protected.
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•	 Clear copying of brands – direct infringement 
with identical or similar marks used for the same 
goods;

•	 Lookalike products – the brand is not copied, but 
the color scheme, layout, and essential elements 
of product packaging are;

•	 Use of a well-known mark on different goods; and
•	 Use of a brand name as a corporate or trading 

name.

In the digital space, the common issues faced by 
brand owners are 

•	 Sales of counterfeit and infringing goods through 
e-commerce portals, social commerce, trade 
portals, and auction sites;

•	 The creation of false websites that include the use 
of domain names, trade names, color schemes/
layout, and logos of well-known brands to run 
fraudulent schemes for collecting money from 
gullible consumers:

•	 Meta-tagging by competitors and counterfeiters 
to divert internet traffic to boost sales; 

•	 Use of brand names and other keywords by 
counterfeiters to siphon organic search traffic; 
and 

•	 The unauthorized use of digital images of the 
packaging and other proprietary material online 
to attract consumers.

Remedies 
In cases of straightforward copying of a brand where 
goods or services are offered online or available 
through brick-and-mortar stores, brand owners can 
seek civil or criminal remedies – both of which have 
pros and cons. A strategic analysis of the scale of the 
problem is advisable to workout a targeted approach 
and tailored solutions.

In cases of rampant infringement or counterfeiting 
that covers a wide area, criminal raids conducted by 
the police may be the preferred option. In instances of 
a single manufacturer engaged in infringing activities, 
civil action seeking an injunction followed by search 
and seizure through a court-appointed commissioner 
is recommended. 

Cases involving deceptive similarity of a mark and 
packaging civil suits for trademark infringement and 
passing off are a better route, as the law enforcement 
agencies responsible for criminal matters are less likely 
to be conversant with the nuances of IP law.

One of the challenges in working with Indian 
courts has been the frequent delays and time it takes 
to conclude a case. The government has addressed this 
issue by establishing commercial courts to deal with IP 
disputes, and more recently, the Delhi High Court has 
set up its IP Division to have specialist courts/judges 
hear IP cases.

Commercial courts
Commercial courts were established in January 2016 

with the explicit intention of expediting proceedings 
to provide a speedy resolution for rights holders. 
IP disputes are classified as Commercial disputes. 
Therefore suits or claims with a value exceeding 
Rs300,000 (US$4,500) can be filed before the 
commercial courts. A further amendment entails 
mandatory pre-institution mediation for suits that do 
not contemplate urgent interim relief.

To expedite proceedings and swift justice, the act 
requires the filing of all relevant documents at the time 
of filing the suit itself or at the time of filing the written 
statement (reply by the defendant). The act also sets 
a 120-day limit for filing a written statement, beyond 
which the right to file such a statement is closed and the 
court will not accept or record a delayed submission.
Procedures have also been laid down for the discovery 
and inspection of documents and the admission and 
denial of documents to reduce trial time.

To speed up the examination of parties and 
recordal of evidence, the act provides that court-
appointed commissioners may conduct trials, so 
that the proceedings are completed in a time-bound 
manner. 

The act also includes a provision for seeking 
summary judgments. Any party can argue that the other 
side does not have a valid case and seek a summary 
judgment without a drawn-out trial. 

Criminal action
In recent years several states have established 
specialized departments, including the IP Cell within 
the police, which combats the sale and distribution of 
counterfeit goods. Police personnel specially trained in 
IP matters have made such raids more systematic and 
streamlined and more effective. Criminal raids leading 
to the arrest of infringers deliver a strong message to 
the market. Nevertheless, initiating criminal action 
through the police brings several challenges:

•	 Information leakage resulting in the removal of 
the infringing or counterfeit goods;

•	 Slow prosecution at the magistrate court’s due to 
the backlog of cases, with no special preference 
given to IP cases;

•	 Police personnel not trained to tackle cybercrime 
or to track online sales of counterfeit goods; and

•	 Limited priority is given to IP cases due to the 
police’s natural preoccupation with crimes 
against human life and property.

Notwithstanding these challenges, a criminal 
action is a good option if a brand owner’s objective in 
conducting raids is to seize the goods and create a stir 
in the market to deter other traders.

Online enforcement
The past five years have seen a dramatic rise in internet 
penetration in India. It is estimated that India already 
has 650 million internet users and is well on the way 
to reaching a billion users by 2025. The reach of the 
internet and the ease with which it allows counterfeit 
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goods to be displayed and accessed by consumers 
throughout the country requires rapid action. 

The debate on the role and liability of 
intermediaries has intensified, given that 
enforcement online is notoriously difficult, as 
infringers can conceal their identity through the 
provision of incomplete information or because 
they are in a different country. Proponents of 
free speech argue that regulation of the internet 
by holding intermediaries liable for users’ online 
activity is a form of censorship by proxy that 
imperils free expression and innovation. At the 
same time, brand owners argue that e-commerce 
portals must have stringent due diligence 
requirements to keep online markets free of 
counterfeit goods. In India, the situation is even 
more complex as the government’s investment 
policy does not allow for foreign direct investment 
in multi-brand retail. Thus, most e-commerce 
players (e.g., Amazon, Flipkart and Snapdeal)  run 
‘marketplace’ models, offering retailers space to 
sell their wares and acting as intermediaries for all 
goods offered on a portal.

Therefore, they are able to invoke safe harbour 
provisions under the Information Technology 
Act to avoid liability for selling counterfeit goods. 
However, they must take down the infringing or 
counterfeit products on the notification. Brand 
owners have started to work closely with major 
e-tailers to keep the online space free from 
counterfeits and infringement. Further, many 
e-tailers have launched programmes to create a 
safe online market space.

With a population of more than 1 billion – 65 
percent of which is under 35 – India offers exciting 
opportunities to brand owners looking to invest. It 
also offers a great many challenges. 

F E A T U R E S
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including a stint with an international IP 
practice heading its India operations. In 
2019, Narula was invited to join the INTA 
Board of Directors. He has been ranked 
as a leading IP practitioner by various 
publications, including Asia IP Experts.

Rachna Bakhru is a partner at RNA, 
Technology and IP Attorneys, an IP specialist 
law firm. She qualified as an electronics 
graduate from Delhi University, followed by 
diploma in business administration and a 
degree in Law. She is a registered patent 
agent and a member of the Bar council 
of India. She currently heads the dispute 
resolution team of the firm, dealing with IP 
enforcement and advisory. She has more 
than 25 years of extensive experience in 
managing non-contentious and contentious 
IP matters, IT and technology issues. Her 
expertise includes risk assessment, IP 
clearance, regulatory issues, litigation and 
alternate dispute resolution.

RNA, Technology and IP Attorneys
401-402, 4th Floor, Suncity Success Tower,
Sector 65, Golf Course Extension Road,
Gurugram 122005 India
T: +91 124 4296 999
F: +91 124 4296 960
E: info@rnaip.com
W: rnaip.com

Ranjan Narula

Rachna Bakhru
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D ifferences in legislation concerning intellectual 
property rights, how they are recognized and 
how they are enforced among jurisdictions 

create challenges for IP rights applicants.
A leading example of this is the first-to-file and 

first-to-use trademark registration systems being 
used. 

In the first-to-file system, the party which filed 
the trademark application first is the holder of the 
trademark. This holds true even if the trademark 
was previously used by someone else or by another 
party, except in the case of a well-known trademark. 
Indonesia, Japan, Thailand, Vietnam, China and the EU, 
among others, use the first-to-file registration system.

In the first-to-use system, the first to actually use 
the trademark is the holder of the trademark even if it 

has not been registered. Singapore, Australia, Malaysia, 
the U.S. and Canada use the first-to-use registration 
system.

Another example is the recognition of non-
traditional trademarks such as 3-D shapes, scents, 
textures and holograms. One jurisdiction may provide 
protection for a particular non-traditional trademark 
while another jurisdiction does not. For instance, 
Japan recognizes scent as a trademark and provides 
protection for it. In Indonesia however, this is not 
possible.

A third example are series trademarks. These are 
multiple trademarks with similarities such as different 
versions of a logo with features that are very much 
alike. 

“When starting a business, some brands might 

F E A T U R E S

IP FILING IN MULTIPLE JURISDICTIONS:
HOW TO NAVIGATE

CONTRASTING LAWS
Differences in legislation concerning intellectual property 
rights, how they are recognized and how they are enforced 

among jurisdictions create challenges for IP rights applicants. 
Lawyers share their best tips with Espie Angelica A. de Leon.
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"In putting together the 
filing program, the IP 

owner needs to consider 
the differences at the 

later stages such as the 
actual probability of 

litigation, the quantum 
of possible damages 
and allocate resources 

accordingly."
—CORAL TOH, principal and managing 

director, Spruson & Ferguson, Hong 
Kong

"When starting a 
business, some brands 

might want to create 
several versions of 

their logo with 
similar features. 

It might be 
possible for the brand to apply 
for a series trademark, which 
allows the brand to register 
multiple similar trademarks 

while only filing one trademark 
application." 

—RISTI WULANSARI, partner, K&K Advocates, Jakarta

"The Madrid 
system offers 
convenience 
for trademark 

owners to obtain trademark 
protection in several countries 
by submitting one application 

with one procedure through the 
country of origin of the trademark 
owner and then proceeding to the 

destination countries."
—RANIYA OCKVALYNIE, junior associate, K&K 

Advocates, Jakarta

"If the basic application is rejected or if 
accepted for registration, is successfully 

opposed or invalidated during 
this period, the international 

registrations covering all 
the countries designated 

will also lapse and must be 
transformed into national 

applications." 
—SANIL KHATRI, senior associate, Baker 

McKenzie Wong & Leow, Singapore

"If the client is filing and 
pursuing applications in foreign 

jurisdictions, they should be 
ready with unexpected costs. 
Seasoned attorneys who have 

experience in handling multiple 
jurisdictions can provide cost-

effective measures by 
strategizing the details at 

the time of filing."
—RANJNA MEHTA-DUTT,  partner, 

Remfry & Sagar, Gurugram

"There is no one-size-
fits-all strategy or 

process when dealing 
with a multiple filing 

project. IP lawyers must 
be proactive, creative 

and practical in order to 
develop an appropriate 

filing strategy."
—THI KIEU HOA TRAN, of counsel, 

BMVN International, Hanoi

want to create several versions of their logo with 
similar features. In that case it might be possible for 
the brand to apply for a series trademark, which allows 
the brand to register multiple similar trademarks while 
only filing one trademark application. However, not all 
jurisdictions recognize series trademark registration,” 
explained Risti Wulansari, a partner at K&K Advocates 
in Jakarta.

In Indonesia, for instance, a brand comprising 

different colours would have to be filed via separate 
applications to cover the different colours involved. 
Meanwhile, in Australia, applications for series 
trademarks are accepted.

Also, the examination process varies among 
jurisdictions. To illustrate, the United States Patent and 
Trademark Office examines trademark applications 
on both relative and absolute grounds. On the other 
hand, the European Union Intellectual Property Office 
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examines trademark applications only on absolute 
grounds. This means prior trademark owners must 
oppose third parties’ potentially conflicting applications 
to protect their prior rights. 

Moreover, trademarks considered inherently 
distinctive and registered in one country may be refused 
in another for being “per se descriptive.”

Let’s go to patents.
While the novelty, inventive step and industrial 

applicability is common in all jurisdictions, the criteria in 
applying these may vary. 

In Europe, for example, the problem-solution 
approach is used for evaluating inventive step, whereas 
in the U.S., the teaching, suggestion and motivation (TSM) 
test is used. In contrast, there is no defined approach 
required in India, according to Ranjna Mehta-Dutt, a 
partner at Remfry & Sagar in Gurugram. The controller 
decides which approach to use when assessing inventive 
step – whether it’s the problem solution approach, the 
TSM test or a combination of both.

Furthermore, while the U.S. allows an invention 
pertaining to new uses of known substances and Europe 
allows medical uses such as “Substance X for use in the 
treatment of Disease Y”, this isn’t the case in India. Under 
Indian laws, the mere use of a substance is not regarded 
as relevant to an invention. 

The Indonesian Patent Law No. 13 of 2016 provides 
another example. While it provides protection to simple 
patents, this isn’t the case in other jurisdictions such as 
Singapore.

“Some of the issues encountered in patents will 
be the extent of patentability of software and whether 
there are absolute novelty requirements or a 6-month 
or 12-month grace period for disclosure of a patent 
before filing for a patent,” added Coral Toh, principal and 
managing director at Spruson & Ferguson in Hong Kong.

These are just some examples of contrasting or 
different IP laws among jurisdictions.

Given these differences, how then does a business 
enterprise aiming to file for IP registration in multiple 
jurisdictions navigate through all these?

“There is no panacea for this issue. However, we offer 
some suggestions for improving the chances of success 
for IP registration in multiple jurisdictions,” said Thi 
Kieu Hoa Tran, of counsel at BMVN International, Baker 
McKenzie’s officer in Hanoi. “Prior to filing for trademark 
registration, it is best to conduct clearance searches to 
determine a mark’s availability for use and registration in 
each jurisdiction.”

Tran shared that the firm recently assisted a 
Vietnamese client in registering trademarks in multiple 
countries, including EU countries, the U.S., China, Hong 
Kong and Australia. During the pre-filing trademark 
search phase, they discovered that the registrability of the 
marks varied in these jurisdictions. 

“With that in mind, we assisted our client in 
developing an appropriate filing strategy, in which marks 
were filed for trademark registration only in jurisdictions 
where they were deemed distinctive. Meanwhile, to 
increase the likelihood of registration success, marks 

considered descriptive under current practice and laws 
in other countries were filed in combination with other 
distinctive elements. With such a versatile and practical 
strategy, our client was able to obtain trademark 
protection for their core marks in multiple jurisdictions,” 
Tran said.

The Madrid Protocol international trademark 
system also proves to be useful in this regard. 

“The Madrid system offers convenience for 
trademark owners to obtain trademark protection in 
several countries by submitting one application with one 
procedure through the country of origin of the trademark 
owner and then proceeding to the destination countries 
through the WIPO acting as the international bureau,” said 
Raniya Ockvalynie, a junior associate at K&K Advocates in 
Jakarta.

According to Sanil Khatri, a senior associate at Baker 
McKenzie Wong & Leow in Singapore, the international 
registration (IR) must be based on a trademark application 
or registration filed with one IP office. This is known as 
the basic application.

The Madrid Protocol offers many advantages to 
applicants, not the least of which is its cost-effectiveness. 
It has stringent registration time frames which national 
IP offices have to comply with. The system also allows 
the subsequent addition of designations and ease of 
post-registration maintenance.

However, the Madrid Protocol dangles a major 
challenge: the risk of central attack to the basic application.

“This is because the validity of the international 
registration is dependent on the validity of the basic 
application for the first five years of the registration date 
of the international registration. This means that if the 
basic application is rejected or if accepted for registration, 
is successfully opposed or invalidated during this period, 
the international registrations covering all the countries 
designated will also lapse and must be transformed into 
national applications, which would be quite costly,” said 
Khatri.

He said the firm regularly has clients facing this 
dilemma. To solve the problem, lawyers recommend 
clients to first conduct pre-filing, full availability searches 
in all classes of interest in the basic application country 
to assess the risk of “central attack” against the basic 
application.

“The applicant should only file an international 
registration if no obstacles have been located from our 
searches, or if there are appropriate risk mitigation 
strategies in place. We also recommend that other 
countries of interest are also covered in the searches 
to understand potential obstacles and implement risk 
mitigation strategies for all jurisdictions,” he said.

It is also a good idea for the right owner to claim 
priority based on the first application in a Paris Convention 
member country. This is particularly advantageous for 
those applying for trademark registration in first-to-file 
jurisdictions. 

Established in 1833, the Paris Convention is an 
international agreement for the protection of patents, 
industrial designs, services marks, trade names and others.
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For patent filings in particular, Dutt said: “Based 
on the jurisdictions identified by applicants, different 
drafting strategies, depending upon the patentability 
criteria as well as option of filing convention or PCT 
application, is advised. The claims are accordingly 
drafted depending on the allow-ability criteria of 
different jurisdictions. For example, method of treatment 
or Swiss-type claims would be included in the draft even 
if the same are not allowable in India but are/may be 
allowed in other jurisdictions.”

Companies may also tap law firms with affiliations 
or representatives in the jurisdictions where they intend 
to file. 

“This may come in handy such as at times where 
office action is raised by the trademark office in the 
respective country. Involvement of a local agent or 
representation may be needed,” said Ockvalynie.

However, Wulansari said this could lead to problems 
if local representatives take a long time in responding 
to queries or if particular actions, such as monitoring 
the application, checking and forwarding certificates of 
registrations and others, will require additional costs. 

Dutt also suggests seeking the services of attorneys 
with particular expertise in filing and prosecuting 
applications in different jurisdictions. They come in 
handy, she said, when it comes to these unexpected costs.

“If the client is filing and pursuing applications 
in foreign jurisdictions, they should be ready with 
unexpected costs as it is not always possible to predict 

the cost. Seasoned attorneys who have experience in 
handling multiple jurisdictions can provide cost-effective 
measures by strategizing the drafting, filing requirement, 
compilation of formal documents and other details at 
the time of filing besides analyzing and anticipating the 
objections at prosecution stage to minimize the number 
of actions,” explained Dutt.

“There is no one-size-fits-all strategy or process 
when dealing with a multiple filing project,” said Tran. 
“That being said, IP lawyers must be proactive, creative 
and practical in order to develop an appropriate filing 
strategy that not only is in line with clients’ internal 
policies and budgets but also capable of achieving the 
ultimate goal of success for the project.”

However, Toh emphasized that differences among 
jurisdictions where IP is concerned is not merely confined 
within the initial filing stage. 

“In putting together the filing program, the IP owner 
needs to consider the differences at the later stages such 
as the actual probability of litigation, the quantum of 
possible damages and allocate resources accordingly,” 
said Toh. “It may well be that the IP owner decides to 
file more broadly, more extensively or defensively as the 
jurisdiction requires.”

Multijurisdictional IP asset management is also 
critical to business, said Tran. Multijurisdictional IP asset 
management requires paying close attention to each 
jurisdiction’s various requirements such as maintaining 
and enforcing registered IP rights. 
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Indonesia

F E A T U R E S

IP Experts 2022

N early 90 percent of businesses in Indonesia’s 
creative economy lack intellectual property 
protection, Vice President Ma’ruf Amin said 

on World Intellectual Property Day in April. 
“In fact, collaboration, synergy schemes, as well 

as alignment of intellectual property policies and 
national development agenda’s achievement need to 
be translated into concrete actions,” he said, speaking 
at the Vice Presidential Palace in Jakarta on April 26. 

A planned National Intellectual Property Strategy 
will boost economic growth and support national 
development through a new intellectual property 
ecosystem, he told reporters. The plan envisions 
that micro, small and medium enterprises (MSMEs), 
especially in the innovation sector, will scale-up 
since they are expected to play an active role in 
contributing to post-pandemic economic recovery. 

“I hope that at least 20 percent of the 64 million MSMEs 
in Indonesia can have their intellectual property 
protected,” Ma’ruf said, adding that if MSMEs can have 
their products patented, they will boost the people’s 
confidence in Indonesian-made products.

“I’d like to invite all Indonesian people, especially 
the youth, to continue to rise as creative, innovative, 
and inspiring people for Advanced Indonesia,” he said.

At the same time, Minister of Law and Human 
Rights Yasonna H. Laoly underscored that the country’s 
youth play an important role in building the national 
economy since they are exposed to technology from an 
early age.

“I hope young inventors, creators, and 
entrepreneurs can use their intellectual property rights 
to achieve their goals of pooling income, creating jobs, 
responding to local and global challenges, and following 
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the development of national communications,” the 
Minister said.

But the country’s government has plans to bring 
about a digital transformation, President Joko “Jokowi” 
Widodo said on April 18, when he urged the nation to 
pay more attention to fighting economic crimes that 
are increasingly massive, complicated, and complex.

“First and foremost, we have to continue to 
make breakthrough. We have to immediately carry 
out digital transformation, adopting regulatory 
technology and making breakthrough in the law sector 
for various fundamental problems,” Jokowi said during 
the Commemoration of the 20th Anniversary of the 
Movement on Anti-Money Laundering and Counter 
Terrorism Financing (APUPPT) at the State Palace in 
Jakarta.

“Do carry out anticipation at every level as early as 
possible to prevent efforts that can intervene integrity 
and stability of our economic, financial system. And 
carry out anticipation on the rise in economic crimes, 
including cybercrime and other crimes that take 
advantage of technological sophistication,” he added. 
“We have to build synergy to ensure fairness in law 
enforcement, to increase rescue efforts on the return 
and recovery of the state finance, to provide legal 
certainty for both local and foreign investors, and to 
build Indonesia’s stronger, integrated, and sustainable 
financial system.” 

All of this suggests that while the country 
continues to struggle with technology and intellectual 
property – it has been on the U.S. Trade Representative’s 
Special 301 Report on Intellectual Property Protection 
for more than 30 years – the government does have 
plans to improve its status. The Directorate General of 
Intellectual Property (DGIP) is leading an IP Operations 
Task Force consisting of five ministries and agencies, 
including the National Agency of Drug and Food 
Control (BPOM), Customs, the State Police, and the 
Ministry of Communications and Information (MOCI).

All of this should keep intellectual property 
lawyers in Indonesia busy; they will continue to have 
ample opportunities to advise their domestic and 
foreign clients alike on patent, trademark and other 
forms of IP rights protection.

With this continuing interest in intellectual 
property protection in Indonesia, we turned to IP 
professionals in the region in order to understand 
better what clients need today. Asia IP asked a large 
number of professionals – mostly in-house counsel 
and corporate legal managers – what they were looking 
for from their legal service providers. From their 
answers, we have compiled our list of Indonesia’s IP 
Experts, those lawyers who understand just what their 
clients need and are able to provide them with the best 
practical advice. 

Today’s clients are looking for more than just 
a degree from a top-notch university and a couple 
of decades of practice. In order to be an outstanding 
provider of intellectual property advice, a lawyer must 
also be capable of understanding how intellectual 
property impacts the rest of his client’s business, and 
be able to provide practical, real-world, business-savvy 
advice. She must be able to provide sound advice on the 
current law, but also needs to be able to understand 
coming trends which are likely to impact her client’s 
business.

Unlike days past when she might have played just 
a bit role, today’s IP Expert is every bit a full-fledged 
team member.

The largest IP firms and practices in Indonesia are, 
not surprisingly, well-represented on our list. Rouse 
landed six different lawyers on our list, while AMR 
Partnership, Biro Oktroi Roosseno and SKC Law each 
placed three lawyers. Am Badar & Am Badar, Assegaf 
Hamzah & Partners, HHP Law Firm, Iman Sjahputra & 
Associates, Inter Patent Office, Januar Jahja & Partners, 
K&K Advocates, Lubis Santosa & Maramis, Makarim 
& Taira S., Pacific Patent Multiglobal and Tilleke & 
Gibbins each placed two lawyers on our list. 

Our survey includes only those lawyers working 
at law firms in Indonesia.

Most of the lawyers named to our list have multiple 
practice specialties. Many of them are litigators, while 
others concentrate on prosecution work or provide 
strategic advice. 

All of them have something in common: they are 
experts in their fields and, in one way or another, they 
provide extra value for their clients. They are Asia IP’s 
IP Experts for Indonesia.—GREGORY GLASS 
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INDONESIA IP EXPERTS TOP 50
NAME FIRM PATENTS TRADEMARKS COPYRIGHT ENFORCEMENT LICENSING & 

FRANCHISING
MEDIA & 

ENTERTAINMENT
IT & 

TELECOMS
PHARMA 

& BIOTECH
IP 

LITIGATION

Lia Alizia Makarim & Taira S. a

Fortuna Alvariza FAIP Advocates & IP Counsels a a

Anisa Ambadar Am Badar & Am Badar a a

Nadia Ambadar Am Badar & Am Badar a

Wiku Anindito HHP Law Firm a a a a

Fahmi Assegaf Pacific Patent Multiglobal a

Yurio Astary Rouse a

Cita Citrawinda Noerhadi Cita Citrawinda Noerhadi & Associates a a a a a a a

Andrew Conduit SKC Law a a a a

Andrew Diamond Januar Jahja & Partners a a a a

Emirsyah Dinar AFFA Intellectual Property Rights a

Somboon Earterasarun Tilleke & Gibbins a

Arifia Fajra Rouse a

Anny Gunadi Inter Patent Office a

Yenny Halim Acemark a a

Chandra M. Hamzah Assegaf Hamzah & Partners a a a

Achmad Hossan AMR Partnership a a

Willy Isananda Iman Sjahputra & Associates a a a

Prudence Jahja Januar Jahja & Partners a a a

Nidya Kalangie SKC Law a a a a

Kusno Hadi Kuncoro Batavia Patentservis Asia a

Justisiari Perdana Kusumah K&K Advocates a a a a a

Tania Lovita Rouse a a a

Todung Mulya Lubis Lubis Santosa & Maramis a

Daru Lukiantono HHP Law Firm a a a a

Heru Lukito HeruLukito & Partners a a

Insan Budi Maulana Maulana & Partners a a

Norma Mutalib Makarim & Taira S. a

Migni Myriasandra Biro Oktroi Roosseno a a

Toeti Noerhadi-Roosseno Biro Oktroi Roosseno a a a a a

A. Yulianto Nurmansyah Nurmansyah IP Firm a a a

Endra A. Prabawa Roosdiono & Partners a a a

Bambang Priyono AMR Partnership a a

Primastuti Purnamasari Pillari ELK a a a

Wongrat Ratanaprayul Tilleke & Gibbins a a a a

Nicholas Redfearn Rouse a a a a

Amalia Rosseno AMR Partnership a a

Lanny Setiawan Pacific Patent Multiglobal a

Iman Sjahputra Iman Sjahputra & Associates a a a

Dewi Soeharto Assegaf Hamzah & Partners a a a

Gunawan Suryomurcito Rouse a

Purnomo Suryomurcito SKC Law a a a a

Dini C. Tobing Lubis Santosa & Maramis a

Hendra Widjaya Inter Patent Office a a a a

George Widjojo George Widjojo & Partners a a

Frans Hendra Winarta Frans Winarta & Partners a a

Winuriska WIN IP Firm a

Harry Wirawan Biro Oktroi Roosseno a a

Risti Wulansari K&K Advocates a a a

Lisa Yong Rouse a a a a

Extended biographies of lawyers highlighted above appear on Pages 54-58
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Lia is a talented lawyer, litigator, a leading advisor to many 
top businesses worldwide, and also one of the country’s 
foremost legal practitioners, having been involved in some 
of the most high-profile matters over the years. She is the 
Managing Partner and leads the Corporate, Commercial, 
and Litigation and Dispute Resolutions departments of 
M&T. She provides expert advice and oversight in large, 
complex corporate negotiations, and brings over 20 years 
of experience in managing legal aspects of commercial, 
transactional and corporate governance matters including 
civil matters, family law such as estate and succession 
legal issues.

Lia adheres to strict ethical principles when representing 
clients before Indonesian courts and arbitration panels. Her 
practice does not only focus on litigation but also aims to 

provide advice to clients on how to minimize potential risks 
related to employment, anti-bribery, anti-corruption, IP 
enforcement and litigation issues.

She is a sworn translator, author of a number of significant 
publications, and often speaks at local and overseas 
seminars and training programs on employment, litigation 
and corporate matters. She is also an Instructor Faculty at 
TRACE Anti-Bribery Specialist Accreditation, an Intellectual 
Property Rights Consultant, a Board member of British 
Chamber of Commerce in Indonesia, a Vice Head of 
International Affairs of Indonesian Advocates Association 
(Peradi) and a Chairwoman of  the Board of Inter-
Agency Cooperation of Indonesia Labour Law Consultant 
Association.

IP LITIGATION

ALIZIA, LIA
MANAGING PARTNER

Makarim & Taira S.
Summitmas I, 16th & 17th floors
Jl. Jend. Sudirman Kav. 61-62 Jakarta 12190
Jakarta, Indonesia
T: +6221-5080-8300, 252-1272  
F: +6221-252-2750, 252-2751 
E: Lia.Alizia@makarim.com
W: www.makarim.com 

F E A T U R E S

TRADEMARKS
COPYRIGHT

Fortuna has longstanding experience in providing legal and 
full range of IP services in various fields. She has been 
recognized as one of “Top 250 Women in IP” in one of the 
international IP medias, as well as mentioned as a highly 
knowledgeable and creative IP lawyer by Asia IP Law 
magazine based on input from many clients.

Her more than 20 years’ experience including in a law 
firm in Versailles, France and in 3 prominent law firms 
in Indonesia, as well as an in-house counsel in a leading 
F&B franchising company has furnished her with a deep 
knowledge and understanding in handling and managing 
both contentious and non-contentious IP cases. She is 

known for her strategic approach in endeavour to solve 
the problem efficiently. Fortuna also provides clients in 
e-commerce, media, and technology fields with legal 
services, including reviewing terms of services, and 
agreement according to the Indonesian law. She is also 
known as a creative industry enthusiast who has been 
several times engaged by various institutions such as 
National Creative Agency (Bekraf), Ministry of Tourism and 
Creative Economy, and Sarinah which is a State-Owned 
Retail company as one of their experts for developing legal 
guidance on IP commercialization for creative industries in 
Indonesia, such as franchising, licensing and other form of 
IP commercialisation.

ALVARIZA, FORTUNA
FOUNDING PARTNER

FAIP Advocates & IP Counsels
Jl. Cipaku 6 No. 14, Kebayoran Baru, 
Jakarta Selatan (12170) - Indonesia
T: +62217233925   +6281703177888 
E: fortuna@faiplaw.com 
W: www.faiplaw.com
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Yenny Halim is Managing Partner of Acemark.  She joined 
the firm in 1999. She has vast expertise in prosecution 
and litigation of Intellectual Property. Being a lawyer and 
a registered IP Consultant, Yenny is able to represent 
national and multinational clients before the Courts 
and government agencies as well as law enforcers. She 
is appreciated by her clients for prompt response and 
strategic advice. While managing the firm, she make sure 
each case has her professional care.  She has represented 
numerous successful trademark cancellation cases based 
on bad faith or non-us, IP enforcements and negotiations. 

Yenny has spoken at many seminars organized by 
Indonesian Directorate General of Intellectual Property, 
World Intellectual Property, Japan Institute for Promoting 
Inventio and Innovation, CCPIT, Federation of Asian 
Motorcycle Industries, and many other organizations 
including Acemark. In 2018, she was awarded by the 
Minister of Law for being a top filer consultant for Industrial 
Design. She has also been recognized as IP expert through 
surveys conducted by major international publishers. Yenny 
is a member of AKHKI, PERADI, INTA and APAA. 

TRADEMARKS
ENFORCEMENT

HALIM, YENNY
MANAGING PARTNER

Acemark
Cikini Raya 58GH, Jakarta 10330, Indonesia
T: +62-2-1314-0017  
F: +62-2-1314-0170 
E: Yenny.halim@acemark-ip.com
W: www.acemark-ip.com

Emirsyah Dinar (Em) is the Managing Partner at AFFA 
Intellectual Property Rights Indonesia & Timor Leste and is 
a registered Intellectual Property Consultant in Indonesia. 
He obtained his bachelor’s degree from Victoria University 
of Wellington (New Zealand) and later graduated from 
Gadjah Mada University (Indonesia). Em has assisted both 
national and international clients from various fields with 
their IP needs in Indonesia, Timor Leste, and the Pacific 
Islands. Em’s work covers a wide array of cases from 
luxury brands, entertainment, automotive and FMCG. His 
expertise lies in anti-counterfeiting procedures where 

he has assisted various global brands to protect their 
businesses in Indonesia. 

Em has previously served on INTA’s Anti-Counterfeiting 
Committee (Asia Pacific) where he was involved in various 
complex tasks related to customs recordal system and 
e-commerce take down listing issues in Indonesia. He 
is also regularly invited to speak at various national and 
international seminars hosted by government agencies, 
universities, and companies regarding IP protection in 
Indonesia, Timor Leste, and the Pacific Islands.

TRADEMARKS

DINAR, EMIRSYAH (EM)
MANAGING PARTNER

AFFA Intellectual Property Rights – Indonesia 
& Timor Leste
Graha Pratama Building Level 15, Jl. MT. Haryono 
Kav. 15, South Jakarta, Indonesia 12810
T: +92-2-1837-93812  
E: Emirsyah.dinar@affa.co.id 
W: www.affa.co.id
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Winuriska is the founder and managing partner of WIN 
IP firm, a Jakarta-based boutique firm specialized in IP.  
Prior to establishing WIN IP Firm, she used to work for a 
respective multinational IP law firm in Jakarta with the 
head office in London for over 12 years where she had done 
various IP related works ranging from routine prosecution 
of local and foreign filings to high end IP services such as 
clearance searches, IP due diligence projects, infringement 
analysis and IP protection strategies. Her latest position 
was the head of Patent and Design Department.

When combined, she has more than 20 years of experience 
in the field of IP, handling local and  overseas clients for 
all types of IP matters, including Patents, Trademarks, 
Copyright and Industrial Designs.

She is a licensed advocate and a registered IP attorney. 
Her professional organizations include membership of 
Indonesian IP Association (AKHKI), Indonesian Advocate 
Association (PERADI), Asian Patent Attorney Association 
(APAA), International Trademark Association (INTA) and 
ASEAN Intellectual Property of Association (ASEAN IPA).

She has participated in various IP seminars/conferences in 
both domestic and overseas scopes. She has been several 
times as a resource person as well as a speaker in events 
held by the IP Office, Ministry of Tourism and Creative 
Economy or other IP stakeholders that provide counselling 
towards business communities in creative economy and 
small enterprises in various cities in Indonesia.

TRADEMARKS

Norma has a broad franchising practice focusing mainly on 
market entry and regulatory issues, contract negotiations 
and drafting. She also has extensive expertise in hotel 
franchising and hotel management arrangements including 
in a wide range of intellectual property, employment and 
corporate/commercial matters. 

Norma contributes frequently to such franchise law 
publications as, the Franchising Global Guide (Thomson 
Reuters), Franchise Law Journal (the American Bar 
Association), Lexology Getting The Deal Through, the 
International Journal of Franchising Law and Who’s Who 
Legal. She has been continuously listed in the prestigious 
Who’s Who Legal Franchise since 2016.

Norma works seamlessly with her team and, in view of 
her knowledge and understanding of the special nature 
of much Indonesian legal work, she can be relied on to 
provide highly practical and commercial advice following 
her diligent study of a client’s situation. She has often 
worked successfully with multinational law firms as well 
as in-house corporate legal counsel because she thinks 
creatively to find solutions to problems within the confines 
of the relevant legal framework.

Norma is ranked as a Recommended Lawyer in Who’s Who 
Legal for South-East Asia Franchise 2021 and recognized 
as a Recommended Lawyer in Intellectual Property in the 
Legal 500 Asia-Pacific 2022.

LICENSING & 
FRANCHISING

MUTALIB, NORMA
PARTNER

Makarim & Taira S.
Summitmas I, 16th & 17th floors
Jl. Jend. Sudirman Kav. 61-62 Jakarta 12190
Jakarta, Indonesia
T: +6221-5080-8300, 252-1272 
F: +6221-252-2750, 252-2751 
E: Norma.Mutalib@makarim.com 
W: www.makarim.com 

WINURISKA, S.H.
MANAGING PARTNER

WIN IP Firm
Cervino Village Building 2nd Fl. Unit S & T
Jl. Raya Casablanca (Jl. KH. Abdulah Syafe’i), Kav. 27
Tebet, Jakarta 12810, Indonesia
T: +6221-5011-0808  
E: winuriska@winipfirm.com 
W: www.winipfirm.com
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Indonesia’s IP Experts is based solely on 
independent editorial research conducted 
by Asia IP. As part of this project, we 

turned to thousands of in-house counsel 
in Indonesia, Asia and around the world, 
as well as Indonesia-focused partners at 
international law firms, and asked them 
to nominate private-practice lawyers 
includinXXg foreign legal consultants, 
advisers and counsel. 

The final list reflects the nominations 
received combined with the input of editorial 
team at Asia IP, which has more than 40 years 
of collective experience in researching and 
understanding the legal market in Indonesia.

All private practice intellectual 
property lawyers working at law firms in 
Indonesia were eligible for inclusion in the 
nominations process; there were no fees or 
any other requirements for inclusion in the 
process.

The names of our 50 IP Experts are 
published here. Each IP Expert was given the 
opportunity to include their biography and 
contact details in print and on our website, 
for which a fee was charged. 



M A Y  2 0 2 2Asia IP60 Asia IP60

W ith the development of social media, key 
opinion leader (KOL) marketing has become 
widely popular around the world. KOLs, 

who are more commonly known as “influencers” in 
other parts of the world, usually have a sizeable online 
following on social media. They are called key opinion 
leaders or influencers because they can influence their 
followers to purchase certain products or services 
by making recommendations on social media. Brand 

owners are often keen to leverage the value of KOL 
marketing given its effectiveness: a recent study in 
China found that over 60 percent of consumers were 
influenced to purchase products after watching KOLs’ 
product review videos or promotions in livestreams. 
This article discusses the key legal issues in Hong Kong 
and mainland China that brand owners should be 
aware of and consider when working with KOLs.

Key opinion leaders – known as influencers in much of the world 
– are increasingly being used in marketing campaigns due to their 
high success rates. Loke-Khoon Tan, James Lau, Helen Pang and 

Harrods Wong discuss trends in KOL marketing, and the legal 
issues facing brands which engage KOLs.

F E A T U R E S

LEGAL ISSUES AROUND KOL 
MARKETING IN HONG KONG 

AND MAINLAND CHINA
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Trends in KOL marketing
Many brand owners cooperate with KOLs to promote 
products and services by uploading photos or videos 
onto social media (such as Instagram and TikTok), 
and having KOLs post product reviews. Many KOLs 
also show their use of products, or advertise products 
through livestreams where they can interact with the 
audience in real time. These livestreams are sometimes 
hosted on e-commerce platforms, where viewers 
can easily purchase the products on the spot while 
watching the livestream. Just on the first day of Double 
11 shopping festival in 2021, the top two KOLs in China 
already generated staggering sales of Rmb19 billion 
(US$2.86 billion) through livestreaming. One of them 
even made it on the list of Next Top 100 Most Influential 
People by the Time Magazine in 2021.

One of the reasons why KOL marketing has 
become so popular is that KOLs are considered more 
down-to-earth and relatable to the targeted consumers 
as compared to traditional celebrities. 

Virtual KOLs, which are digital characters 
generated by computer graphics, have also become 
increasingly adopted by brand owners. Some of them 
look like anime characters, while others may look 
realistic or may have even been designed based on 
the appearance of real people. It is not uncommon 
for virtual KOLs to even have their own social media 
accounts and to collaborate with other KOLs or real 
persons (such as celebrities) in marketing efforts. For 
example, a Chinese entertainment agency partnered 
with a major technology company to create a virtual 
idol group, and their most popular video garnered 
over 5.3 million views on a video-sharing platform. It 
is estimated that the market size influenced by virtual 
KOLs may reach over Rmb180 billion (US$27.05 billion) 
in China in 2022.

The growing popularity of virtual KOL marketing 
can be explained by a number of advantages that real-
person KOLs cannot provide. For example, virtual 
KOLs can be tailor-made to suit brand owners’ specific 
requirements, and they are also less likely to get caught 
up in PR scandals than real-person KOLs, as we have 
seen some famous actors and KOLs accused of tax 
evasion in recent years in China. As the hype for the 
metaverse continues to sweep the world, we expect to 
see even more growth in the use of virtual KOLs by a 
wider range of brand owners in the future. 

While there are a number of advantages in KOL 
marketing, it also comes with various legal issues that 
brand owners should be aware of. In the following 
sections, we will dive into some frequently encountered 
issues relating to false or misleading advertising 
content, and services contracts.

Accuracy of promotional content
Some KOLs may not be very familiar with the features 
of the products that they are promoting, and they 
may inadvertently make inaccurate or misleading 
statements when they try to answer the audiences’ 
questions on the spot during livestreaming, or when 

they prepare posts, captions or other promotional 
materials for use on social media. This sort of 
inaccurate or misleading statements may potentially 
lead to legal liability.

No specific KOL marketing law in Hong Kong
In Hong Kong, there is no overarching advertising law. 
There are also no specific laws or regulations on KOLs, 
social media marketing, or livestreaming. The main 
piece of relevant legislation is the Trade Descriptions 
Ordinance (the TDO), which is broadly applicable to all 
goods and services offered in Hong Kong (except for 
certain goods and services which are subject to other 
regulations, such as insurance and banking).

Under the TDO, “trade description” is broadly 
defined and basically covers any indication with respect 
to the goods or services, communicated through any 
means, including any form of media, electronic means 
or even orally. A “false trade description” refers to a 
trade description which is false to a material degree 
or misleading. If a KOL engaged by the brand owner 
gives a false or misleading description of its product’s 
composition, fitness for purpose, performance, etc. 
during promotion, it would fall within the ambit of the 
TDO.

Notably, it is a criminal offence under the TDO 
for any trader to make a false trade description to any 
goods. A director, officer or manager of a company 
may also incur personal liability if it can be proved that 
the offence was committed with the person’s consent, 
connivance, or otherwise attributable to his or her 
negligence.

In addition to the TDO, the Misrepresentation 
Ordinance is also applicable to KOL marketing. 
Misrepresentation commonly arises where one party 
to a contract makes a false statement of past or present 
fact to another intending to induce another to enter 
into a contract. If a misrepresentation is made by a KOL 
who is engaged by a brand owner, a civil claim may then 
be brought against the KOL and also the brand owner.

Advertising Law in China
On the other hand, China has a comprehensive 
Advertising Law that regulates various forms of 
commercial advertising activities, and KOL marketing 
would fall within the scope of the Advertising Law.
The Advertising Law has a number of provisions on 
what can or cannot be mentioned in advertisements. 
Some noteworthy requirements and restrictions 
include:

•	 Advertisements shall not contain any false or 
misleading information;

•	 Where an advertisement indicates the function, 
place of origin, ingredients, etc. of a product, 
such indication must be accurate, clear, and 
understandable;

•	 Advertisements shall not disparage the goods or 
services of other producers or traders; and

•	 “National”, “highest”, “best” or similar superlative 
words shall not be used.
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Furthermore, additional regulations are imposed 
on endorsers, which would also apply to KOLs who act 
as endorsers. A person must have used the products 
or services before the person can act as an endorser 
for such products or services. In the case of a false 
advertisement, if the endorser knew or should have 
known that the advertisement was false but still 
provided the recommendation, then the endorser 
would be subject to joint and several liability.

In general, all parties involved in advertising 
– including the brand owner, the advertisement 
company, the KOL and the advertising publisher (such 
as the broadcasting company) – may potentially be 
legally liable if false information is advertised. 

New regulations governing KOL marketing in China
In view of the growing popularity of online advertising, 
the State Administration for Market Regulation issued 
the draft Measures for the Administration of Internet 
Advertising (the Draft Measures) for public comments 
in November 2021. The Draft Measures have not yet 
come into effect.

The Draft Measures require advertisements to 
be marked as such. For example, if goods or services 
are promoted in the form of “experience sharing” 
or “evaluation”, they should be clearly marked as 
“advertisement”. This requirement may seriously 
affect KOL marketing because soft marketing (such 
as by tagging the brand owners’ official accounts 
on social media) is one of the main selling points of 
KOL marketing. Having to mark the relevant posts as 
“advertisement” may affect consumers’ perceptions, 
and thereby reduce the business value of KOL 
marketing.

Besides, commercial livestreaming is now 
officially considered as a form of advertisement 
under the trial Measures for the Administration of 
Livestreaming Marketing (the Livestreaming Trial 
Measures), which took effect in May 2021. If brand 
owners promote their products through livestreams, 
both the Advertising Law and the Livestreaming Trial 
Measures would apply.

Similar to the requirements in the Advertising Law, 
false or misleading descriptions are prohibited under 

the Livestreaming Trial Measures. The Livestreaming 
Trial Measures also require proper management 
of interactive contents during livestreams, and 
unfavourable comments cannot be deleted or blocked 
in an attempt to deceive or mislead consumers. 

To mitigate the risks related to inaccurate 
promotional statements made by KOLs, brand owners 
should ensure that KOLs have a good understanding of 
the products or services that are being promoted. Brand 
owners can also consider providing preapproved scripts 
to KOLs before filming or livestreams. For livestreams, 
brand owners are recommended to instruct KOLs not 
to answer any questions if the KOL does not know 
or is uncertain of the answer, so as to minimize the 
risk of inadvertently making false statements. Brand 
owners may also consider using virtual KOLs, as brand 
owners normally have greater control over the content 
published by virtual KOLs (as opposed to real person 
KOLs), so that inaccurate product descriptions will be 
less likely made.  

Contractual issues 
When engaging KOLs, having a well-drafted written 
contract serves an important role in protecting brand 
owners’ interests and reducing legal uncertainties.

Written contract advisable in Hong Kong
At the outset, there is no legal requirement of written 
contracts in Hong Kong. Indeed, from what we have 
seen in Hong Kong, the common practice appears to 
be that brand owners and KOLs would agree on the 
fee quote and the content of the marketing material 
through informal arrangements, such as emails and 
WhatsApp messages. As some forms of KOL marketing 
are relatively straightforward (for example, the KOL 
may only need to publish a post on social media and tag 
the brand owner or use designated hashtags) and the 
amount of remuneration may not be substantial, some 
brand owners may consider the risk of disputes resulting 
from such arrangements to be low. Some brand owners 
may also find it time consuming and not cost-effective 
to negotiate and execute a written contract. For this 
reason, formal written contracts are not always entered 
into between brand owners and KOLs.
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However, if there is no written contract in place 
and a dispute unfortunately arises, it may be difficult 
for the brand owner to rely on some of the contractual 
rights that are normally found in written commercial 
contracts (such as dispute resolution clauses). The 
court may also not easily find that there are implied 
terms in the informal unwritten contract, if other 
essential terms of the agreement have already been 
agreed between the brand owners and KOLs.

Written contract is a legal requirement in China
The Advertising Law in China requires written 
contracts to be entered into between the advertisers, 
advertising agents and publishers. In terms of 
livestreaming, the Livestreaming Trial Measures also 
require an agreement to be entered into between the 
livestream platform and the manager company. As the 
same KOL may be represented by different manager 
companies in different contexts in China (for example 
drama contracts, music contracts), brand owners are 
reminded to make sure that they find the right manager 
companies when engaging KOLs.

To avoid triggering an employer’s legal liability 
under labour law, brand owners should be careful 
when drafting contracts and emphasize that the KOLs 
are independent third parties and are not the brand 
owner’s employees. 

Key elements of brand services agreement
To mitigate the risk of disputes, brand owners are 
encouraged to enter into brand services agreements 
with KOLs, so as to clearly set out the respective 
obligations and rights of the brand owners, KOLs and 
any agencies involved. As KOLs may lack knowledge 
and expertise in contractual matters, it may be best to 
directly engage the KOL’s manager wherever possible.

A properly drafted contract can also help with 
enforcement. For example, in 2020, a KOL livestreaming 
company in China was ordered to return the contract 
price and pay damages to the brand owner after the 
KOL failed to follow the pre-approved script and made 
false statements on the price and function of the 
products during livestreaming.
A brand services agreement should contain at least the 
following key terms:

•	 Details of the parties involved 
•	 Term (e.g. promotional period) 
•	 Content and deliverables 
•	 Date of publishing
•	 Payment schedule
•	 Exclusivity obligation, if any 
•	 Indemnification obligations, if any
•	 Governing law
•	 Dispute resolution 
•	 Licensing terms 
•	 Morality clause, if any

When engaging external parties to create virtual KOLs, 
written contracts are important in delineating the 
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ownership of IP rights in the design of the virtual KOL 
(such as copyright that may subsist in the appearance 
of the virtual KOLs created), as well as the ownership of 
copyright in any artwork, music, video or other content 
created for use by the virtual KOLs. Brand owners are 
advised to pay attention to the relevant provisions in 
contracts so as to avoid any subsequent disputes.

Conclusion
While there are no specific laws regulating KOL 
marketing activities in Hong Kong, existing general 
laws such as the Trade Descriptions Ordinance and 
Misrepresentation Ordinance may apply. On the other 
hand, mainland China has developed more specific 
laws to regulate KOL marketing and livestreaming 
activities, and continuous efforts have been made by 
the Chinese authorities to catch up with new trends 
in KOL marketing. As additional new guidance (such 
as the finalized version of the Draft Measures) can be 
expected in the near future, brand owners would be well 
advised to keep a close eye on further developments in 
this space. 
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Thailand
F E A T U R E S

IP Experts 2022

Thailand has made significant progress in 
strengthening the protection of intellectual 
property in the country, the government has 

told the United States. The conversation, held on the 
sidelines during bilateral talks during this year’s APEC 
Ministers Responsible for Trade (MRT) meeting in 
Bangkok was reported by the Bangkok Post. 

Speaking after the two-way meeting with United 
States Trade Representative (USTR) Katherine Tai, 
Deputy Prime Minister and Minister of Commerce 
Jurin Laksanawisit said in May that the government 
cited the significant progress Thailand has made in 
strengthening the protection of intellectual property.

With the kingdom poised to become a member 
of the WIPO Copyright Treaty (WCT), it has urged 
Washington to review the country’s status during 
an assessment this coming September, he told the 
newspaper.

In this year’s USTR Special 301 Report, which was 
released on April 30, the United States urged Thailand 
to continue improving enforcement measures and 
ensure that amendments to its Copyright Act address 
concerns expressed by the U.S. and other foreign 
governments and stakeholders.

Citing technological advancements as a major 
detriment to IP protection, the report mentions that 
Thailand is among many jurisdictions with “high 
levels of online piracy” and which “lack effective 
enforcement.” 

The USTR’s Special 301 Report does give Thailand 
credit for being on the right track in many regards: 
the interagency National Committee on Intellectual 
Property and a subcommittee on enforcement against 
IP infringement, led by the prime minister and the 
deputy prime minister, respectively, “have significantly 
improved coordination among government entities,” 
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the report said. Meanwhile, the Department of 
Intellectual Property “continued to carry out various 
IP awareness activities, including the Go for Real 
campaign in conjunction with the U.S. Patent and 
Trademark Office to enhance awareness among high 
school and university students.”

All of this should keep intellectual property 
lawyers in Thailand busy; they will continue to have 
ample opportunities to advise their domestic and 
foreign clients alike on patent, trademark and other 
forms of IP rights protection.

With this continuing interest in intellectual 
property protection in Thailand, we turned to IP 
professionals in the region in order to understand 
better what clients need today. Asia IP asked a large 
number of professionals – mostly in-house counsel 
and corporate legal managers – what they were looking 
for from their legal service providers. From their 
answers, we have compiled our list of Thailand’s IP 
Experts, those lawyers who understand just what their 
clients need and are able to provide them with the best 
practical advice. 

Today’s clients are looking for more than just 
a degree from a top-notch university and a couple 
of decades of practice. In order to be an outstanding 
provider of intellectual property advice, a lawyer must 
also be capable of understanding how intellectual 
property impacts the rest of his client’s business, and 
be able to provide practical, real-world, business-savvy 
advice. She must be able to provide sound advice on the 
current law, but also needs to be able to understand 

coming trends which are likely to impact her client’s 
business.

Unlike days past when she might have played just 
a bit role, today’s IP Expert is every bit a full-fledged 
team member.

The largest IP firms and practices in Thailand 
are, not surprisingly, well-represented on our list, 
but regional powerhouse Tilleke & Gibbins placed 
a whopping nine lawyers in the Top 50. Other firms 
among the top placers include Domnern Somgiat 
& Boonma and Satyapon & Partners, each of which 
placed five lawyers on the list; Baker McKenzie and 
Rouse, each with four lawyers on the list; and Ananda 
Intellectual Property and SCL Nishimura & Asahi, each 
of which placed three lawyers on the list.

The list also contains a number of lawyers 
from small, upcoming firms (iLAWASIA, The Legal, X 
Ventures) and established regional firms which have 
recently entered the Thai IP market (Rajah & Tann, 
S&O IP).

Our survey includes only those lawyers working 
at law firms in Thailand.

Most of the lawyers named to our list have multiple 
practice specialties. Many of them are litigators, while 
others concentrate on prosecution work or provide 
strategic advice. 

All of them have something in common: they are 
experts in their fields and, in one way or another, they 
provide extra value for their clients. They are Asia IP’s 
IP Experts for Thailand.—GREGORY GLASS 
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THAILAND IP EXPERTS TOP 50
NAME FIRM PATENTS TRADEMARKS COPYRIGHT ENFORCEMENT LICENSING & 

FRANCHISING
MEDIA & 

ENTERTAINMENT
IT & 

TELECOMS
PHARMA 

& BIOTECH
IP 

LITIGATION

Alan Adcock Tilleke & Gibbins a a a a

Nuttaphol Arammuang Rajah & Tann a a a a

Prasantaya Bantadtan LawPlus a a a a a a a

Jeffrey J. Blatt X Ventures a a a

Pavinee Bunyamissara SCL Nishimura & Asahi a

Prabjote Busdee  Domnern Somgiat & Boonma a

Kritchawat Chainapasak Satyapon & Partners a a a a

Manoon Changchumni Rouse a

Somboon Earterasarun Tilleke & Gibbins a a

Franck Fougere Ananda Intellectual Property a a a a

Daniel Greif S&O IP a

Nont Horayangura Baker McKenzie a a

Nandana Indananda Tilleke & Gibbins a a a a

Chalermphong Jitkuntivong Domnern Somgiat & Boonma a a a

Sukontip Jitmongkolthong Tilleke & Gibbins a a a a

Ratinuch Kawnachaimongkol ILCT a
Pattaravadee 
Kongcharoenniwat

AWP & Alliance a

Apiwatt Kongsoowan Domnern Somgiat & Boonma a

Yingluck Krairiksh  S&I International Bangkok Office a

Poondej Krairit Dej-Udom & Associates a a

Saowaluck (Apple) Lamlert WE Intellectual Property Co. a a a a a a

Verasak Maiwatana  Satyapon & Partners a a a

Fabrice Mattei Rouse a a a a

Kritsana Mingtongkhum Satyapon & Partners a a a a a a a

Kamonphan Minjoy Yusarn Audrey a a a

Wiramrudee Mokkhavesa Tilleke & Gibbins a a a

Chakrapat Mongkolsit  Domnern Somgiat & Boonma a

Kritchakorn Nimwenai Ananda Intellectual Property a a a a

Rutorn Nopakun Domnern Somgiat & Boonma a a a a

Michelle Ray-Jones Tilleke & Gibbins a a a

Somphob Rodboon iLAWASIA a a a a a a

Satyapon Sachdecha Satyapon & Partners a a a a a a a

Weerayuth Sajjaphanroj ES Counsel a a

Kowit Somwaiya LawPlus a a a a a a a a

Nuttakorn Sorakun  Ananda Intellectual Property a a

Chalinee Sriprasart Vidon & Partners a a a a a a

Nan Srisanit Anek Group a

Kasama Sriwatanakul Tilleke & Gibbins a

Say Sujintaya Baker McKenzie a a a a

Kriangsak Sukhitanont Satyapon & Partners a a a

Panisa Suwanmatajarn The Legal a a a a a

Dhiraphol Suwanprateep Baker McKenzie a a

Tanakrit Tangburanakij Baker McKenzie a a a a

Suebsiri Taweepon Tilleke & Gibbins a a a a

Peeraya Thammasujarit Rouse a a a

Ratchapong Thongdeetae  ILCT a

Nuttachai Unaratana Rouse a

Chavalit Uttasart SCL Nishimura & Asahi a

Darani Vachanavuttivong Tilleke & Gibbins a a a a a

Titirat 
Wattanachewanopakorn

ILCT a a a a

Extended biographies of lawyers highlighted above appear on Pages 67-73
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Kritchawat Chainapasak has been helping build Satyapon 
& Partners from Day One; with over 25 years working 
directly with Dr. Satyapon, he has seen it all when it comes 
to intellectual property in Thailand. While Kritchawat is 
very capable on the trademark side, he is more technically 
focused and now enjoys advising a wide range of clients 
from every field of scientific and human endeavour on 
protecting their patent and design rights as our Head of 
Patent & Design.

Leading a team that handles complex patents from every 
scientific field is no mean feat, Satyapon & Partners’ 

clients include some of the largest companies in the 
world in pharmaceuticals, biotechnology, medical devices, 
electrical, chemical, material and mechanical engineering, 
aerospace, automotive and many more industries. 
Kritchawat is also actively involved in representing the 
clients in several trademark and patent litigation cases at 
the CIPIT Court  

Reach out to Kritchawat for: Patent Drafting, Patent 
Prosecution, Patent Searches, PCT National Entry.
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Franck Fougere is the founder and managing partner of 
Ananda Intellectual Property a top-tier IP practice (Legal 
500, 2020, 2021 and 2022). Recognized as one of Thailand’s 
leading IP specialists for the past 20 years, Franck’s 
practice areas include trademark and patent prosecution, 
copyright and patent litigation.

In addition to servicing several high-profile, multinational 
corporations, Franck is a frequent speaker on cutting-
edge IP issues. He is an expert and lecturer for the World 
Intellectual Property Organization, the European Union, 

the Swiss Government. Franck is currently a Foreign 
Trade Advisor to the French government and Chairman of 
European Chamber of Commerce (EABC) Working Group 
on Intellectual Property. He has authored numerous expert 
studies and articles, including two IP guides for Thailand.

Franck graduated from Institut d’Etudes Politiques 
(Strasbourg) in France and College of Europe (Bruges) 
in Belgium and trained at the European Court of Justice 
in Luxembourg. Franck is fluent in French, German, and 
English, and intermediate in Russian and Thai.
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As the managing partner of WE IP, a prominent law firm 
based in Bangkok, Saowaluck (Apple) Lamlert's extensive 
experience in intellectual property law spans over two 
decades, serving the rights and interests of a diverse 
range of clients throughout Thailand and across the SEA 
region. Earlier in her profession, she has co-headed the IP 
practice group of a high-profile, well-respected Thai law 
firm, and went on to oversee the Thailand operations of 
a multinational IP firm. Throughout her impressive career, 
Saowaluck has continuously offered invaluable counsel 
while managing numerous key clients. Her profound 
understanding of the Thai legal system and practice is 
only equalled by her unwavering commitment to ensure 
that her clients' needs are meticulously met. A registered 
Thai Patent Attorney and a registered Thai Notary Public 
fluent in both English and Thai, Saowaluck has over twenty 

years of expertise in handling and managing a broad range 
of matters pertaining to the acquisition, prosecution, 
and enforcement of patents, trademarks, copyrights and 
other intellectual property protections for both individual 
and corporate clients in a variety of industries. Apart 
from the abovementioned areas, she has also achieved 
notable success in the field of trademark litigation. Simply 
put, with the right balance of her profound competence, 
well-groomed fastidiousness, and unique perspective, 
Saowaluck is the go-to person when clients need help 
protecting their important ideas, inventions and trade 
secrets, as well as when they need expert assistance 
in prosecuting any infringements or violations thereof. 
Recognized for her exemplary professionalism and service, 
it is without a doubt why the international press deemed 
her a “versatile IP maven”.
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Verasak Maiwatana, the former Director of the Thai Patent 
Office, joined Satyapon & Partners’ patent team in October 
2016 to oversee the patent prosecution and litigation 
matters. He has dedicated a lifetime to patents. With over 
35 years of practical experience in the Thailand Patent 
Office, Department of Intellectual Property, Verasak brings 
a wealth of patent examination knowledge to the firm. His 
invaluable expertise in a range of patent fields provides 
significant value to the clients. In fact, he has been critical 
in overcoming objections other firms had given up on, 

which were referred to Satyapon & Partners, who delivered 
where others said it could not be done. Verasak routinely 
provides key insights on patent examination practice in 
various technical fields which helps the clients obtain 
grant for their patents. Verasak’s presence provides the 
firm a key advantage over its peers in the areas of patent 
prosecution and litigation. 

Reach out to Verasak for: IP Strategy, Complex Patent 
Prosecution, Patent Litigation.
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Kritsana Mingtongkhum’s reputation in the IP industry has 
been growing exponentially; he was recently elected by his 
peers to a third term on the ASEAN IPA Thailand Committee, 
and elected to serve as a member of the APAA Trademark 
Committee. After many years of volunteer service to the 
Intellectual Property Association of Thailand (IPAT), he has 
now been appointed General Secretary of the organization.

He is a favourite among clients, who respect his work ethic 
and solid practical advice. Many of Satyapon & Partners’ 
recent new major local clients are a direct result of his hard 
work. He has become adept at overcoming refusals issued 
against both Madrid applications designating Thailand and 
direct filings, and the firm is experiencing a huge influx 

of new matters as a direct result of his reputation for 
sound advice and strategy to overcome the rejections. He 
heads the firm’s extremely busy trademark department, 
overseeing an enormous volume of prosecution, office 
actions, and responses while concurrently heading the 
litigation team at Satyapon & Partners. Kritsana is also 
majorly involved in most of the firm’s enforcement matters, 
directly coordinating with the law enforcement agencies. 
Just last year, he was the team lead for the largest patent 
seizure in Thai history on behalf of a Japanese Fortune 500 
client.

Reach out to Kritsana for: IP Litigation, IP Enforcement, 
Trademark Prosecution.
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Kritchakorn Nimwenai heads the trademark practice of 
Ananda IP and oversees the management of our trademark 
department. Both a qualified lawyer and a registered 
patent agent, Kritchakorn is recognized as one of Thailand’s 
rising IP stars, with clients praising his expertise and 
pragmatic approach to complex IP matters, including anti-
counterfeiting and enforcement. An expert in handling 
registration of trademarks in Thailand and provisional 
refusals under the Madrid System, Kritchakorn handles 
large portfolio of trademarks in Thailand and worldwide 
for a wide variety of clients, including in the past year the 
famous mark TIK-TOK from Bytedance. 

Having filed several thousands of trademark applications in 
Thailand and internationally over the past 7 years at Ananda 
IP, Kritchakorn recently received a LL.M. (Master of Laws) 
from University of California, Berkeley, with specialty in 
intellectual property, privacy law, and technology-related 
areas of law. He also graduated from Faculty of Law, 
Chulalongkorn University (Bachelor of Laws. He is proficient 
in Thai, English and intermediate in German.
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Somphob Rodboon is the founder of ILAWASIA Co., Ltd., a 
legal firm founded in Thailand in 2011. Somphob is highly 
experienced in assisting clients with the management of 
their trademark portfolios, including local and international 
filings and prosecuting trademarks on the client’s behalf; 
advising clients on global branding strategies; development 
and protection of their brand names; and regularly acting 
for clients in commencing, and defending trademarks, in 
opposition, revocation or invalidation proceedings. 

Over the past decade, many practitioners and numerous 

clients have identified him as a leading figure who represents 
IP owners from mega corporations to private individuals. 
His expertise and knowledge of Thailand’s bureaucratic 
structures and emerging markets in Cambodia, Laos 
and Myanmar, gives him a unique outlook on the rapidly 
changing legal horizons of the Mekong region.

Somphob is regarded as one of the leading experts in 
intellectual property law whose advice is sought in 
managing well-known and valuable trademarks, patent 
procedures and copyright issues.
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Dr. Sachdecha Sachdecha, a graduate of George 
Washington Law School, has been practicing exclusively 
in the field of intellectual property law for over 30 years, 
founding Satyapon & Partners in 1995.

He served as the president of the Intellectual Property 
Association of Thailand for five consecutive terms from 
2009-2019. He has been serving as the vice president 
of the AIPPI Thailand Group for over 20 years. He sat on 
the IP Law Development Committee for the Thai Ministry 
of Commerce, helping draft the current Trademark Act. 
Appointed by the Cabinet of Thailand as an Intellectual 
Property Expert to the Trademark Board of Thailand, 
during his eight-year tenure he was in charge of appeals 

and cancellations, which gives him unique insight into the 
functions of the Board.

Satyapon is a pioneer in anti-counterfeiting and brand 
enforcement in Thailand, and is actively involved in all the 
enforcement matters handled by the firm. In 2019, the 
firm recorded the largest patent infringement seizure in 
the history of Thailand against a major local manufacturer, 
and has seen major dividends from their Customs Officers 
training seminars in the form of a big increase in Customs 
seizures for their clients. In his long and storied career, 
Satyapon has done it all. Reach out to Satyapon for: IP 
Strategy, IP Enforcement, IP Prosecution, IP Litigation
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Kowit Somwaiya is the founder and managing partner of 
LawPlus Ltd.  He founded LawPlus Ltd. in 2003.  He studied 
law in Thailand and the USA. He is admitted to practice law 
in Thailand.  

Kowit has been in the IP law practice since 1982. His IP 
expertise consists of advising and representing MNCs on 
IP prosecution, utilization and litigation in Thailand and 
abroad. He has been ranked as a leader, rising star, A-List, 
top tier in IP, recommended or highly recommended for 

IP prosecution and enforcement by several international 
IP directories and ranking publications. Currently, he is 
serving as a member of the Data Protection Committee 
(2022-2023) and the Nominating Committee of INTA.

Kowit also has expertise and intensive experiences on 
commercial and banking transactions, debt recovery, debt 
restructuring, business rehabilitation, litigation, arbitration 
and probate legal proceedings in Thailand.
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Nuttakorn Sorakun is the head of Ananda IP’s litigation 
practice and a partner of corporate law firm Orbis. Ranked 
among Thailand’s top patent and IP litigators, Nuttakorn led 
the Ananda IP litigation team in one of Thailand’s largest 
patent litigation case (Nitto Denko v. Hutchinson), resulting 
in Ananda IP successfully invalidating three patents of the 
plaintiff in what is considered one of Thailand’s landmark 
patent litigation and invalidation case. 

A graduate of Assumption University, where he obtained 
an LLB (2006), Nuttakorn advises Thai and foreign clients 

in Intellectual property law, in particular patent litigation. 
Nuttakorn has also an extensive expertise in litigation and 
dispute resolution related to corporate, labour, immigration, 
cyber-crime and commercial law. He has been a member 
of the Law Society of Thailand since 2008 as well as a 
Notarial Services Attorney since 2009. Nuttakorn has 
also completed the Barrister-at-Law requirements of the 
institute of Legal Education, Thai Bar Association. Nuttakorn 
speaks Thai and English.
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Kriangsak Sukhitanont has been the Head of Enforcement 
at Satyapon & Partners Ltd. for over 20 years, and has quite 
possibly handled more police raids and customs seizures 
than any attorney currently practicing in Thailand. He 
may well be the career record holder in the history of the 
Kingdom, having been directly involved in well over 16,000 
raids and seizures in his long career at the firm; because 
historical numbers from early years are harder to define, 
he may well be in excess of 20,000 raids. In some years, 
the firm has exceeded 1,500 raids in a year, and is now 
averaging roughly 1,200 a year.

Kriangsak travels extensively throughout the country, 
rooting out infringers in every major market on behalf of 
clients, then building comprehensive cases against them 
that lead to legal action. His insight and advice has been 
a critical component of the enforcement success of the 
firm; he is well known to almost every law enforcement 
agency and supervisor in the Kingdom and is one of the key 
reasons Satyapon & Partners succeeds where others fail in 
enforcement actions.

His photo is withheld for security reasons.
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Panisa Suwanmatajarn started her working life before 
graduating with her postgraduate in intellectual property 
law from Queen Mary, University of London. As a legal 
officer at the Department of Intellectual Property, she 
looked after all intellectual property matters, including but 
not limited to trademark, patent and copyright. Her day-to-
day work was to render legal advice on issues that needed 
legal opinion; other responsibilities covered preparation of 
proposed amendments to legislation that the department 
looks after.

After spending around five years in civil service, she left 
for a private practice by joining a firm that practices all 
fields of intellectual property and information technology 

where she put her experience in the government sector to 
good use. She was able to use her knowledge in relevant 
legislation into practice and enhanced the private practice 
to the next level.

After spending five years at that firm, she moved to a larger 
firm where she could enjoy a wider practice, develop her 
own client base and handle her own assignments (both 
inbound and outbound) on a wider variety of practices. 
Gaining good experiences for eight years there, it was 
time to run her own boutique firm offering legal services 
for intellectual property, information technology, corporate 
and commercial and other matters in relation to inbound 
and outbound investments and etc.
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Thailand’s IP Experts is based solely on independent editorial 
research conducted by Asia IP. As part of this project, we turned 

to thousands of in-house counsel in Thailand, Asia and around 
the world, as well as Thailand-focused partners at international 
law firms, and asked them to nominate private-practice lawyers 
including foreign legal consultants, advisers and counsel. 

The final list reflects the nominations received combined 
with the input of editorial team at Asia IP, which has more than 40 
years of collective experience in researching and understanding 

the legal market in Thailand.
All private practice intellectual property lawyers working at 

law firms in Thailand were eligible for inclusion in the nominations 
process; there were no fees or any other requirements for inclusion 
in the process.

The names of our 50 IP Experts are published here. Each IP 
Expert was given the opportunity to include their biography and 
contact details in print and on our website, for which a fee was 
charged. 
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 ASEAN   
Medical use claims 
in ASEAN countries
A method of treatment of human 
or animal body is either considered 
a non-patentable subject matter 
or not capable of industrial 
application in ASEAN countries. 
However, some ASEAN countries 
allow amendments of method of 
treatment claims to medical use 
claims, but in some countries 
where a new use of a known 
product is excluded from patent 
protection, method of treatment 
claims may have to be deleted. 
This article discusses the different 
practices in the ASEAN countries 
in respect of medical use claims.

Singapore
Under Section 16 of the Singapore 
Patents Act, “an invention of a 
method of treatment of the human 
or animal body by surgery or 
therapy or of diagnosis practised on 
the human or animal body is not 

taken to be capable of industrial 
application.” However, first 
and second medical use claims 
are allowable in Singapore. 

The claim to the first medical 
use of a new or known compound 
or composition may be drafted as 
a “Compound/Composition for 
use” claim. It may claim a broad or 
a specific medical use. However, 
both broad and specific claims are 
anticipated by any prior medical 
use of the compound/composition.

The claim to the second 
medical use, on the other hand, 
can only be drafted in the form 
of a Swiss-type claim: “Use of a 
compound/composition in the 
manufacture of a medicament for 
the treatment of ….” The claim has 
to recite the specific diseases to be 
treated. Otherwise, the claim will 
be objected to for lacking clarity.

Malaysia
Under Section 13 of the Patents 
Act, “methods for the treatment 
of human or animal body by 
surgery or therapy, and diagnostic 
methods practiced on the human or 
animal body” are non-patentable 

inventions. However, similar 
to Singapore, first and second 
medical use claims are allowable 
in Malaysia, and first medical 
use claims can be drafted as 
“Compound/Composition for 
use” claims while the second 
medical use claims should 
follow the Swiss-type format.

Thailand
Section 9 of the Patents Act 
excludes “methods of diagnosis, 
treatment or cure of human 
and animal diseases” from 
patent protection. However, 
similar to Singapore, first and 
second medical use claims are 
allowable, but the claims should 
not mention dosage regimens 
or routes of administration. 

Indonesia
The amended patent law of 
2016 states that a new use of a 
known product is not patentable. 
Therefore, only new use of a new 
product can be patented. However, 
the new Patent Examination 
Guidelines of October 25, 2019, 
seem to differ from the law, by 
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stating that for a new use of 
a known product, the claims 
should be drafted as “Compound/
Composition for use” claims and 
that these claims are construed 
as a compound/composition 
per se with the new use as a 
limiting feature. It suggests that 
a new use of a known product 
can be patented if the known 
product is used to treat a disease, 
which is different from what it 
was known to treat before. 

As few applications filed 
under the amended patent law 
has started examination, it is still 
unclear how the examiners would 
decide on these applications 
considering the discrepancy 
between the amended patent 
law and the new guidelines.

The Philippines
Section 22.3 of Republic Act 
No. 8293 excludes “methods for 
treatment of the human or animal 
body by surgery or therapy and 
diagnostic methods practiced on 
the human or animal body” from 
patent protection. However, 
the said section specifies that 
this provision shall not apply to 
products and composition for 
use in any of these methods.

Like Singapore, the 
Philippines also allows first 
and second medical use claims 
using the allowable formats in 
Singapore. However, Swiss-type 
claims in the Philippines may 
also be drafted as follows:

•	 Method for manufacturing 
a medicament intended 
for therapeutic application 
Y, characterized in that 
substance X is used.

•	 Process for the manufacture 
of a medicament for the 
therapeutic application 
Y characterized in that 
substance X is used.

Vietnam
Human and animal disease 
prevention, diagnostic and 
treatment methods are 
not patentable in Vietnam. 
Furthermore, only product and 
process claims are allowable 
and therefore, any use-related 
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claims are also not patentable.

Other ASEAN countries: Brunei, 
Cambodia, Laos and Myanmar
Patent provisions in Brunei, 
Cambodia and Laos expressly 
exclude methods of treatment 
from patent protection. As the 
number of patent applications that 
have undergone local examination 
in these jurisdictions are low, it is 
unclear if re-writing of claims in 
the first and/or second medical 
use formats will be accepted.

In Myanmar, while the new 
patents law has been passed, 
the effective date has yet been 
announced and consequently, 
new patent applications 
are yet to be accepted.

As can be seen, all of the 
ASEAN countries do not allow 
method of treatment claims. 
Applicants are therefore 
advised to amend these claims 
to the acceptable format prior 
to requesting examination 
to save time and cost. AIP

 I N D I A 
ASCI guidelines for 
advertising and promotion 
of virtual digital assets 
and services
Lack of structural framework for 
regulation of virtual digital assets, 
such as NFTs, cryptocurrencies, 
etc. (hereinafter referred to as 
VDA), and the advertisement 
of such, in India, has resulted 
in ambiguous and opaque 
advertisements. India’s prime 
minister, in November 2021, 
chaired a meeting raising concerns 
about ‘overpromising’ and 
‘nontransparent’ advertisements 
capable of misleading the 
youth. This was followed by an 
assessment on cryptocurrencies by 
a deputy governor of the Reserve 
Bank of India, in February 2022, 
with a message urging Indians to 
try to understand cryptocurrencies 
beyond the hype created by 
advertisements, noting that they 
are poorly named, as unlike fiat 
currencies they “do not have an 
issuer, they are not an instrument 
of debt, nor commodities, nor 
do they have any intrinsic value.” 
India, he argued at the time, is 
better off not allowing the use 
of cryptocurrencies at all.
By the end of February 2022, the 
Advertising Standards Council 
of India (ASCI), a self-regulatory 
body, released guidelines to 
regulate advertisements of 
VDAs and their services with an 
intention to “safeguard consumer 
interest, and to ensure that 
ads do not mislead or exploit 
consumers’ lack of expertise on 
these products.” These guidelines 
came in force on April 1, 2022. 

Disclosure label
To ensure full disclosure on 
the risks associated with VDAs 
and their services, ASCI has 
made it mandatory for all print, 
audio, video, and social media 
advertisements to carry the 
following disclaimer: “Crypto 
products and NFTs are unregulated 
and can be highly risky. There may 

Juvelyn Cubilla
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Dos and Don’ts
1) Advertisers can neither 

compare VDAs with regulated 
products nor can they use 
words such as currency, 
securities, custodian or 
depositories, which gives 
an impression of regulated 
products to consumers. 

2) Claims and profitability 
information shall contain 
clear, accurate, sufficient 
and updated information 
and should be constant with 
the product information/
warnings provided to 
customers by VDA platforms. 

3) Asset performance 
information shall not be 
disclosed in a biased manner, 
while the returns are only to 
be mentioned for a period 
of one year and above. 

4) Name, contact number and 
email of the advertiser must 
be disclosed in all ads. 

5) Minors or someone who 
appears to be one cannot be 
featured in ads, either talking 
about or dealing with VDAs. 

6) Ads cannot show that VDA 
products or VDA trading 
are a solution to money, 
personality or other problems.

7) Ads cannot make claims 
related to guaranteed 
future increase in profits 
or statements that may 
undermine the risks 
associated with VDAs 
and its services. 

8) Celebrities and influencers 
are bound by the ASCI 
code and ASCI influencer 
guidelines, which require 
the celebrities/influencers 
to conduct due diligence 
before making any statements 
or claims in the ad. 

Conclusion
The security and monetary 
exchange boards of Canada, 
Spain and Singapore had earlier 
introduced guidelines regulating 
advertisements of VDAs, and now, 
the Advertising Standards Council 
of India has introduced self-
regulating guidelines governing 
the advertisements of VDAs and 

its services. This not only reflects 
the potential VDAs have in shifting 
the paradigm of global economy 
and affecting the financial stability 
but also the role advertisements 
play in influencing the investment 
habits of consumers.

These regulations mirror the 
concerns raised by the RBI and 
will, for the time being, standardize 
and regulate ads related to VDAs 
and their services by eliminating 
misleading and opaque claims. 
The advertisers may self-regulate 
the content of ads as per these 
guidelines, until the time a more 
robust and binding framework 
is introduced by the Securities 
and Exchange Board of India. AIP

be no regulatory recourse for any 
loss from such transactions.”
Further, in addition to the existing 
guidelines of ASCI on disclaimers, 
advertisers must adhere to the 
standards enumerated under the 
present guidelines. The disclaimer 
should be prominent and visible to 
an average consumer and must be:

1) Equal to at least 1/5th of the 
advertising space, against 
a plain background, to the 
maximum font size afforded 
by the space. (print/static ad)

2) Placed at the end of the 
advertisement, for minimum 
five seconds, against a plain 
background with a voiceover 
in a normal speaking 
pace. For an ad over two 
minutes, disclaimer to be 
featured in the beginning 
of the ad, too. (video ad)

3) Spoken at the end of the 
advertisement, accompanied 
with a voiceover in normal 
speaking pace. For an ad over 
90 seconds, disclaimer to be 
featured in the beginning 
of the ad, too. (audio ad)

4) Placed in the beginning 
of the caption and should 
also form part of the post. 
(social media posts)

5) Voiced at the end of the 
story, as mentioned in points 
(1) or (2) above. For an ad 
less than 15 seconds, in a 
prominent manner as an 
overlay. (social media stories)

6) Limited characters ad 
must contain a shortened 
disclaimer – “Crypto products 
and NFTs are unregulated 
and risky” – with a link 
to the full disclaimer.
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 I N D I A 
Plurality of distinct 
inventions: Distinct practices 
of India, Europe and the 
United States in the field of 
biotechnology
Practitioners in the field of 
intellectual property – and more 
specifically in patents – are aware 
that patent protection is awarded 
to inventor(s) or applicant(s) only 
for a single invention or a group 
of closely related inventions in a 
patent application. The concept 
of “one patent for one invention” 
is worldwide and practiced by 
many jurisdictions. Hence, at the 
time of drafting a complete patent 
application, a skilled practitioner 
or applicant should always bear 
such concept in mind and draft 
the claims accordingly. That said, 
though this concept is universal, its 
perception and practices however 
is diverse from jurisdictions to 
jurisdictions. 

Plurality of distinct inventions 
(also called lack of unity of 
invention) is considered in a patent 
application when said patent 
application relates to more than 
one invention. This article discusses 
its definitions and distinctness in 
practices with respect to plurality 
of distinct invention related to 
biotechnology in India, the United 
States and Europe.  

India
In India, provisions dealing with 
plurality of distinct inventions have 
been discussed and interpretated 
in a catena of decisions issued 
by the Indian courts. It has been 
held that the presence of multiple 
inventions which are not linked 
so as to form a single inventive 
concept is a prerequisite for filing a 
valid divisional application. 
Section 10(5) and Section 16 of the 

Indian Patent Act, 1970 are the 
relevant provisions in this respect. 
As per Section 10(5), the claim or 
claims of a complete specification 
shall relate to a single invention or 
to a group of inventions so linked 
so as to form a single inventive 
concept. 

Section 16 provides the 
remedy for an application 
containing more than one 
invention. This provision permits 
division of a patent application 
which defines more than one 
invention which are distinct and 
not related to each other so as to 
form a single inventive concept. 
Therefore, the applicant can 
file one or more such divisional 
applications either suo moto 
(voluntarily) or in response to 
an objection (pertaining to lack 
of unity of invention) by the 
Indian Patent Office (IPO). It is 
pertinent to mention here that a 
divisional applicant can only be 
filed before the grant of the parent 
application. Meaning thereby, that 
a divisional application should 
be filed during the pendency 
of its parent application. Filing 
divisional applications merely to 
continue prosecution of similar 
subject matter as claimed in parent 
application are not entertained by 
the IPO and objection pertaining to 
Section 16 are being actively raised 
by IPO in such cases. 

A divisional application must 
contain a complete specification 
along with claims (related to 
distinct invention) and requisite 
official fees. Importantly, as 
per current rules, a request 
for examination must be filed 
subsequently after filing of 
such divisional application. 
Such request for examination is 
independent of claim numbers. 

Also, as per the current 
manual issued by the IPO in 2019, 
it is required that claims of the 
divisional application should find 
support in the originally filed 
claims of the parent application. 

The IPO has clarified its 
stance for dealing with such 
biotech patent applications 
wherein more than one invention 
is disclosed in the Guidelines for 

Examination of Biotechnology 
Applications for Patent issued 2013. 

The IPO has noted in 
aforesaid guidelines that in case of 
biotechnological inventions more 
often many polynucleotide and 
polypeptide sequences are claimed 
in a patent application. 
In order to determine whether 
claimed sequences relate to a 
single invention or to a group of 
inventions linked so as to form 
a single inventive concept, the 
following two ways have been 
outlined by the IPO:

A priori, i.e., before 
consideration of prior art is 
established, if the claims falling in 
different groups and do not share 
a same or corresponding technical 
feature.

Illustrative example:

Claims Claimed Invention Analysis 

1. A DNA construct for 
improved expression 
of a heterologous 
or homologous 
polypeptide 
comprising: (a) 
isolated DNA 
sequence (SEQ ID 
NO: A) or a portion 
thereof which 
retains promoter 
activity adapted 
for recombinant 
protein expression, 
(b) DNA sequence 
encoding the 
desired polypeptide 
such that said 
DNA sequence 
is in operative 
association with 
said promoter and is 
expressed under the 
control of the said 
promoter, wherein 
said isolated 
DNA sequence 
is a constitutive 
promoter for citrate 
synthase (citA) gene 
from filamentous 
fungi Aspergillus 
niger.

DNA 
construct 
produced 
using SEQ 
ID NO: A



M A Y  2 0 2 2 Asia IP 79Asia IP 79

2. A DNA construct for 
improved expression 
of a heterologous 
or homologous 
polypeptide 
comprising: (a) a 
promoter sequence 
according to SEQ 
ID NO: B or a 
portion thereof 
which retains 
promoter activity, 
(b) DNA sequence 
encoding the 
desired polypeptide 
such that said 
DNA sequence 
is in operative 
association with 
said promoter and is 
expressed under the 
control of the said 
promoter. 

DNA 
construct 
produced 
using SEQ 
ID NO: B

3. A DNA construct for 
improved expression 
of a heterologous 
or homologous 
polypeptide 
comprising: (a) a 
promoter sequence 
according to SEQ 
ID NO: C or a 
portion thereof 
which retains 
promoter activity, 
(b) DNA sequence 
encoding the 
desired polypeptide 
such that said 
DNA sequence 
is in operative 
association with 
said promoter and is 
expressed under the 
control of the said 
promoter. 

DNA 
construct 
produced 
using SEQ 
ID NO: C

Table 1.

From the analysis provided in the 
table above, it is noted that the 
DNA sequences as described as 
SEQ ID NO. A, B & C do not share 
any common structural feature. 
There is no technical feature 
that binds the aforesaid group. 
Therefore, each of the above 

groups is considered as separate 
inventions and hence lacks unity a 
priori.

A posteriori, i.e. after 
the search of the prior art is 
established, if the shared technical 
feature fails to make a contribution 
over the prior art.

Illustrative example: 

Claims Claimed 
Invention 

Analysis 

1. A composition 
comprising a 
combination of X 
and Protein Y to 
identify a gene for 
prostate cancer, 
wherein X is 
selected from a 
group of hetero-
cycles as depicted 
in formula 1 
[Formula 1 given] 

Combination 
of X and 
Protein Y.

2. A composition 
comprising a 
combination of X 
and Protein Z to 
identify a gene for 
prostate cancer, 
wherein X is 
selected from a 
group of hetero-
cycles as claimed 
in Claim 1.

Combination 
of X and 
Protein Z.

Table 2. 

As evident from the analysis 
mentioned in the above table, 
Claims 1 and 2 are two separate 
groups of inventions which are 
linked by a technical feature “X”. 
When the technical feature X is 
subjected to prior art analysis, it 
is found that X is already known in 
the prior art. Evidently, this feature 
is not a special technical feature 
since it does not contribute to the 
technical advancement over the 
prior art. Hence, Claims 1 and 2 
do not comply with Section 10(5) 
and the application lacks unity a 
posteriori.

Europe
As per Article 82 of the European 
Patent Convention, a European 
patent application shall relate to 
one invention only or to a group of 
inventions so linked so as to form a 
single general inventive concept.
Rule 44 of the convention further 
elaborates that the inventions must 
be linked to form a single general 
concept. This is possible only if 
there is a technical relationship 
between the claimed inventions 
involving one or more of the same 
or corresponding special technical 
features.

Also per the convention, 
a lack of unity in two or more 
inventions may become evident 
before considering the claims in 
relation to any prior art document 
or after reviewing the claims 
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concerning the searched prior art 
document(s). A lack of unity after 
considering the application in view 
of a prior art may happen if, on 
the comparison, an independent 
claim is shown to lack novelty. 
Then the dependent claims lack a 
common inventive concept, thus 
not contributing to establish single 
inventive concept. 

Once the Examining Division 
forms an opinion about the unity 
of invention in an application, the 
division informs the applicant 
that the application lacks unity of 
invention and the official search 
fee for claims categorised as 
separate invention(s) will have to 
be paid by the applicant to get all 
the inventions searched. If the 
applicant fails to pay such search 
fee, the only consequence the 
applicant faces is that the search 
will only be conducted for the first 
claimed invention. Further, the 
Examining Division may order a 
refund of the additional fee, upon 
applicant request, provided the 
division feels that the demand for 
additional fees was not justified.

United States of America
As per the Manual of Patent 
Examining Procedure (MPEP) 
issued by USPTO, a patent 
application can relate to only 
one invention or to a group of 
inventions so closely linked so as 
to form a single general inventive 
concept. Section 1.475 of MPEP 
further lists out combinations 
where the inventions are 
considered to have unity:

•	 A product and a process 
specially adapted for the 
manufacture of said product; 
or

•	 A product and process of use 
of the said product; or

•	 A product, a process specially 
adapted for the manufacture 
of the said product, and use of 
the said product; or

•	 A process and an apparatus or 
means specifically designed 
for carrying out the said 
process; or

•	 A product, a process specially 
adapted for the manufacture 
of the said product, and 
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an apparatus or means 
specifically designed for 
carrying out the said process.

The USPTO first issues a 
restriction requirement if the 
examiner believes that there 
is more than one invention in 
the application and that these 
inventions can be patented 
distinct from each other, then 
the examiner will issue a list 
of groups of inventions and 
provide a detailed reason as to 
why they are different from each 
other. Particularly in cases of 
biotechnology, the requirement 
states the different genera and 
species for election. The applicant 
is required to choose one invention 
(i.e. a specific genus and related 
species) from the group either with 
traversal or without traversal. If 
the restriction requirement is filed 
with traversal, then if patentability 
of the elected genus is proved then 
the species not elected may be re-
joined in the allowed claims. The 
other invention will be considered 
withdrawn, and the applicant may 
file a divisional application for the 
withdrawn invention at extra cost.

Conclusion
It has been noticed in in some 
cases that the above way of 
assessment is not applied and 
erroneously objection of lack 
unity is raised on claims defining 
a polynucleotide, a construct 
comprising the same, a vector 
comprising the construct and 
a host cell comprising the said 
vector, even though such claims 
are prima facie linked with a single 
invention concept. Such is not the 
case with either EPO or USPTO. 
The objections are arguable; 
however, the concern here is why 

such argumentation is required. 
Further, a significant difference 
which one may experience is 
with respect fee payable and the 
stages it should be paid for distinct 
inventions in Indian, European and 
American patent offices. AIP
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